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United States Court of Appeals for the 
District of Columbia 

j 

i 

i 

No. 6584. 

I 

Minnesota Mining and Manufacturing Company, 

Appellant, 

i 

vs. i 

Conway P. Coe, as Commissioner of Patents. 

a Supreme Court of the District of Columbia. 

In Equity. 

No. 55194. 

i 

Minnesota Mining and Manufacturing Company, Plaintiff, 

vs. | 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. 

United States of America, 

District of Columbia, ss: 

Be it remembered, That in the Supreme Court of the 
District of Columbia, at the City of Washington, in said 
District, at the times hereinafter mentioned, the following 
papers were filed and proceedings had, in the above-entitled 
cause, to wit: 
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1 BUI of Complaint to Compel Issuance of Patent. 

Filed December 30, 1932. 

In the Supreme Court of the District of Columbia. 

In Equity. 

55194. 

Minnesota Mining and Manufacturing Company, Plaintiff, 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. 

To the Supreme Court of the District of Columbia: 

The Plaintiff states as follows: 

1. The plaintiff, the Minnesota Mining and Manufactur¬ 
ing Company, is a corporation duly organized under the 
laws of the state of Delaware and having its principal office 
and place of business at St. Paul, in the county of Ramsey 
and State of Minnesota, and brings this, its suit, in its own 
right. 

2. Defendant, Thomas E. Robertson, is a citizen of the 
United States, is Commissioner of Patents of the United 
States and officially a resident of the District of Columbia 
and is sued in his official capacity as Commissioner of 
Patents of the United States. 

3. The jurisdiction of this court depends upon the stat¬ 
utes of the United States relating to the grant and issuance 
of Letters Patent of the United States, and particularly 
upon that certain section thereof known as Section 4915 of 
the Revised Statutes of the United States, as amended by 
Act of Congress approved March 2, 1927. 

4. Heretofore, and prior to the 15th day of August, 1925, 

William Luxmore, then a citizen of the United 

2 States, was, within the meaning of the statutes of 
the United States then in force, the first, original 

and sole inventor of certain new and useful improvements 
in Waterproof and Oil-Proof Flexible Abrader not known 
or used by others in this country before his invention or 


i 
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discovery thereof, and not patented or described in any 
printed publication in this or any foreign country before 
his invention or discovery thereof, or more than two years 
prior to his hereinafter mentioned application for Letters 
Patent of the United States, and not in public use or on 
sale in the United States for more than two years prior 
to the date of his said application for said Letters Patent, 
and which had not been abandoned; and for which no ap¬ 
plication for any foreign patent was filed by him or his 
representatives or assigns more than twelve months prior 
to the filing of his application for letters Patent of the 
United States as hereinafter mentioned. 

5. That on the 15th day of August, 1925, the said William 
Luxmore being then, as aforesaid, the first,; original and 
sole inventor of said improvements in Waterproof and Oil- 
Proof Flexible Abrader, made application in writing to 
the Commissioner of Patents of the United States for the 
grant of Letters Patent for said invention, and duly filed 
on said day an application for Letters Patent of the United 
States, Serial No. 50,477, disclosing, describing and claim¬ 
ing said invention in accordance with the then existing laws 
of the United States all as will fully appear by said appli¬ 
cation Serial No. 50,477 on file in the United States Patent 
Office or by a duly authenticated copy of said application 
as filed, ready/ here in court to be produced. 

6. That, thereafter and in accordance with the Rules of 
the Patent office in such cases provided, the said applica¬ 
tion was amended to include the following claims: 

3 Claim 25: The method of making an abrasive arti¬ 

cle which includes as steps thereof, employing a 
backing, applying a synthetic resinous presizing coating to 
said backing and permitting the same to partially set, then 
applying a binder and a coating of similar material and 
grit to said backing to form the complete abrasive article. 

Claim 26: The method of making an abrasive article 

i 

which includes as steps thereof employing a backing, ap¬ 
plying a synthetic resinous presizing coating to said back¬ 
ing and permitting the same to partially set, then applying 
a binder and a coating of similar material and grit to said 
backing and heating the same to form the completed abra¬ 
sive article. 
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Claim 27: The method of making an abrasive article 
which includes as steps thereof employing a backing, ap¬ 
plying a synthetic resinous presizing coating to said back¬ 
ing and permitting the same to partially set at room tem¬ 
perature, then applying a binder and a coating of similar 
material and grit to said backing to form the completed 
abrasive article. 

Claim 28: The method of making an abrasive article 
which includes as steps thereof employing a backing, ap¬ 
plying a synthetic resinous presizing coating to said back¬ 
ing and permitting the same to partially set at room tem¬ 
perature, then applying a binder and a coating of similar 
material and grit to said backing and applying heat thereof 
at approximately 150°F. to form the completed abrasive 
article. 

Claim 29: The method of making an abrasive article 
which includes as steps thereof, employing a backing, ap¬ 
plying a synthetic resinous condensation product in a vola¬ 
tile thinner to penetrate the backing and saturate the fibres, 
airdrying the sheet so treated to partially set the resinous 
impregnating coating, applying a binder coat of a synthetic 
resinous composition, partially setting the binder coat so 
applied, anchoring a grit or layer of abrasive particles in 
the binder coat and then finally baking the article so made. 

Claim 30: The method of making an abrasive article 
which includes as steps thereof, employing a backing, im¬ 
pregnating the backing with a synthetic resinous composi¬ 
tion in a volatile thinner, partially drying and setting the 
coating so applied to the backing, then applying a binder 
coat of a synthetic resinous material, applying a grit .or 
layer of abrasive particles to the binder coat so 
4 applied before the binder coat has set to any appre¬ 
ciable extent and then baking the article so coated 
at approximately 150°F. to completely form the abrasive 
article. 

7. Plaintiff, said Minnesota Mining and Manufacturing 
Company, is the sole owner of the entire right, title and in¬ 
terest in and to said improvement or invention and said 
application for Letters Patent of the United States, Serial 
No. 50,477, by virtue of an assignment in writing to plain¬ 
tiff, recorded in the United States Patent Office June 24, 
1930, Liber Q144, Page 330, a duly authenticated copy of 
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which said assignment, as filed, is ready here | in court to 
be produced. j 

8. Thereafter such proceedings were had upon said ap¬ 
plication Serial No. 50,477, that on July 11, 1931, the said 
claims set out in paragraph 6 above were finally rejected 
by the Primary Examiner of the Patent Office in charge 
thereof. Thereafter, and within the time allowed by law 
for the purpose, plaintiff appealed from said: decision of 
the Primary Examiner to the Board of Appeals of the Pat¬ 
ent Office, and thereafter on July 1, 1932, the Board of Ap¬ 
peals rendered its decision whereby it affirmed the decision 
of the Primary Examiner and refused to allow the said 
claims. No appeal has been taken from the decision of the 
Board of Appeals to the Court of Customs and Patent Ap¬ 
peals, and there are no adverse or opposing parties to this 
suit. 

9. Plaintiff is willing and hereby offers to pay all ex¬ 

penses of this suit as if and when ascertained tjy this Hon¬ 
orable Court, and any and all lawful fees and charges aris¬ 
ing from or incidental to said application and the issue of 
Letters Patent thereof. ! 

10. The defendant, Thomas E. Robertson, Commissioner 
of Patents of the United States, has refused and still refuses 
to grant Letters Patent of the United States to the plain¬ 
tiff, Minnesota Mining and Manufacturing Company, on 

said application Serial No. 50,477, assigned to plain- 

5 tiff by said William Luxmore for the improvements 
or invention set out in the claims recited in paragraph 

6 hereof, though plaintiff, Minnesota Mining and Manufac¬ 
turing Company, is lawfully entitled thereto and is the sole 
owner of the entire right, title and interest in! and to said 
invention as hereinbefore alleged. 

Wherefore, plaintiff prays that a copy of this bill of com¬ 
plaint be served on said defendant, Thomas E. Robertson, 
Commissioner of Patents, together with a writ; of subpoena 
ad respondendum issuing out of and under the seal of this 
Honorable Court requiring him to appear and make an¬ 
swer to this bill of complaint to perform and abide by such 
order and decree herein as to this Court shall seem meet. 

Plaintiff further prays for a decree of this Court ad¬ 
judging that plaintiff’s assignor, William Luximore, is the 
original, first and sole inventor of the invention set forth in 
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the claims hereinbefore quoted in paragraph 6 above, and 
that plaintiff is entitled according to law to Letters Patent 

fVipTPfoT 

BRENDAN J. McCANN, 

Solicitor for Plaintiff. 

Of Counsel: 

PAUL CARPENTER. 

J. T. BASSECHES. 

H. H. BENJAMIN. 

State of Illinois, 

County of Cook , ss: 

Brendan J. McCann, being duly sworn, deposes and says 
that he is the attorney for the plaintiff in the foregoing bill 
of complaint and that he has read the said bill of complaint 
and believes the facts stated therein to be true. 

BRENDAN J. McCANN. 

6 Subscribed and sworn to before me this 24th day 

of December, 1932. 

[seal.] NELL LAMPTON, 

Notary Public. 

Answer to the Bill of Complaint. 

' Filed January 10, 1933. 

To the Honorable the Judges of the Supreme Court of the 
District of Columbia: 

Thomas E. Robertson, Commissioner of Patents, defend¬ 
ant herein, in answer to the Bill of Complaint alleges on 
information and belief as follows: 

1. He admits for the purpose of this suit the allegations 
of plaintiff’s place of business and place of incorporation. 

2. He admits the allegations of defendant’s citizenship 
and residence. 

3. He admits the allegation of jurisdiction under Section 
4915 R. S. (35 U. S. C. A. 63). 

4. He has no information as to plaintiff’s allegations of 
invention and the non-existence of statutory bars except 
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as informed by paragraph 4 and plaintiff’s application for 
letters patent No. 50,477. 

5. He admits that on the 15th day of August^ 1925, Wil¬ 
liam Luxmore filed an application for letters patent for im¬ 
provements in waterproof and oil-proof flexible abrader, 
to which application Serial No. 50,477 was given. 

6. He admits that the said application contains claims 
25 to 30, inclusive, recited in paragraph 6. These claims 
are held to be unpatentable over the following prior 

patents: 

7 Graft, 1,217,593, Feb. 27, 1917; 1 

Carlton, 1,775,631, Sept. 16,1930. j 

Profert of copies of said patents is hereby made. The 
claims are also held to be unpatentable to plaintiff in view 
of Interference No. 58,727, in which the application herein 
was involved and in which a decision adverse to the appli¬ 
cant William Luxmore was rendered. 

7. He admits for the purpose of this suit thd allegations 
of ownership and assignment. 

8. He admits that the primary examiner finally rejected 
the claims set out in paragraph 6, that appeal was taken to 
the Board of Appeals and that the Board of Appeals on 
July 1, 1932, rendered a decision affirming the decision of 
the primary examiner, and that no appeal to the United 
States Court of Customs and Patent Appeals has been taken 
by plaintiff. 

9. He admits the statement in paragraph 9 is in con¬ 
formity with Section 4915 R. S. 

10. He admits plaintiff has been refused a patent and 

denies that plaintiff is lawfully entitled thereto as more 
fully appears from the statement of the examiner and the 
decision of the Board of Appeals, copies of which will be 
presented at the hearing. i 

Further answering defendant denies each and every al¬ 
legation of the Bill of Complaint not herein specifically and 
sufficiently denied or admitted, and prays that plaintiff’s 
Bill of Complaint be dismissed. 

Wherefore defendant having fully answered the Bill of 
Complaint denies that plaintiff is entitled to the relief de¬ 
manded or any part thereof and prays that he be hence dis- 
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missed with all costs of the proceedings against the 

8 plaintiff as provided in Section 4915 E. S. 

THOMAS E. ROBERTSON, 
Commissioner of Patents, Defendant. 

T. A. HOSTETLER, 

Solicitor of the U. S. Patent Office, 

Attorney for Defendant. 

District of Columbia, 

City of Washington, ss: 

I, Thomas E. Robertson, Commissioner of Patents, de¬ 
pose and say that I have read the above answer by me sub¬ 
scribed and know the contents thereof, and that the state¬ 
ments of facts therein made as upon personal knowledge 
are true, and those made upon information and belief I be¬ 
lieve to be true. 

THOMAS E. ROBERTSON, 

Commissioner of Patents. 

Subscribed and sworn to before me this 10th day of Jan¬ 
uary, 1933. 

[seal.] ALBERT W. KAISER, 

Notary Public , D. C. 

My commission expires April 6,1933. 

Memorandum. 

September 18,1933.—Conway P. Coe substituted in place 
and stead of Thomas E. Robertson, as Commissioner of 
Patents. 

9 Memorandum of Court . 

Filed April 1, 1935. 

• • * * * mm 

I agree with the conclusions reached by the tribunals of 
the Patent Office. 

The bill will be dismissed with costs. 


BAILEY, J. 
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Final Decree. 

Filed June 26, 1935. 
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* * * * • * * 

j 

This cause having come on to be heard and having been 
tried in open court and argued by counsel for the respective 
parties upon the pleadings and proofs adduced and sub¬ 
mitted to the Court, 

It is Adjudged, Ordered and Decreed this 26th day of 
June, 1935, that the Bill of Complaint in this case be, and 
the same hereby is dismissed with costs against the plain¬ 
tiff. 


JENNINGS BAILEY, 

' Justice . 


From the foregoing decree the plaintiff, Minnesota Min¬ 
ing and Manufacturing Company, in open court on the date 
named above, notes an appeal to the United States Court 
of Appeals for the District of Columbia, and the Court 
fixes the cost bond on said appeal in the sum of $100, or in 
lieu thereof the sum of $50 in cash to be deposited with the 
Clerk of this Court. 

JENNINGS BAILEY, 

Justice. 


10 Memoranda. 

July 12, 1935.—$50 deposited in lieu of bond ion appeal. 

July 16, 1935.—Time to file Statement of Evidence ex¬ 
tended to and including August 8, 1935. 

Assignment of Errors. 

Filed August 7, 1935. 

• « • # • • • 

The Court erred— 

1. In holding the claims involved in suit unpatentable 
over the patents to Graft 1217,593 and Carlton 1775,631; 

2. In adopting the decision and conclusions reached by 
the Board of Appeals; 

3. In agreeing with the conclusions reached by the Tri¬ 
bunals of the Patent Office; 
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4. In holding Plaintiff is not entitled to a decree for the 
claims involved in the suit; 

5. In dismissing the Bill of Complaint. 

H H BENJAMIN, 

Solicitor for Plaintiff. 

Of Counsel: 

PAUL CARPENTER. 

J. T. BASSECHES. 

Service accepted Aug. 3, 1935. 

R. F. WHITEHEAD, 

Solicitor for Defendant. 

11 Supreme Court of the District of Columbia. 

Wednesday, August 7, 1935. 

The Court resumes its session pursuant to adjournment, 
Mr. Justice Letts, presiding. 

######* 


Come now the parties hereto by their respective attorneys 
of record, and thereupon, the plaintiff by its attorney pre¬ 
sents to the Court its Statement of Evidence taken at the 
trial of this cause, and prays that the same be signed and 
made of record, nunc pro tunc, which is hereby acordingly 
done. 

Designation of Record. 

Filed July 27, 1935. 

# * # # # * # 

Now comes Minnesota Mining & Manufacturing Com¬ 
pany, Inc., the appellant in the above entitled cause, and 
designates parts of the record which it desires to have 
included in the transcript, such parts being considered suffi¬ 
cient for the determination of the questions raised on ap¬ 
peal, namely: 

1. Bill of Complaint; 

2. Answer; 

3. Plaintiff’s Exhibit No. 1—certified copy of file, 
wrapper of Luxmore application, Serial No. 50,477, Filed 
August 15, 1925; 
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4. Defendant’s Exhibit No. 1—United States patent to 

Carlton, 1,775,631, September 16, 1930; | 

5. Plaintiff’s Exhibit No. 2—United States patent to 
Klingspor, 1,833,715, Nov. 24, 1931; 

6. United States patent to Graft, 1,217,593, Feb. 27,1917; 

7. Examiner’s Statement before the Board of Appeals, 
February 1, 1932; 

8. Decision of the Board of Appeals dated July 1, 

12 1932; 

9. Statement of evidence; 

10. Copy of decision; 

11. Copy of final decree; j 

12. Memo of $50 deposit in lieu of bond; 

13. Assignments of Error; 

together with a copy of this designation. 

H H BENJAMIN, 
Solicitor for Plamtiff. 

Of Counsel: i 

PAUL CARPENTER. 

J. T. BASSECHES. 

Service accepted July —, 1935. 

R. F. WHITEHEAD, 
Solicitor for Defendant. 

13 Supreme Court of the District of Columbia. 

j 

United States of America, 

District of Columbia , ss: j 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify the foregoing pages 
numbered from 1 to 12, both inclusive, to be a true and 
correct transcript of the record, according to directions of 
counsel herein filed, copy of which is made part of this 
transcript, in cause No. 55194 in Equity, wherein Minnesota 
Mining and Manufacturing Company, is Plaintiff and 
Thomas E. Robertson, Commissioner of Patents, is De¬ 
fendant, as the same remains upon the files and • of record 
in said Court. 
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In testimony whereof, I hereunto subscribe my name 
and affix the seal of said Court, at the City of Washington, 
in said District, this 17th day of October, 1935. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

By CHAS. D. COFLIN, 

Assistant Clerk. 

14 In the Supreme Court of the District of Columbia, 

Holding Equity Court. 

In Equity. 

No. 55,194. 

Minnesota Mining and Manufacturing Company, Inc., 791 
Forest Street, St. Paul, Minn., Plaintiff, 


vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

Statement of Evidence. 

At the hearing of the above entitled cause on Tuesday, 
March 21, 1935, before Mr. Justice Bailey, the following 
proceedings were had, evidence offered and given, rulings 
made by the Court, and exceptions taken by the plaintiff 
and noted by the Court. 

Thereupon, to maintain the issues on their part joined, 
plaintiff offered in evidence: 

Mr. Basseches: I offer in evidence as Plaintiff’s exhibit 
No. 1 the application file of the Luxmore application, Serial 
No. 50,477. 

Mr. Hostetler: I offer in evidence as defendant’s exhibit 
No. 1, United States Patent to Carlton, 1,775,631, dated 
September 16,1930. 

George Barsky. 

George Barsky, a witness called for and on behalf of the 
plaintiff, being then and there duly sworn by the Clerk of 
the Court, upon examination, testified as follows: 
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15 Direct examination. 

By Mr. Basseches: 

I live at 333 East Forty First Street, New York City. By 
occupation I am a chemist and chemical engineer, ; 

My experience and training in the field of chemistry is 
as follows: 

I received the following degrees from Columbia Uni¬ 
versity: Bachelor of Science, 1916; Chemical Engineer, 
1918; Master of Arts, 1922; Doctor of Philosophy, 1922. I 
was research chemist in the department of chemistry of 
Columbia University 1917-1918. I held the Bridgham Fel¬ 
lowship for engineering research 1919 and 1921. In 1922 I 
was employed by the American Cyanamid Co. as research 
chemist. In 1926 I was made Director of Research. In 
1933 I was Chief Technologist. I left in August, 1933, and 
have my own office and laboratory in New York City as 
consulting chemist and chemical engineer. 

During the time of my employment by the Cyanamid Co. 
I was engaged on various chemical, heavy chemical and 
metallurgical products and also on synthetic resins of the 
urea-formaldehyde type, of the glycerol phthalate type 
and of the phenol-formaldehyde type, and also the applica¬ 
tion of those resinous materials to various uses; including 
coating compositions. 

I also worked with nitro cellulose coating compositions 
and solvents for said products. In my own work since leav¬ 
ing the Cyanamid Co. I have been working steadily on syn¬ 
thetic resins of various types. 

I have testified in several interferences: 

Whitworth versus Derby and Cunningham; 

Cooper vs. Hubbell. 

16 I have testified in the Southern District of New 
York in the case of Rubin and Mallory versus Aero- 

vox. j 

In the last eight years my work has been largely in the 
field of synthetic resins. 

I have had occasion to consider the file of the Luxmore 
Application, Serial No. 50,477, filed August 15 1925, for 
Waterproof and Oilproof Flexible Abrasive Material. The 
general nature of the invention involved in this application 
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is as follows: Luxmore provides a flexible backing. He 
gives that a coat which we call a pre-size coat of the phenol 
formaldehyde resin. He allows this coat to dry, that is, to 
partially set, and then imposes on it a thicker coat of the 
same resinous material. While this thicker coat, or binder 
coat, is still adhesive, he distributes abrasive particles which 
become embedded in this binder coat. Subsequently the 
whole sheet is cured by the application of heat. That, in 
brief, is the process as Luxmore gives it, for the production 
of flexible waterproof abrasive paper. 

The various layers which I have referred to may be super¬ 
imposed on the backing material in another way. Of course, 
after the sizing coat is on the paper, the paper could be then 
cured, that is, the size coat could be brought to its final stage 
by heating and subsequently the bonding coat could be 
put on. 

To describe the general nature of the synthetic resinous 
materials referred to by Luxmore, I may refer to three 
general types of coating materials which we recognize. One 
type which, for example, is represented by linseed oil or 
linseed oil varnishes, dries to a film by the absorption of 
oxygen from the air. The liquid picks up oxygen from the 
air and dries to a firm final film. 

17 The second type is the nitro cellulose lacquer. Col¬ 
lodion is mentioned by Graft. Such films dry solely 
by the evaporation of solvents. The solution is spread out 
on the surface and the solvent evaporates into the air and 
leaves this residuum as a film. 

The third type is the synthetic resin type; for example, 
Bakelite. These materials have the property of becoming 
infusible and insoluble upon the application of heat alone. 
That is, they have a resisting stage and can be subsequently 
heated. They contain, in themeslves, all the necessary work¬ 
ing ingredients to be transformed to a final insoluble ma¬ 
terial A simple analogy would be the boiling of an egg. If 
you take a raw egg and subject it to heat by boiling it in 
water, it will be transformed into a new material—a hard¬ 
ened, solid material. 

So, in the abrasive paper of Carlton and in the abrasive 
paper of Luxmore, you have as the binding material this 
firm, reactive resin—this resin which, solely by the appli¬ 
cation of heat, will be transformed into an infusible, in¬ 
soluble body. 
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The effect produced in partially drying or setting the 
sizing coat upon the backing material, as described by 
Luxmore, at the intermediate stage of partially setting 
or drying the paper with the sizing coat, is to get a pene¬ 
tration into the fibre of this resinous material and a sur¬ 
face film on the outside, a very thin film. 

By the Court: May I ask the kind of material that is used 
in the paste or glue which you use to patch down patches on 
inner tubes. I 

18 Dr. Barsky: That is usually a rubber cement. 

There are two kinds of sticky material that come out 
of a tube. It is a rubber solution. You rub that on the 
patch and the solvent evaporates. You allow evaporation 
of the solvent, and ordinarily, when you glue two pieces 
of wood together, for example, you have the glue on each 
surface, and allow part of the evaporation to take place 
and then put the two pieces together. 

For example, if you took unsized paper and put the binder 
coat on it and put the abrasive material on top of that and 
then cured it, the paper would draw the binder coat—the 
binder material—away from the abrasive. It would rob 
the abrasive of the binder. In addition to that, there would 
be another effect. There would be the impregnation of the 
paper to a very full extent, that is, the paper Would keep 
on drawing the binder until it was saturated. ; So, when 
you ended up with the final sheet, using no sizing material, 
you would have a very stiff paper and a poor bond of the 
abrasive to the paper due to the fact that the paper had 
robbed the abrasive. Presizing of the paper prevents that. 
That adjustment prevents the binding coat from escaping 
and going into the paper. In other words, by that sizing 
you accomplish two things: you get the binder where you 
want it, and you prevent the paper from getting too much 
resin and becoming brittle. 

An explanation of the effect of heat on the synthetic resin¬ 
ous materials referred to by Luxmore is that heat renders 
these materials, as we say, insoluble and infusible. It cures 
them. It puts them in their final shape—final condition, in 
which they are water proof and will resist the action of oil 
as well. 

I have had occasion to refer to the patents to Carl¬ 
ton 1775,631 and Graft 1217,593, referred to in the 
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record of the Luxmore application. The patent to Graft, in 
the employment of his method for the production of sand¬ 
paper, takes a backing material, dips the backing mate¬ 
rial into a solution of cellulose ester, such as Collodion, 
dries, applies a second coat of cellulose ester and then, to 
that, applies the abrasive material. Following this, the 
entire sheet is dried. The effect of drying the first coat that 
Graft applies to his paper is to bring the nitro cellulose film 
to its final state. 

Graft, after applying the first coat on his backing mate¬ 
rial, dries and evaporates off all the solvent. After evap¬ 
orating off all the solvent, Graft then applies a second coat 
of the same material. If Graft’s second coat or binder coat 
were applied to his first coat while in the partially dry or 
set condition, there would be residual solvents left in the 
paper and on applying the second coat, you would have a 
condition where the solvent on the inside has to come out. 
It can only come out with difficulty and will cause a distor¬ 
tion or blistering in the composite sheet similar to lacquer¬ 
ing something with nitro cellulose. Before putting on the 
second coat, you must be sure that the first coat is thor¬ 
oughly dry; otherwise you get wrinkling and blistering. 

I have had occasion to consider the Klingspor patent, 
No. 1,833,715, Nov. 24, 1931. 

By Mr. Basseches: I offer in evidence, as Plaintiff’s Ex¬ 
hibit No. 2, the Klingspor United States Patent No. 1,- 
833,712. 

Dr. Barsky: The patent to Klingspor, page 1, lines 72 to 
83, that portion beginning with line 75, reads— 

20 ‘‘If paper is used as a base, it is preferably prev¬ 
iously impregnated with linseed oil and dried. ’ ’ 

The effect of applying the coat of binder material for the 
abrasive with that oil film in the partially dried or partially 
set condition would be that the film of linseed oil on the 
top of the paper would be soft and would tear away. On 
using such abrasive material, you would just pull out the 
abrasive and bond away from the paper. 

My general knowledge of the treatment employed in ap¬ 
plying automobile finishes by an oil paint is that by the old 
method of painting automobiles—the old time carriage 
painting method—twelve to fourteen coats were applied. 
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These were usually oil varnishes and each coat had to be 
thoroughly dried before the next coat was applied. This 
was very important because if an undercoat was not thor¬ 
oughly dried, it would be soft. A subsequent coat would 
be on a soft backing and that would give, and you would 
get, an “orange peel 77 and effects of a similar nature. 
You would get defective painting jobs. Similarly, with 
nitro cellulose lacquer, it is necessary to dry ekch coat be¬ 
fore applying the next or else you would run into trouble. 
You will get blistering, distortion of the film, unevenness. 

The Court: Anyone who has ever tried to vhrnish any¬ 
thing has had that trouble. ! 

Dr. Barsky: I have had my attention called to a state¬ 
ment in the file of this case, appearing in the Examiner’s 
Statement, page 1, the last two lines, which reads as fol¬ 
lows: 

21 “It would seem to be obvious that an adhesive 
would more readily adhere to a soft tacky surface of 
the first coating than it would to a hard, smooth surface 
formed by thoroughly drying the first coating. 7 : 7 

My opinion, in so far as obtaining better adhesion between 
the binder coat and the backing is concerned, and my opin¬ 
ion as to the conclusion drawn by the Examiner, is that if 
I wanted to get the best bond between the binding coat and 
the paper I would do as Carlton did: put the bonding coat 
right on the paper. j 

I have had occasion to examine the patent to Carlton 
1,775,631 and Carlton says, as to the method for applying 
his binder coat to the backing, specifically calling attention 
to page 4, lines 18 to 31, that he applies his resinous binder 
to the back and then applies the abrasive material. Carl¬ 
ton goes on to say in line 17 of page 4— 

“In case the back of the base has not been: theretofore 
waterproofed, or if the relative thickness of the paper ren¬ 
ders it desirable to compensate for any starving of the bond 
between the binder and the base which might occur through 
the penetration of the binder into the base beyond a desired 
extent, or if the relatively larger size of the grit renders 
such a step desirable in order to compensate for any defi¬ 
ciency in the bonding coat, an auxiliary coat or coats may 
now be applied, either to the back of the sheet opposite to 

2—6584a 
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the grit bearing surface, or to such grit bearing surface, or 
to both.” 

In other words, Carlton realized or ran into this difficulty 
when he made abrasive paper of this nature. Two 

22 things occurred, there was a starving of the binder 
coat by the paper and a weakening of the bond and 

he attempted to solve that difficulty, as he said, by apply¬ 
ing what we might call a sand-size coat. 

He also noticed the difficulties with the waterproofing 
and he said, 4 ‘Well, I will apply a back size coat for water¬ 
proofing.” 

Now Luxmore, by his particular scheme, by the presize 
coating, treating it in just such a particular fashion and 
then applying a binder coat, has succeeded in keeping the 
binder material where it should be, at the same time having 
enough resin in the paper itself for waterproofing. If the 
paper size coat was cured to its final condition and then the 
binder coat applied and cured to its final condition, with 
the materials disclosed by Luxmore and Carlton, the effect 
upon the sizing coat and the general condition of the deposit 
would be that completely curing the size coat before apply¬ 
ing the bonding coat is not effective. That is, if you com¬ 
pletely cure the pre-sizing coat and then apply the bonding 
coat, abrasive and further cure, you get reduced flexibility 
over Luxmore and you get reduced bonding over Luxmore. 
In other words, Luxmore’s process of carrying out the pre¬ 
size coat, so far, is better than curing the presize coat com¬ 
pletely before applying the bonding coat. 

The presize coat will get two cures. It will get the cur¬ 
ing effect of the first application under these conditions, 
as well as the curing effect of the bonding coat. 

I do not find anything in Carlton or Graft covering that 
special procedure of Luxmore which Luxmore has borrowed 
from Carlton or Graft in order to practice his particular 
process of partially setting or drying his paper sizing coat. 
If the procedure of Graft for drying his material—presized 
material and the binder coat—and the procedure of 

23 Carlton of drying his binder coat were employed, you 
would get decreased flexibility if you completely 

cured the presize and then put the bonding coat on a com¬ 
pletely cured, finished sheet again, that is, it would be 
analogous to the procedure of Graft of curing the sizing 
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coat and then putting the bonding coat on and then curing 
again. 

From my knowledge of working with collodiq'n prepara¬ 
tions, such as shown by Graft, and from my knowledge of 
the use of linseed oil or the drying oil sizing (boat shown 
by Klingspor, if I took Graft’s material and applied the 
Luxmore procedure, I would run into trouble because the 
undercoat or sizing coat would be still soft and!would still 
retain solvents and I would get distortion, wrinkling and so 
on—possibly, blistering in the binder coat. If I take lin¬ 
seed oil, a presize coat, and allow it partially to set and 
then apply a subsequent binding coat, that presized film 
will be soft and will not have any strength. It will tend to 
pull away from the paper and in addition to that, the coat 
above it will dry in a wrinkled condition—in a distorted 
condition. I 

From my knowledge and experience with the varnishes 
and paints and such materials to which I have referred as 
working with in connection with my qualifications, I would 
not consider it obvious at all to leave the presizing coat in 
a partially set or partially dried condition, as referred to 
by Luxmore. I think my tendency would be to completely 
cure the undercoat. If I wanted to size the coat so that 
the next coat would not penetrate the paper, I would cure 
the undercoat completely. j 

I am in no way associated with the Minnesota Mining 
& Manufacturing Co. or do not have any interest in the out¬ 
come of this suit. 

24 Cross-examination. 

By Mr. Hostetler: 

Dr. George Barsky: I am familiar in a general way with 
the counts of that interference that was referred to—Lux¬ 
more, Klingspor and Carlton—and have read it: 

In considering how many coats were contemplated in the 
counts of the interference, taking the Carlton patent, claims 
1, 2, 3, 6 and 7, which were stated constituted the issue of 
that interference, in these five claims, as I see them, I see 
only one coating. He (Carlton) speaks of a bond. 

(The following occurs in the record:) 

“X Q. 3. Take any of the claims. Take the first one. 
‘1. The new article of manufacture, flexible sandpaper 
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which includes a backing 7 —that would mean the paper or 
cloth— 4 a grit or layer of abrasive particles, and a bond for 
uniting the grit to the backing including a synthetic resi¬ 
nous condensation product which is solidified to a flexible 
and waterproof state. ’ 

If I were manufacturing that article, instead of putting 
one coat of the bonding material on there, or two or three 
or four or any number, would it not be a bond that would 
unite the grit to the backing? 

Mr. Basseches: I do not know how Mr. Hostetler intends 
that: that Dr. Barsky shall interpret the scope of the claim? 

Mr. Hostetler: That is all right. I thought that Doctor 
Barskv had testified in various interferences- 

The Witness (interposing): Would you like me to an¬ 
swer whether or not a man using several coats of Carlton’s 
material—Is that it? 

Mr. Hostetler: I asked the question, and I leave it to 
the witness and to Mr. Basseches whether he should answer 
it or not. 

25 Mr. Basseches: Your Honor, I think he is asking 
Dr. Barsky to interpret the scope of the claim. I will 
admit that the claim would cover that group of coatings. 
We are the owners of the Carlton patent and certainly 
would hold any infringers who use use any number of coats 
under that claim. 

The Witness: I would answer it, yes, it would infringe. 

The Court: Well, he has answered, “yes.” 

Dr. Barsky: In painting a new house, lumber, or a board 
of any kind, the purpose of the priming coat is to seal up 
the lumber—to seal up the lumber with a priming coat and 
then put your paint coats on top of that. You would get 
better adhesion of your paint to the priming coat than you 
would to the wood. It is correct that this is to close up the 
pores of the wood so as not to require so much paint. It is 
correct that it is the same purpose in sizing before paint 
is applied. 

In being referred to the Carlton patent, page 4, beginning 
line 17, in which he refers to the coating and in line 25 
where he says “or if the relatively larger size of the grit 
renders such a step desirable in order to compensate for 
any deficiency in the bonding coat, an auxiliary coat or 
coats may now be applied, either to the back of the sheet 
opposite to the grit-bearing surface or to such grit- 
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bearing surface, or to both”, it is true that Carl¬ 
ton contemplates using one or more layers of this 
material. He states here that he may put a coating of 
bonding material on after the grit is in place arid he men¬ 
tions that because he realizes that the unsized paper back¬ 
ing would rob the binder coat or rob the abrasive of the 
binder coat, that is, Carlton’s second coat is put on after 
the bonding coat is on and after the abrasive is on. 

26 The purpose of our process or, rather,! the Plain¬ 
tiff’s process, of allowing the first coat to partially 
dry before applying the second coat is to get a satisfactory 
sandpaper. The general purpose of proceeding along that 
line is to get a flexible, 'waterproof sandpaper. ! 

I think I can explain the effect of not permitting it to 
dry enough. There is a piece of paper which is very porous. 
If you put a bonding coat on—a heavy bonding—it would 
go under that paper and be drawn down by capillary at¬ 
traction. Luxmore has found this. He takes his piece of 
paper. He puts on a sizing coat, which sizing coat goes 
through the voids in the paper and sizes those! fibres. If 
you do not allow the presizing effect to take j place, you 
would have the same thing as putting the heavy bonding 
coat right on top of the unsized paper. 

Mr. Hostetler’s theory is correct that where,, some time 
ago he used white paint on a new board, what appeared to 
him to happen was that the oil soaked into the; board and 
the white lead remained on top. That is the same kind of 
thing that happens when you put the heavy bonding coat on 
the unsized paper. The white lead—that is, thg solid par¬ 
ticles, stay on top and the resin or oil, in Mr. Hostetler’s 
case, stayed in between. The unsized board has robbed 
the paint of the oil. Mr. Hostetler should have put on a 
priming coat. It is true that that is something which is 
known to every painter but this involves many different ef¬ 
fects from just painting the board. In other words, here 
we have not solely a surface layer but we have in the paper 
all these fibres. In the paper, this is coated with a very 
thin film of synthetic resins so if we take an ordinary paper 
fibre and let it get wet, it loses its strength. By| this sizing 
process we have coated these fibres of paper with a water¬ 
proof film. 

If we vrere to take a sheet of very pofous paper, 
such as a blotter, and we wanted to coat it to make it 
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waterproof and also to preserve its flexibility and if, as 
Mr. Hostetler supposes, a thick coat of paint were put on, 
it would soak through and the thing would become stiff 
after it was drv. 

If you put on a thick coat of paint, you would run into 
a lot of trouble. Eventually the oil of the paint would run 
into the paper. If Mr. Hostetler were to put on a very thin 
sizing coat and let it dry and then put on a second sizing 
coat, he would save material if he dried the first sizing coat 
thoroughly before putting on the second one. 

Going back to our process, the effect of permitting the 
first coat to become too dry before you applied the second 
would be to give you a more brittle paper. 

In considering the three elements of all of these papers, 
the backing, the grit and the bonding material, there must 
be a relationship between the thickness of the bonding ma¬ 
terial and the size of the grit particles. If you had grit con¬ 
sisting of very large particles and another type which were 
very small particles, the relative thickness of the bonding 
material would be that with the large particles of grit you 
have to use deep layers of bonding material. For example, 
if the grit were, say, six millimeters in length, you could not 
hold it with a one millimeter layer of bonding material. 
The bonding material would have to come up higher. 
Where you use large sized or heavy abrasives, you would 
have to use heavier backing. 

In referring to the Carlton patent, page 2, the last para¬ 
graph on that page, line 125, which says— 

“The amount of binder to be applied to the base varies 
according to several variable factors. Among these are (a) 
the thickness of the base, (b) the fineness or coarseness of 
the grit or layer of abrasive particles to be applied 
28 to the base”, 

my statement agrees with the “(b)” part of the specifica¬ 
tion. 

In referring to page 3 (Carlton), the first full paragraph 
beginning about line 8: 

“I have found in practice that the number of coats of the 
binder may also beneficially be varied according to (a) the 
thickness of the base, (b) the size of the grit, (c) the con¬ 
templated use of the abrasive article, and (d) whether the 
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grit be incorporated in the binder before application of the 
binder to the base, or whether the grit be applied to the 
binder after such binder has been applied to the base.”, 

; 

this specification contemplates the use of a plurality of lay¬ 
ers of this coat of bonding material. 

If asked whether I have any reason to assume that in 
applying a plurality of coats he (Carlton) contemplates let¬ 
ting them dry completely or putting them on fresh one after 
another or letting them dry partly, I would say that he does 
not say anything about that at all. 

i 

Redirect examination. 

By Mr. Basseches: 

Dr. George Barsky: Where Carlton, at the portions of 
the specification called to my attention by Mr.; Hostetler 
on page 3, lines 7 to 15, refers to the number of coats or 
quantity of coats, I would say, from my experience, that it 
would be expected to dry each coat before the next succeed¬ 
ing coat is put on, in accordance with the nature of the ma¬ 
terial. I would say that from a reading of Carlton, the ob¬ 
vious thing would be to follow the usual practice of drying 
one coat before putting on the next succeeding coat. 
29 Where Mr. Hostetler has referred to the board that 
he painted and on which he put a priming coat and 
he said that some of the oil was absorbed in some of the 
board, the relative stiffness of the board is not a factor in 
these cases, or is not to be considered as a factor as I do 
not care how stiff the board is in the house; wall. In 
putting on priming coats, the priming coats would be thor¬ 
oughly dried. That is the same practice as was followed 
in painting automobile bodies in the old days. 

Recross-examination. 

By Mr. Hostetler: 

Dr. George Barsky: Phenol formaldehyde has another 
name. It is often called Bakelite. 

i 

Be it further remembered that the foregoing contains the 
substance of all the evidence given on the hearing of this 
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cause, and each of the exceptions stated to have been taken 
by the attorney for the plaintiff were so taken and were 
duly allowed and noted by the Court, and in order that 
each and every thereof may be preserved and made of 
record this statement of evidence is duly stated, approved 
and signed, and ordered to be made of record in the above 
entitled cause this 7th day of August, 1935. 

By the Court. 

F. DICKINSON LETTS, 

Justice. 
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TO THE COMMISSIONER OF'PATENT Sr 



Your petitioner,- WILLIAM-. LUXMORE, a citizen. 
of the United States, and resident;.of -Chicago; in the 
County of Cook, and State of Illinois, whose post office 
aadress is 25 East Washington Street, Chicago, Illinois, 

. r- 

prays that Letters Patent may be- granted to "him for the"- 
improvement -in RATER-PROOF AND OIL-PROOF FLEXIBLE ASHADER 

* i * 

(Case 13), set forth in the annexed specification, and'* 
he hereby appoints WILLIAMS, BRADBURY, HcCALEB & EIHXLE 
(Reg, No, 10,473), a co-partnership coaposed of Lynn A. 
Williams, Clifford C. Bradbury, Albert 0, McOaleb, Ross 0.. 

Hinkle, and Albin C. Ahlberg, of: 1315-Monadnock Block, 

« • 

Chicago, Illinois, his attorneys* with full power of re¬ 
vocation and substitution, to prosecute this application; 
to make alterations and .amenaments therein, to receive 
the patent,, and to transact - all business in the Patent 

* * • i 

Offi ce connect ed t herewit h,- 

< v ] 

i 

SIGNED'at Chicago,, in the County of Cook and 
State of Illinois, this d ay of <Jl 1925. 
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TO ILL WHOM IT MAY COBCERE: 

i 

• %. 

Be it known that X, WILLIAM LUXMORS, a citizen 

of the United States, and resident of Chicago,jin the County 

of Cook and State of Illinois, haye invented a certain new 

and useful improvement in WATER-PROOF AED OIL-PROOF FLEXIBLE 
. * ■ * > * 

ABRADER,. of which the following is a full, clear, concise, 

and exact description. 






My invention is concerned with tlie provision of 
a flexible abrader which is impervious to and unaffected by 
water or oil coming into contact with its abradant-carrying 
surfaces or any cut, broken or tom portions thereof, which 
.is quite flexible and capable of retaining its granular 
abrading material' under flexure, and which employs as its 
water and oil proofing agent a material which is am ex¬ 
tremely effective holder or binder for the abradant employed. 

i 

In making the abrader in the form of a sheet, I 
select a piece (usually a sheet or strip) of suitable material, 
for example, paper, of suitable weight and quality, and cause 
the same to absorb, preferably to the limit oif its capacity for 
such r m PnkfM+i* rh 

^own^jis-^le^MeiBakelite Varnish" foe caa o^ein g a phenolic 
condensation product maintained in a flexible state, under all 
'temperatures to which it is subjected in t^e manufacture and 
use of my sheex abrasive, by suitable non-volatile solvents 
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or other miscible ingredients of like nature. I have ob- 

— ir*-yjuU&. umMa/ ~tjU *>***£ 

■ tained excellent results byusin® the -eo-c all ed "So. 313-V 

Flexible Bakelite Varnish” manufactured and furnished by 

the Bakelite Corporation. This first treatment of the 

sheet sith the said varnish may be accomplished either by 

immersing the sheet in the varnish or by applying the 

varnish to the surfaces of the sheet with & crush or other. 

suitable means. The flexible Eaxelite varnish employed in 

this, first treatment of the sheet,* Aich properly may be 

called the “impregnating operation* is preferably quite 

. thin and free flowing (being thinned if necessary by the 

addition of benzol and/or alcohol; so that it will readily 

penetrate the sheet thoroughly to saturate its fibres and 

to fill up the interstices of the same. 

After the aforesaid impregnating operation has 
been accomplished the sheet is permitted partially to 
dry, — say for about thirty minutes at room tenperature. 

The next step in the manufacture• of the abrader 
is the application of a "b inder* coat o-f the said flexible 
Bakelite vami.sh to one or both faces of the paper. The 
varnish employed for these "binder* coats, which is applied 
by a brush or otherwise, is preferably considerably thicker 
than that used for the impregnating operation, - it being 

i 

desirable that the varnish used for the said "binder" coats 
have approximately the consistency of commercial corn syrup. 

-3- • 
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Before the said hinder coats have been given 
an opportunity to set to any considerable extent, the 

i 

comminuted abradant, usually sharp sand, granulated glass, 

• j 

emery or the like, of the desired degree of fineness, is 
evenly sprinkled over and into the binder coat or coats so as 


t<^.become thoroughly anchored therein after the performance 
of the final or baking operation. 

I Th4 final step in the process of manufacture is 

[the bakingjpf ti^e impregnated, coated and sanded sheet in a 
moderate temperafture oven. By way of illustration I will say 
that I have obtained excellent results by baking for approxi¬ 
mately one hour at a temperature of approximately 150° F. 
However, I do not limit myself to any specific baking time or 
. baking temperature. 

The abrasive sheet ^ust described is particularly 
characterized by the fact that its usefulness is in no way 
diminished by contact with water or oil, —f even when the 
water or oil is permitted to come into contact with cut or 
torn edges of the sheet, —— this being true because the 
flexible varnish, orior to caking, is permitted to penetrate 
the sheet to saturate all of its fibres and:to occupy all of 
the interstices between the fibres* 

By way of illustrating the wathr-proof charac¬ 
teristic of my improved abrsder I will say tha't I have sue- 

j 

cessfully used the same for long periods of time in the form 
■of so-called - ff sandpaoer discs 11 in dental wofk. These- 
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discs have retained their usefulness for Ions periods of 
time though used in the mouth, and oftentimes operating 
under a stream of water. The abrasive Jheet as "before 

stated, is also impervious to oil, - a feature of great 

importance when it is employed for many industrial pur¬ 
poses. 

It might be supposed that the bahing operation 
seriously might affect the tensile strengh of the finished 
product. This, however, is not the case because the added 
tensile strength, attributable to the flexible phenolic 
condensation product in and around the fibres of the sheet, 
more than offsets any decrease in tensile strength which 
may be attributed to the bahing operation. 

Having thus described my improved abrader as 
well as an illustrative method of manufacturing the same 
what I claim is new and desire to secure by Letters Patent 
of the United States is: 
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water 


y&f A flexible sheet abrasive impervious to 
? i ?A ° J m ^ rl0i /^ a sheet impregnated and' coated 


©i ± 1*0 aa.ur^. and abrading material distributed 
over said sheet and retained thereon 


W* A flexible sheet abrasive impervious to 
water and^l comprising a sheet impregnated and coated 

abrading material dis¬ 
tributed over the face of the sheet and retained thereon 


/A flexible sheet-abrasive impervious to 
water and oil. £o«pri^ing .^ sheet impregnated.witn «■- 


SWUV . J 

a phenolic condensation, product 


and abrading material distributed^ over saiu 
sheet and retained thereon by C the^SS^£STa^ore8aid. 
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said sheet and retaine 


and aorading material distributed over 
•d retained/ thereon byesaidT 


eon by the 


tk 


A flexible sheet abrasive impervious to 


/ 

/water and oil, comprising a sheet imoregnated with flex- 
j bilei^ fe^f^to ^var^l^and^radlng material distributed 

over the face of the sheet and retained thereon by the 

/u<u^ { 

v a rnish aforesaid. \ 




A flexible sheet abraeive impervious to 


rater coa P rl8in S a sheet coated with flexible 

varnish and abrading material distributed over 

CcroMJ- j ^r 

uhe face o. the^ sheet and retained thereon by the vo ^ n jn 


aforesaid. 


exible abrader impervious to water and 


qocprising a body coated wi- 
nolic condensation product^ 


and comminuted abrading 


material distributed over said coating and retained thereon 
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v ' /M. 

—7— ■-■■•S he - me t hod o f ■ asking a flexible abrading 
. sheet, xnpervious to water and oil, which consists in 
impregnating a sneet with a flexible Ba le ell to -vanish 
and/applylng a granular abrading material to a face of 
the sneet to be retained thereon by the v ffiai e h aforesaid. 

The method of. making an abrading sheet 
impervious to water and oil rhich consists,''in thoroughly 
regnating a sheet with a relatively thin, flexible 

A Z^Aaa, \ 

• varnish, applying a relatively .thick coat of 
said varnish to^a face of the sheet ,ydnd applying a 

>e retained bv it. _ 


rrahular 


abr adant to such coat t<_ 



Th e- mothod of ■ malting p h n.bm di n^ sheet 

impervious to water and oil, rhich consists in thoroughly 

.ting a sheet with a relatively thin, flexible 
OXWhjfcfU Uaj*. 

vamifeh, applying a coat of such,varnish to a 
face of the sheet, applying a granular.abradant to such 
coat to be retained by it, and then baking the sheet which 
has been thus treated with varnish and abradant as afore¬ 
said. 





A-^ oth sA- of aaki ag-an abrasive body which 
includes the coating of a surfac^of the body with a 
flexible condensation product and embeddfcer^omminuted 
abrasive material^ 1 ***** ^ 


xo.~ tne improvements and advantageous 
features, singly andLirtv^corr.binat i on which are disclosed 
in either the specificationoiv^n the claims. 
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Iff WITNESS WHEREOF, I hereunto subscribe my name this 
- Li^L L_4ay of 1335 


It 









OATS 


SX^S ILLINOIS ) 

) SS • 

COUHTY OF C 0 0 X ) 


WILLIAH LUXHORZ, the above named 
petitioner, being duly sworn, deposes and says that he 
is a citizen of the United Spates, and resident of 
Chicago, in the County of Cook and State of Illinois, 
and that he verily believes himself to be the original, 
first and sole inventor of the improvement in WATER-PROOF 
AND OIL-PROOF FLEXIBLE A22ADER, (Case 13) described and 
claimed in the annexed specification; that he does not 
know and does not believe that the same was ever known 
or used before his invention or discovery thereof, or 
patented or described in any printed publication in the 
United States of America or any foreign country before 
his invention dr discovery thereof, or more than two 
years prior to this application, or in public use or 
on sale in the United States for more than two years 
prior to this application;' that said invention has not 
been patented in any country foreign to the United States 
on an application filed by him or his legal representa¬ 
tives or assigns more than twelve months prior to this 
application; and that no application for patent on said 
ianrovement has been filed by him or his representatives 
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Dir. 



No. 2 

Department of Commerce 

UNITED ST'.TCS PATENT OFFICE 

.f-HincroN MAILE3> 

i front the EXAMINER in f£g ] j 

•^cmuur * 

“• Cimmiuumtr of Paimt* Applicant: W. luXHOre, 

/'Williams.Bradbury,JfcCaleb A 
/ Hinkle' 

| 1315 JSonadnock Block, 

V Chicago, Ill. 


Ser. No. 50,477 
Filed Aug. 15, 1925 
~ For Water-Proof and Oil-Proof 
Flexible Abroder. 


References node of record: 


• Sfcyoll, 
Grnft, 
-■Gardner, 
i/Zkflnt&sh, 

■ ^/aekeland, 


27,817 Apr. 10, 1860 

750,639 Jan. 26, 1?04 

1,209,831 Pec. 26, 1916 

1,435,721 Hot, 14, 1922 

942,808 .Bee. 7, 1909 


51-279 

51-278 


.Since ^Bakelite" is a proprietary none its use in the 
's', specification and claims is objected to. Phenolic condensation product 
~should be used. 

No "non-volatile solvents or other miscible ingredients —" 
-fsee page 1, lost line and page 2, line 1) are disclosed. The 
inference Is that applicant has not invented such. composition per se,. 
but that such is on sale In the market. See page 2, lines 2 and 3. 

The prior art shows the use of various binders to secure 
abrasive to a bose. Msyell uses rubber. Graft uses celluloid cement^ 
Gardner shows that shellac or rubber can be substituted for .glue. 
Baekeland and' McIntosh show the use of phenolic cendensotion .product 
as. a binder. In Beekeland page 2, lines 70-77 is described the 
application to a paper base of abrasive by the use of bakelite. That 
applicant usee a flexible bakelite varnish, old per se, is not 
indicative of invention, sinee it is obvious that an abrading sheet 
should be flexible and it would also be obvious-to use a flexible 
bakelite binder If 3uch were available in the market. 

The claims ere rejected. 

' The power of attorney will not be recognized utrtil~’a 25# 





Examiner. 







In re: Application of ; 

William Luxmore, : 

Filed Aug. 15. 1925, : FOB CLASSIFICATION. 

Ser. No. 50,477, : 

Water-Proof and Oil-Proof : 

Flexible Abrader. ; 


Classification Examiner, 

Sir: 

i 

This case is submitted for proper classification. It was 
glren the first action by Dir. 50 because of the age of the case 
without haring received any action, but all the art cited cn the 
merits comes from Class 51. In addition thereto the following ar* 
analogous: 

Bulloch, 1,458,222 • 51-278 

• 1,211.550 

Beecher, 1,546,115 " 

Martin, 1.567,071 

% 

No good reason is seen why this case was refused by Liv« 29 
unless it was due to the presence in Class 91 of the patent to 
Isham, 5523 91-68 (ii) 
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.-o\ 

v.oV 


1926 


Vr;. 


CHITED STAXB3 PATENT OFFICE 



'*'***-' 

JUN 2 g 7325 I 




In re application of 

William luxaore 

WATER PROOF A5D OIL PROOF 
FLEXIBLE ABRABER 

Piled Aug, 15,1926 

Serial Ho.50,477 


DIV'-_ 


Before the Examiner 
Division 50 Room 322 


Son. Comalshioner of Patents: 

Washington, D.C. 

i 

Sir: 

Please recognise L.S. WOLFE, Washington Loan and 
Trust Building, Washington B.C. as our associates in the 
shore entitled case. 


Sespeotfully 




A t 0 o r n e y s 


44 




40 


a THE UHIfSD SMB 2XTSST OFFICE 


f/a 


u, 8. patent office 

filed 

JJN 2 6 7926 


DTV~??Tn>’ r 


In re application of 

William iuxaore 

V1TZE PS 007 AID OH PBOOF 
FLEXIBLE ATre^mgp 

Piled Aug. 15,1925 

Serial So. 50 % 47T 


Before the Examiner 
Division 50 Boom 322 


Eon. Commissiober of Patents, 
Washington D.C. 


Sir: 


In the matter* of the above entitled applieation 


and in response to the offioe notion of February 11,1926 
the follow, ng amendment and remeries are submitted: 


Page 1 line 5 from the bottom change * a Bahelite 


varnish- 



-now commonly 11 to read/a flexible -phenol resin 


le such a one as now eomsto 



—Tags 1 l|ne 4 from the bottom change "as" to read 
under the trade name of: cHange the comma after " Varnish" 



-Thie— Inv e nt ion is ayKroetrlctedr-to- th e -u s e o f — 

/ ■/ • s 

flexible phenol -aetfcyle&e resins such as "Bafcelite" as 
impregnating and binding materials, bat any flexible 
aynthetio resinous or gammy composition may be used, in¬ 
stead of"*carrying oat the impregnating and coating as two 


te steps, they can be combined into one by either- - . 

- r. " 7 .\K 
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4i 


v»tag an exoess of the varnish as as "Inpregnator ao that 

^ ** 

sufficient will be left as a coating to oombine with the 
abrasive material or by using sufficient varnish as a 
coating ,so that it will also impregnate the sheet of tack- 

. ^Sgnsterial. j — --—-- — - j __ 

—^Claims l/i and 7 lines 2 to 5 or 6 change " a var* 

j 

nish in the form-<——■—---ingredients of like nature* to 
read a flexible phenolic condensation product varnish 

✓^laias £^s76~anft 9’^iine 3 and claims l<Tand ll~iine 4 
change "Bakelite* to phenol-aldehyde resin 

^Claims ^ % 3 % 4T and 7 last line change "varnish" to 


condensation product 

w Claims £,5,6 and 9 last line or next to last line 
ohange "varalab*to resin, 

^laia 6 line 4 insert coated before "sheet" 
-"Claim 12 line 3 ohange "embedded" to than em¬ 
bedding , 

I 

-“Clai-a 12 line 4 after "material* insert therein 


Insert the following claim as claim 1: 



flexible sheet abrasl/v* 
water and oil, comprising a 
with a flexible synthetic resinous 
material distributed over said 
By the resinous material aforesaid. 


"Change the numerals of claims 1 and 2 to 2 and 3 
respectively. 


In aer t the following claim as claim 4: 







^5. A flexible sheet abrasive impervious to 
«ftter and oil,- comprising a sheet impregnated with 
a flexible synthetic resinous varnish, and abrading 
material distributed over said sheet and retained 

s' 

^thereon by the resinou s material aforesaid* _ 

‘"''"Change the numerals of claims 3 to 7 to 
6,, 7,, 8,, 9,, ***& 10 * 


Insert the following claim as claim 11: 




-H*—-An abrader oomprising a flexible body 

coated wiih a synthetic flexible resinous produot in 
which-eCmminuted abrasive material is embedded. 


-Change the nxmezals of claims 8 to 12 to 
12, , 13 , 14 , 15 . and 16 
i^Cancel claim 13* 

Insert the following additional claims: 
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48 Remarks. 

A 25^ revenue stamp is enclosed herewith. 

The word “Bakelite” has been eliminated from the 
claims and where it is used in the specification it is capital¬ 
ized and enclosed in quotation marks. ! 

The rejection of the claims upon the references of rec¬ 
ord appears to be based upon the ground that’ there is no 
invention in substituting a flexible “Bakelite’ ’ binder for 
any other binder. This rejection is not sounds because by 
such substitution the applicant has achieved new and un¬ 
expected results, and moreover a new method of applying 
the abrading material is disclosed in this application and 
is not disclosed in any of the references of record. 

The following discussion of the pertinency of the refer¬ 
ences and of the special features of this invention were 
completely gone over in detail in an interview courteously 
granted by the Examiner in charge of this application. 

The novel features of this invention which are not shown 
or disclosed in the references may be briefly s umma rized 
as follows: I 

(1) By impregnating and coating the supporting sheet 
with a initial resinous condensation product, such sheet 
is made an integral part of the abrader when the resin is 
later further condensed and hardened by backing in an 
oven. There is therefor- no tendency for the abrader and 
binder to peal from the supporting sheet, and when the 
edge of the sheet is torn or cut there is no j very weak 
connection between the binder and the supporting sheet 
which oil or water can readily attack. j 

(2) a phenolic resin offers great advantages as 

49 a binder over shellac, rubber, glue or celluloid. The 
phenolic resin can be maintained in the desired state 

of plasticity for any desired length of time by! regulating 
the extent of the condensation reaction and thek after em¬ 
bedding the abrasive material by heating in an oven the 
resinous material can be readily hardened to a firm, hard 
and coherent binder. 

(3) The flexible resin offers many advantages over the 
previous rather brittle synthetic resins inasmuch due to 
its flexibility and elasticity it will retain the abrasive much 
more firmly and it will not so readily allow the abrasive 

3—6584a 



44 MINNESOTA MINING AND MANUFACTURING CO. VS. 

particles — break off when stress is put upon them, as 
would a brittle binder. It is therefor- only necessary to 
have comparatively a small part of the abrading particle 
embedded in the resinous binder. This in turn will lessen 
the amount of resinous binder which it is desired to use. 

(4) Previously in making abrasives bound with a resin¬ 
ous binder it was customarv to mix the abrasive material 
and the fluid resinous binder or the reaction product or 
mixture of the reagents going to make up the resinous 
binder and then add this mixture to the desired supporting 
material. This was due to the fact that the resin was 
brittle and practically all of the abrading particles had 
to be completely surrounded by the binder to prevent an 
abnormal breaking away of the abrasive particles when 
they would be used in processes of abrading. A flexible 
resin only requires that the lower parts of the abrading 
particles be embedded in a binder. 

By using a flexible binder it is therefor- possible to first 
add the coating of binder and then add the powdered 
abrasive. 

This also has the further advantage that the abrading 
surface of the abrasive is free of a coating of the 
50 binder. This is especially desirable in the case of 
dental sandpaper discs where it would not be neces¬ 
sary to have a considerable amount of a finely powdered 
phenolic condensation product in the mouth. The phenolic 
condensation products always contain some free phenol 
and the finely divided particles heated up by the abrasion 
process due to such free phenol would have an injurious 
effect upon the membranes of the mouth. 

All the claims are now drawn directed to one of more 
of the above novel features. 

None of the references of record disclose an abrasive 
in which the abrading surface is free of binder. Baekeland 
and McIntosh mix the abrasive material with the initial 
condensation product or the reaction mixture of phenol 
and formaldehyde. The binder of Graft does not have the 
desirable properties of a flexible resin. Gardner causes 
the glue to penetrate into the spaces between the abrading 
particles by means of a damp heat so that the abrading 
surface will contain glue. Mayall mixes together his binder 
and sand before application to the supporting sheet. 
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None of the references disclose impregnating the sup¬ 
porting sheet with a binder so as to cause it to become in¬ 
tegral with the binder for the abrasive. 

None of the references disclose using a flexible phenol 
resin which gives new and unexpected resultsJ 

Allowance is respectfully requested. 

Respectfullv Submitted, 

WILLIAM LUXMORE, 

By L. S. WOLFE, 

His Attorney. 


Washington, D. C., June 24, 1926. 
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WASM1MWTO*. O. O. 


Department of Commerce 


UNITED STATES PATENT 


WASHINGTON 


September 8, 1926. 


In re Application of 
William inxaore 
Filed insist. 15, 1925 
Serial So. 50.477 
tfater-Procf and Oil 
Proof Flexible Abradar 


CLASSIFIC iSIOS . 


Classification Examine r. 

Sir: 

Since the invention in the above case has been better 
brought out by the amendment and argument emphasizing the ex¬ 
posure of the grains as produced by first impregnating the 
sheet and then applying the grains instead of applying a mix¬ 
ture of grains and binder and by claims far the article. 
Division 29 i^now disposed, to aontest the assignment thexeto 
of the above case, but it is submitted in connection with that 
of application 66^486, of ZleJLn and Brown, to illustrate the 
limit to which it is thought assignment of processes for boat¬ 
ing to Division 29. should be confined and the willingness 
of Division 29 to accept that line which may be broadly stated 
to be that (tha process, or the article produced thereby 
f must be Improved in relation to facilitating the removal ox 
material from a surface by friction with such product in order 
to constitute the product or prooess an improvement in the art 
^ of Abrading.^ 

He ape ct fully. 




Examiner, Division 29^ 


- (j 4-7 7 
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Paper No, 


48 

Dtr. 29 

AM. 

“tW 


.D.C,** 

IWM> ■■ ri ilfcy — 


ff TTT r 160 -Anno x mo H/AG 

Department of Commerce 

UNITED STAT. . PATENT OFFICE 
WASHINGTON 


AS. 


It—nH^rtngthW 

•r 


Please And below a communication from the EXAMINER in 
charge of this application. 


November 23, 1926 


«ro 


Commissioner of p a irrd,. Applicant: Willian Luxmore 



Ser. Ho. 60,47? 

Filed August 15, 1925 
For “Hater-Proof and Oil-Proof 
Flexible Abrader. 

EQ 

' ■ \ 

NOV 23 1926 ; 


// Crupi 
y / Okie 
l/iBr.) Jackson 

/Baekeland 
tX atheson 
.ixS&wards 


e to Amendment filed June 25 

. references of record : 

;, 1926 

1,468,960 

Sept, 

25, 

1923 

(51-279) 

1,565,028 

Dec. 

8* 

1925 

(51-279) 

208,389 

Dec, 

20, 

1923 

(51-280) 

942,808 

Bee, 

7, 

1909 

(51-280) 

1,309,581 

July 

8. 

1919 

(91-68) 

157,068 

Nov. 

24, 

1874 

(91-18) 


That part beginning with the word Instead" in lines 
4 and 5 of the statement inserted-in lino 13, page 4, is 
objected to, a3 not being warranted by the original disclosure 
set forth in the specification. 

Claim 1 is rejected os the patent to Okie and the 
British patent Ho. 208,339, as well as on the patent to Edwards 
in view of the patents to Baekeland azd Katheson. Ho invention 
being involved to substitute the resin or binder disclosed by 
Baekeland or katheson for the resin employed by ^drards. 

Claims 2, 3, 4, 6, 7, 10 and 12 are in substance the 
sane, and are rejected on the patent to Baekeland, and to Crupi. 

Claims 5, 11, 17 and 18 are rejected on the patent to 

Okie, 

Claims 8 and 9 are in substance the same and are rejected 
on the patents to Xatheson, Baekeland and Crapi. 

Claims 13 to 16 inclusive are rejected os the patents to 
Okie, Baekeland, Crapi and the 3ritish Patent Ho. 208,389 
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JAN 

/? 

19Z7 



IN T£2 UNITED STATES PATENT OFFICE I 


, i. PaTEMT or^ 


'<* - 


In re application of 

William luxmore 

Serial No. 5^,477 

Filed August 1^ 1925 

Water-Proof and Oil-Proof 
Flexible Abrader 


JAK20 1927 

j>s,o^ 

Before the Examiner. 

Room 160-annex Division 29 


HON. COMMISSIONER 0? PATENTS. 

Washington, D. C. 

Sir: 

In the matter of the above-entitled application 
and in response to the office action of November 23, 1926 
the following amendment and remarks are respectfully sub¬ 
mitted: 

( 4 ) line (2} cancel the amendment and 


Page 


substitute, - This invention is not restricted to the use 


of flexible phenol-methylene reeins such as ''Bakelite" as 
impregnating and binding materials, but any flexible syn¬ 
thetic resinous or gummy composition nay be used. - 

REMARKS 

The patent to Edwards relates to the coating of 
paper with glue and the sprinkling of abredaht over the 
sticky surface to form a sheet of abrading material. The 
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British patent to Jackson likewise discloses the use of 
glue or gelatine which is subsequently rendered insoluble 
by alum, formaldehyde etc* Oakie saturates his paper with 
gum and oil, as for example kauri, oopal or damnsr dissolved 
in a vehicle of linseed oil or China wood oil* 

It is respectfully submitted that glue, gelatine, 
kauri, copal, and dammar, are not in any sense equivalents 

i 

of bakellte, and failing to be equivalents cannot be sub¬ 
stituted by bakellte without the exercise of invention. 

True, bakellte varnish in itself is not new, out applicant’s 
use of this varnish is novel* The advantages derived from 
the use of oakelite in the manufacture of sheet abradante 
have been detailed in applicant's specification* It is 
unnecessary, therefore, to repeat those advantages here, but 
the Examiner's attention is again called to the specifica¬ 
tion for a statement of the advantages and new results of 
appl leant 1 a inven ti on, 

i • 

Claims 2, 3, 4, 6, 7, 10 and 12 have been rejected 
over the patents to Bakeland and Crupi, but it is respeot- 

. i 

fully submitted that neither of these patehts shows the 
invention claimed, Crupi discloses the use of rosin and 
glue as a surface for retaining abradant. Applicant is 
unable to find that this patent discloses the coating and 
impregnating of a sheet with a "varnish in the form of a 
phenolic condensation product", or a "flexible Bakellte 
varnish", or "a flexible phenolic condensation product" as 
is variously recited in the olaims rejected* Uor does the 


-2"» 




patent to Bafceland disclose the Invention as is claimed* 

The finished article in this case is'not in sheet form 
and the abradant is not "distributed over said sheet" as 
la claimed, /out exists with the phenollo condensation pro¬ 
duct as a "thoroughly mixed mass” (see page 1, lines 61-52 
v 

of the patent)* 

ClaSps 5, 11 and 18 are rejeoted on Ofcie* The 
Examiner is requested to point out where in this patent he 
finds disclosed "a flexible synthetic resinous varnish" 

(claim 5), "a synthetic flexible resinous produot” (claim 11), 
"a flexible synthetic resin" (claim 18)* 

Claim 17 reoltes "a flexible body thoroughly 
impregnated with a flexible binder". Ohio specifically 
states, in page 1, lines 78 to 80, that the moisture-proofing 
agent penetrates "into th 3 material to an extent short of 
exudation on an adjacent surface thereof"* There is, clearly 
no thorough impregnation here such as applicant contemplates. 

Claims 8 and 9 are believed to be patentably dis¬ 
tinct. Claim 8 reoltes a sheet "impregnated" with bekellte 
varnish while claim 9 recites a sheet "coated" with the 

-j | 

synthetic resinous coating* The terms "impregnated" and 

% 

"coated" are not synonymous* The pa tent to Katheson is for 
a fireproofing coating; it is unrelated to the aft of sheet 
abrasives and is not pertinent in this case* The patents 
to BaKeland and Crupl have been discussed above, 1 and clearly 
do not anticipate the claims rejected thereover J A further 

discussion of these references is, therefore, believed to 
be unnecessary. 
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Claims 13 to 16 are, likewise, not met "by the 

I . 

references cited thereagainst, and a reconsideration of the 
rejection is accordingly requested. 

The Examiner is reauested, in accordance with the 
v 

provisions of Rule 66 of the Rules of Practice, to point out 
specifically wherein the references which he relies upon meet 
the terms of the claims rejected, unless more pertinent art. 
is found, or the claims are all or/e d. 

In the course of the prosecution of this application 
the Examiner has cited the best art found on hie search, but 
the patents cited all fail to disclose the invention here in 
issue. The holding that there is no invention in substituting 
oskelite for glue or gelatine to thereby build-up an anticipa¬ 
tion of applicant’s claims is not believed to oe warranted and 
should be withdrawn. 3akelite is not the equivalent of glue 
or gelatine or copal; its characteristics and properties are 
distinctly different, and its use in preference to the old and 
well known binders and adhesives disclosed in the patents of 
record, in the manufacture of sheet abradants, produces new 
results. Por this reason it is believed that the proposed 
combination of references is improper, and it is requested 
that the rejection be withdrawn and the claims allowed. 



Associate attorney. 


Washington, D. C. 
January 19, 1927. 
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m* 29 s*« 160 Annex. ^ 

_ DepartmentCommerce 

wi*Lw.p?<C ~ 1111 3 CE: 12 £f united statk^itcMt oma 

WASSflNGTOM 

Please And below a communication from the RZAbflrfER tn 

charge of this app licati on. /? c—s'?! » •# *> wjjf 5 


Hay 6, 1927. 


ttPO H—«S3 


£<2rliCt£/ 


HJCf s 1927 


Commmi«Mr qf Pi 


1. 3. Wolfe. \ 

Washington -uoas & Trust Bldg.; 
Washington. D. C. 


Applioant: W. Inxmore , 

Ser. No. 50,477, 

Filed Ang. 15, ; 1925, 

For Water-Proof and Oil-Proof 
Flexible Abrade r. 


Eesponsive to amendment filed Jan. 19, 1927. 
Additional reference- made of record 


.tional 


Hatch, 


1,032,602, July 16, 1912, (51-280) 


The patent to Crupi discloses a waterproof flexible sheet of 
abrasive which is impregnated and coated with a flexible synthetic 
resinous composition. Attention is called to the description in 
lines 18 to 30, page 2; lines 40 to 60, and lines 75 to 95, 
page 3, of the printed specification. 

All applicant has done over the patent to Crupi is to substitute 
the specific resin or waterproofing composition disclosed by 
Baekeland, of record, for the resin or binder disclosed by Crupi. 

Claim 1 is rejected on the references heretofore cited, as 
well as on the patent to Crupi. 

Claims 2, 3, 4, 6, 7, 8, 9, 10, and 12 do not patentably 
differentiate and are rejected on the patent to Crupi in view of 
the patent to Baekeland. 

sS ; 

Claims 5, 11, 17, and 18, which set forth a flexible body, 
impregnated with a flexible binder, axe rejected on the patent to 
Crupi, of record, and the patent to Hatch. 

Claims 13 to 16 inclusive are rejected on the patent to Crupi. 



TH*S ACTION MUST BE RESPONDED TO WITHJN $(X MONTHS." 
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In re' application of 
William Luxaore , 

'■ y 

Serial Do. 50,477^ 

Piled August 15/1925 

Water-Proof and Oil-Proof 
Flexible Abroder 


Before the'Kraminer. 

Boon 160-Annex Division 29* 


HOD. COMMISSIONKB OF PA1EKTS, 

Washington, D. C. 

Sir: 

In the matter of the above-entitled application 

i 

and in response to the Office action of Kay 5, 1927 the> 
following amendment and remarks are respectfully submitted: 


/ 




Cancel ola 


snins ■ 

The patent to Crupi has been chiefly relied upon 

• , , : m's • 

by the Examiner in rejecting the claimed;' ft is submitted, 
however, that Crupi does not disclose "a-flexible synthetic 
resinous varnish", "a varnish in the form of a phenolic 
condensation prbduct", or a "flexible Bakelite vam>3h" as 
is variously recited in the claims rejected. Phtiiciio 
condensation product (Bakelite) results from the chemical 
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• • 

combination of phenol and formaldehyde when a certain, 
definite order of steps is carried out in the malting* 

She resultant product is synthetic resin which’ does 

* 

not possess any.of the properties or characteristics 
of its constituent**- 

She hinder disclosed hy Crupi is essentially 

a mixture of glue and rosin* The simple mixture of 

these- two would not result in a hinder which would 

resist the$ action of water and which would he flexible* 

since the .glue would he softened hy immersion in water 
1 

and the rofin would orach when flexed* In order to 
modify these basic ingredients of the hinder phenol 
is added to render the glue water-proof* hut. the hinder 

f • . . i 

is not tough or flexible because the rosin is not 
acted upon* As is stated hy Crupi* page 2; lines 82 
et seq** and page 2* lines 121 at seq.; 

"As the colloidal system exists now in this 
mixture of rosin, glue, phenol* acetic acid;* and 
water, the union or intermixture of both phases* 
water-soluble and water-insoluble* is quite 
homogeneous and could he used with satisfaction— 
The resulting solution, when dry* is Very 
water-proof* hut not tough or flexible*" 

In order to render the' hinder flexible benzine 


is added to the mixture* and the formaldehyde treatment 


simply is used "to improve the qualities of the 
product" Cp* 3* line8 40-45)• 


finished 



fid 
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60 It is specifically stated by Crupi that the mixture, 
without the addition of formaldehyde, is! quite satis¬ 
factory, but 4 ‘a formaldehyde treatment, and finally a very 
thin coat of linseed oil will improve the qualities of the 
finished product considerably”. It is, thus, seen that form¬ 
aldehyde is in no sense an essential ingredient! of the mix¬ 
ture, yet it is essential to the making of phenolic condensa¬ 
tion product such as is claimed by the applicant. 

Claims 1;, 2, 3, 4, 5, 6, 8, 13, 14 and 15 all recite a sheet 
of material impregnated with a synthetic, flexible resinous 
varnish. The new result which is obtained by impregna¬ 
tion as distinguished from mere coating is discussed in the 
specification, page 3, lines 15 to 22 inclusive, wherein it is 
stated “The abrasive sheet just described is particularly 
characterized by the fact that its usefulness is in no way 
diminished by contact with water or oil,—even when the 
water or oil is permitted to come into contact: with cut or 
torn edges of the sheet,—this being true because the flexible 
varnish, prior to baking, is permitted to penetrate the 
sheet to saturate all of its fibres and to occupy all of the 
interstices between the fibres.” 

The patent to Crupi is cited against all of the above 
claims yet, it is submitted, this patent fails to disclose a 
sheet of material which is impregnated with water-proof¬ 
ing compound. On the contrary the Crupi patent states 
on page 3, lines 57 et seq. “the back of the paper is 

61 primarily coated with any cheap water-proofing 
compound—This is done as follows: 'l.’he paper is 

passed through a coating machine ’ ’. 

And again on page 3, lines 75 et seq: “After the back 
of the paper is so treated, it is passed through a coating 
machine where it receives the usual coating of glue. Im¬ 
mediately following, is sprinkled into the layer of glue 
which is yet warm and plastic, the usual coating of abra¬ 
sive material. The paper then travels along racks into 
a sizing machine. Here, instead of being sized with ordi¬ 
nary glue solution, it is sized with said water-proofing 
solution which is immediately sprayed with a diluted form¬ 
aldehyde solution.’ ’ I 

The patent Baekeland additionally cited against claims 
2, 3, 4, 6 and 8 also fails to disclose the impregnation of a 
backing material for the abrasive. In this case the abra- 

4—6584# ! 
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sive is mixed with the phenolic condensation product and 
in this mixed form is “ applied, coated or painted on wood, 
paper, metals, or any other materials which it may be 
found advantageous to use as supports” (page 2, lines 
71-74). 

Claim 1 is additionally rejected on the references cited 
in the last Office action. There are the patents Okie, 
Edwards, Baekeland, Matheson and the British patent 
No. 208,389. These patents, as has been pointed out in a 
previous amendment, all fail to disclose the invention re¬ 
cited in claim 1, namely the impregnation of a sheet with a 
flexible synthetic resinous varnish and the distribution over 
said sheet of abrading material. 

62 Okie discloses a binder of gum varnish which acts 
as a moisture-proofing agent and which does not 
impregnate the sheet material used. As is stated in lines 
76-80 of this patent the moisture-proofing agent penetrates 
into the material “to an extent short of exudation on an 
adjacent surface thereof”. 

Matheson does not disclose a synthetic resinous varnish 
but, on the contrary, relates to a nitro-cellulose coating, 
and moreover there is no hint of impregnation of the ma¬ 
terial to which the coating is applied. 

Edwards relates to a machine for coating paper or cloth 
(page 1, lines 21, 22), and instead of using synthetic resin¬ 
ous varnish as is recited in applicant’s claim, glue is em¬ 
ployed as a binder. Similarly, the British patent fails to 
disclose either the binder composition or the impregnation 
of the backing material. This patent states that “the abra¬ 
sive material is attached to a backing of paper or cloth with 
a sizing of coating of glue, gelatin or other similar adhesive 
material ’ ’. 

Claims 7, 9, 10 and 12 recite a binder of “phenolic con¬ 
densation product” and also “Bakelite varnish”. In addi¬ 
tion they recite abrading material distributed over the 
sheet and retained thereon by the varnish. 

Baekeland discloses a mixture of phenolic condensation 
product and abrasive, which mixture is applied, coated or 
painted on a backing substance. The particles of abradant 
are thus covered with the phenolic condensation product 
and are scattered throughout the mass of the mixture when 
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Please fold below a communication from th* EXAMINER 
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3toyv23, 1928* 

cmImmct •/ Potato. Applioaat: W* Lunaore, 

( L. S. Wolfe, 

Washington Loan A Trust Bldg* 

Washington, D. C* 


Ser. No. 50,477, 

Wiled Aug* 15, 1985, 

For Water-Proof end Oil-Proof 
Flexible Abrader* 


Responsive to amendment filed Key 51, 1927* 


Additional references 
S Graft, 

King, 

/Lowry, 


side of record:- 

1,217,595, Feb* 27, 1917, (51-195) 
1,255,525, July 51, 1917, * 279 
1,154,086, liar. 50, 1915, i 91-68 


Claim 1, which sets forth a sheet impregnated with a 
flexible synthetic resinous varnish, and having abrading material 
distributed over the sheet and retained thereon by the same 
material, is rejected on the patent to Crupl, of record, or 
Graft, in view of Baekeland, of record* All applicant has done 
is to substitute the synthetic flexible resinous varnish disclosed 
by Baekeland for the material used by Graft* The claim is also 
rejeoted on the British patent #208,589 of 1922* 

Claims 2, 5, 4, 5, 6, 7, 10, and 12 do not patentably 
differ, and they are rejeoted on the patents above cited* 

Claims 8, 9, 10, end ll do not patentably differ, and axe 
rejeoted on the patents above cited* 

Claims 15 to 16 inclusive are rejeoted on the patents to 

i 

Crupl, British patent #208,589, and Lowry* 

Claim 18 is rejected on the patents to King and Baekeland* 
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IM THS UNITED ST*TBS PATENT OPPICE 

-T* . * •** 
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In re application of ) 

WILLIAM LUXM0H3 ^ ) 

_ ) Before the Examiner 

WATSR-PROOP AND OIL-PROOF ) 

FLEXIBLE ABRA DE S }Div* 29 • Room 160 Annex 

/ ) 

Serial Mo. 50,477 ^ ^ ) 

Piled August 15, 1925 ) 


HON. COMMISSIOMER OP PATENTS 


Washington, D. C. 


Sir: 


In response to the Official action of May 23, 
1928, please amend the above identified case as follows 

„ y ✓*V / y v ^ v «/ 

J Cancel claims 1, 2, 3, 4, 5^ T^ltf^ 11, 12^ 
and 14.,—- 



_j.*.7rne method Cl makldg aip’&brading sheet 
impervious to water and oil, which ^insists in applying '■ 
a coat of Relatively thin flexible/phenolic resin varnish 
to a face^of the sheet, applying d granular abrasive agen 
to such coat to be retained thpfeby, and then baking the 


Sheet which haa been thus p^eDared. 


• 11 
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i 

it has hardened. This patent, therefore, fails to 

63 anticipate the claims. 

The Crupi patent does not disclose a Bakelite var¬ 
nish composition such as is claimed, and furthermore the 
particles of abrasive material are covered by the water¬ 
proofing solution as in the Baekeland patent instead of 
being distributed over the surface of the sheet as is claimed. 
In this connection the Examiner’s attention is; called to 
page 3, lines 75 to 86, of the Crupi patent which has been 
quoted above. In this paragraph it is specifically stated 
that after the abrasive material is sprinkled into the layer 
of glue the paper passes to a sizing machine and is sized 
with the water-proofing solution which is then sprayed with 
a diluted formaldehyde solution. The abrasive is thus cov¬ 
ered with the water-proofing solution. It is not sprinkled 
upon the sheet of backing material as the final step, except 
for baking, in the manufacture of the article as in appli¬ 
cant’s invention (see applicant’s specification, page 3, the 
first two paragraphs). 

Reconsideration of the rejection of claims 11,116 and 18 
is requested. The references all fail to show a binder of 
flexible synthetic resin in which abrading material is em¬ 
bedded, so that the abrading surface is free of binder. The 
patent to Hatch cited in the last Office action does not dis¬ 
close the invention claimed. The use of hot wax or paraffin 
as a binder is not equivalent to the use of flexible synthetic 
resinous varnish and, it is submitted, this patent 

64 fails to anticipate claims against which 1 it is cited 

either in terms or in spirit. I 

In view of the foregoing it is requested that the claims 
remaining in this application be allowed. 

Respectfully submitted, 

WILLIAM LUXMORE, 

By WILLIAMS, BRADBURY, McCALEB 
& HINKLE, ! 

Attorneys . ! 


(Here follows 2 photos, side folios 65-66.) 
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67 Remarks. 

Applicant has carefully reviewed all the claims in the 
application and has canceled nearly two-thirds thereof. He 
believes that the relatively few remaining claims are the 
minimum necessary to adequately protect his invention. 

Claim 6 is the only retained claim of the first group stated 
by the Examiner to be not patentably different, and it is 
respectfully submitted that this claim is not met by any of 
the references cited in the last Office action, or earlier 
actions in this case. 

Claims 8 and 9 are the only two retained of the second 
group, and these two claims differ patentably in that claim 
8 states that the sheet is “impregnated”, whereas claim 9 
merely requires a “coating”. It is very likely that in case 
of litigation the court might hold one of these patentable 
even if the other were held non-patentable. 

Although the Examiner rejected claims 13 to 16 inclu¬ 
sive, he lias indicated at a recent interview that claim 15 
would probably be allowed. Applicant has canceled claim 
14, but retains claims 13 and 16. None of the references 
cited against this group of claims relates to a condensation 
product used with an abrasive, and applicant is at a loss 
to understand the pertinency of the references cited. 

Claim 18 is retained for the reason that neither King nor 
Baekeland discloses the essential feature of an abra- 

68 sive which is free of binder on its abrading surface, 
inasmuch as in both patents the abrasive is mixed 

with the binder instead of being embedded therein on one 

side onlv. 

«/ 

A new claim, number 19, has been added along the lines 
of claim 15, but somewhat broader, in that it omits the pre¬ 
liminary step of impregnating the sheet. As claim 15 now 
reads, it is possible that it might be evaded by an infringer 
by simply using a material for the sheets which is initially 
impervious to water and oil. The phenolic resin varnishes, 
as is well known, have the property of becoming impervious 
and insoluble upon heating or baking, and this new claim 
thus is descriptive of a complete, patentable process. 

Reconsideration and allowance are requested. 
Respectfully submitted, 

WILLIAM LUXMORE, 

By L. S. WOLFE, 

Associate Attorney . 

Washington, D. C., November 22, 1928. 
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Please find below a communication from the EXAMINER in /'r / April 30, 1929 

chargextf this app licatio n. ^ - / . ! ^ 6 / 

'Jne**M4r 4, \ltluAfrns v \ .. L 4 _ 

«'• **-*•*» Commiuxoutr of PelenU. AppliC&lt: William LU XT BOrC 


L. S. Wolfe, 1 
Washington Loan & Trust Bldg., 
Washington, D. C. j 


Applicant: William Luxmore 

Ser. No. 50>4-77 

Filed Aug. Ip, I 925 

For Water-Proof and Oil-Proof 
Flexible Abrader 


Responsive to amendment filed No?'. 22, 1928 . 


The following claims, found allowable, are suggested for 
purpose of interference. Applicant should.make same by May 25 , 1929 , 
under the provisions of Rule- 96 , .failure to do so. will be considered 
a disclaimer of the subject matter involved: 

The new article of manufacture, flexible sandpaper, which 
Ipcludes a backing, a grit or layer of abrasive particles, andfa 
bond for uniting the grit to the backing including a synthetic 
resinous condensation product which is solidified to a flexible 
and waterproof state. 

* * i 

The new article of manufacture in the nature of sandpaper, 
which includes a backing, a grit or layer of abrasive particles, 
and a bond interposed between the grit and said backing for uniting 
a grit thereto and including an oil modified synthetic resinous 
condensation product which is solidified to combine with said 
backing to form a flexible and waterproof article. 

The new article of manufacture, flexible sandpaper, which 
includes a backing, a grit or layer of abrasive pafticles, and a 
bond for uniting the grit to the backing including! a bynthetio 
resinous condensation product which is solidified to a flexible 
and waterproof state by the application of heat thereto. 

The process of forming a flexible waterproof abrasive 
article which comprises condensing an aldehyde and a phenol in 
the presence of a catalyst at low temperatures to produce an adhesive 
product, applying such products together with an abrasive grit 
to a suitable backing, and Seating said product whereby to form 
an abrasive device, which is flexible when solidified and insoluble 
in the presence of moisture and friction. 

The process of forming a waterproof flexible abrasive article, 
which comprises applying to a suitable backing an adhesive coating 
including the initial reaction product of a phenol and an aldehyde 
in the presence of a catalyst, embedding an abrasive.grit, or layer 
in said adhesive coating, and setting such adhesive whereby to form 
an abrasive device which is flexible when solidified and insoluble 
in the presence of moisture and friction. 


Examiner. 
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--— Th e me w art-tile ot manufacture, flexible sand- • 

paper, which includes a backing, a grit or layer of abrasive 
particles, and a bond for uniting the grit to the backing includ¬ 
ing a synthetic resinous condensation product ifelch is solidified 
to a flexible and waterproof state by the application of heat 
thereto. / 


Tha -vrrk/»arr , rtC-f n-rnrlric’ a flexible Waterproof 

s T 

abrasive article which comprises condensing an aldehyde and a 
phenol in the presence of a/ catalyst at low temperatures to pro- - 
duce an adhesive product, applying such products together with an 
abrasive grit to a suitable backing, and heating said product 
whereby, to fora an abrasive device, which is flexible when solidi¬ 
fied and insoluble in the presence of moisture and friction* 


- - 2^f Th e pr oc ess of - fo ralng a waterproof flexible 

abrasive article, which comprises applying to a suitable backing 
an adhesive coating including the initial reaction product of a 
phenol and an aldehyde in the presence of a catalyst, embedding 


^n abrasive grit, or layer in said adhesive coating, end setting 
such adhesive whereby to fora an abrasive device which is flexible 
shen solidified and insoluble in the presence of moisture and 
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DEPARTMEf OP COMMERCE 

UNITED STATES PATENT OFFICE 
WASHINGTON 


Piper No. lj 



Please And below a communication from the EXAMINER in 
charge of this application /? • —. t / «_ 

vhcnuur <o % UmUw 

Counts compared CommUnonor of PaUnU 


Applicant: William Luxmore 


L. S. Wolfe, 

Washington Loan & Trust Bldg. 
Washington, D. C. 


Ser. No._ 

File d_ 

"Fori 


50,477 

Aug. 15, 1925 
Water-Proof and 


.-Oil-Proof Flexible Abrader. 
A U9 6 1929 


The ease, above referred to, is forwarded to the Examiner 
of Interferences because it is adjudged to interfere with others, 
hereafter specified. The question of priority will be determined 
in conformity with the Rules. The interference will be identified 


“ B °- 58728 On °r before OCT 1 1929 

the statement demanded by rule,110 must be sealed up and filed 
with the subject of invention, and name of party filing it, 
indorsed on the envelope. The subject-matter involved in the 
interference is 


Count 1. The new article of manufacture, 'flexible sand¬ 
paper, which includes a backing, a grit or layer of abrasive 
particles, and a bond for uniting the grit to the backing includ¬ 
ing a synthetic resinous condensation product which is solidified 
to a flexible and waterproof state. 

Count 2. The new article of manufacture in the naturd of 
sandpaper, which includes a backing, a grit or layer of abrasive 
particles, and a bond interposed between the grit and said backing 
for uniting a grit thereto and including an oil modified synthetic 
resinous condensation product which is solidified to oombine 
with said backing to form a flexible and waterproof article. 

Count 3* The new article of manufacture, flexible sand¬ 
paper, which includes a booking, a grit or layer of abrasive 
particles, and a bond for uniting the grit to the backing includ¬ 
ing a synthetic resinous condensation product which is solidified 
to a flexible and waterproof state by the application of heat 
thereto. 

Count 4. The process of forming a flexible waterproof 
abrasive article which comprises condensing an aldehyde and a 
phenol in the presence of a catalyst at low temperatures to 
produce an adhesive product, applying such products together 
with an abrasive grit to a suitable baoking, and heating said 
product whereby to form an abrasive device which is flexible 
when solidified and insoluble in the presence of moisture and 
friction. 

Count 3* The process of forming a waterproof flexible 
abrasive article, which cemprises applying to a suitable backing 
an adhesive coating including the initial reaction product of 
a phenol and an aldehyde in the presence of a catalyst, embedding 
an abrasive grit, or layer in said adhesive ooating. and setting 
such adhesive whereby .to form an abrasive derloe which is flexible 
when solidified and insoluble in the presence of moisture and 
friction. 
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Ser. No. 50,477 • . 2 « 

The interference involves your application above identified 

• . I 

and an application for Abrasive Article and Method: of Making the 
Same, filed by Bichard Paul Carlton, whose post' office address is 
c/o Minnesota Mining & Manufacturing Company, Forest & Fauquier 

Streets, St. Paul, Minnesota, whose attorney is Paul Carpenter, 

| 

14 Fast Jackson Boulevard, Chicago, Illinois, and whose assignee 
is the Minnesota Mining & Manufacturing Company, St. Paul, Minnesota, 
and an application for Water Proof Polishing Paper* filed by 
Carl Kllngspor, whose post office address is 15 Valdstrasse, Siegen, 
Province of Westphalia, State of Prussia, German .Empire, whose 
attorneys are Haseltine, Lake & Company, 19 West 44th Street, 

Now York, New York, and whose associate attorney 1^ R. S. Waters, 
c/o Haseltine, Lake & Company, 19 West 44th Street, New York, 

• New York. i 

The relation of the counts of the interference to the 
claims of the respective parties is as follows: 


Counts 

Kllngspor 

Carlton 

Luxm< 

1 

36 

59 

20 

2 

37 

62 

21 

1 

3 

38 

63 

22 

! 

4 

39 

73 

|23 

5 

40 

74 

I24 


After judgment of priority, this application will be held 
for revision in accordance with Buie 96. 



a 

Examiner.' 
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IN THS UNITED STATES PATENT.OFFICE 
In re Application of 
WILLIAM LUXMORE 
For: WATERPROOF AND OIL-PROOF 
FLEXIBLE ABRADER, 

Filed: August 15, 1925, 

Serial No. 50,^77. * 


V'V<* 

r 


POTCR 0 7 ATTORBTT 


Hon. Commissioner of Patents, 
Washington, D.C. • 

Sir: 


docket iotvm^ 
JUN 26 IJ3(T 

a . e. 


I hereby revoke all prey ions powers of attorney 

% 

by me made in the above entitled application, and hereby 
appoint PAUL CARPENTER, Registry No. 5126, l4 East Jackson 
Boulevard, Chicago, Illinois, as my attorney, with full 
oowers of substitution and revocation, to sign my name to 
the drawings, to prosecute this application and any renewals 
or divisions thereof, to make alterations and amendments 
therein, to receive the patent, and to transact all business 
in the patent Office connected therewith. 

Signed at _, in the County of 

_, and State of _, 

this /ff^d ay of ._A.D.1930. 



APPROVED: 


Albert G. McCaleb! 


jet *** 1 
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Department of Commerce 

UNITED STATES PATENT OFFICE 

WASHINGTON 


Jane 30, 1930. 


Paul Carpenter, 

14 East Jackson Bool 
Chicago, Ill. 



Applicant 
Serial No. 

Filed._ 

For_ 

Div. 58* 


1111lam Luxmore 

i 

50,477 

Aog. 15, 1925 

Water-Proof and Oil-Proof flexible Abrader 


In this case your power of attorney has been accepted. 


Respectfully, 




Commissioner. 


Revolting power of attorney 
to 



: x 



* .1 

* 
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Pleat* dad below a communication from the EXAMINER in 
charge of this application. 



Paper N*. 


18 


o»o 




Commissioner of Patents. 



utmm rt wM fin IM tartU ■ 
«Ma«f ■ ■ n me 


4., 1930 


William Lux more 



Paul Carpenter, 

14- Seat Jackson. Boulevard, 
Chioago, Illinois* 



Ser. No. 5°*477 
Filed Aug. 15, I925 
ForWATER-PROOF AND OIL-PROOF 
FLEXIBLE ABRADER 


Responsive to amendment filed May 9 , 1929 * 

i 1 / S * * ^ 

Claims 1 to Si inclusive, 7> 10, 11, 12, 14 

✓ 

and 17 stand cancelled* 

. Claims 6, 8, 9, 13» 18 end 16 and olaim 18 are 
again rejeoted on the referenced heretofore cited 
against them. They are also rejected as presenting no 
patentable novelty over oount one of tho interference 

in which thia application was involved* 

✓ 

Claim 19 la rej eoted on the patents cited against 

claims 8 and 9* . 

/ / 

Claims 20 to 24, inclusive, whloh were involved 
in Interference with other pending applications and whioh 

1 

was decided adversely to applicant, stand fi n ally rejected* 
See Rule 132* 


If 


hx 

Examiner. 
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MED STATES PATEBT OFFICE 


Re application of 



WILLIAM LTJXMORE 
S.W. 50.47.7 
Filed Aug. 15, 1925 
WATER-PROOP ASP OIL-PROOF 
FLEXIBLE ABRADER 


if 


HONORABLE COiQCSSIOHER OF PATENTS. 

Sir:- ' 

In response to the Offloe Action of August 4, 
1990. please amend as follow 
^ yC anp^l^c laims 


£ < 
s.'ia.Vw, 20, 


• • 

Add the following olai ms: 

25. The method Of making an abrasive artiole 

which includes as steps thereof employing a baching, 

• • ! * • 

applying a synthetic resinous presizing coating to said 
baching and permitting the same to partially set, then 
applying a binder and a coating of similar*material and 


grit to said baching to form the completed abrasive article. 

26. The method of,making an abrasive article 
which includes as steps thereof employing a backing, 
applying a synthetic resinous presizing coating to said 

i • 

bac king and permitting^the. samj^tp, partially set^ „„hen 
applying a binder and a coating of similar material and grit, 
to said backing and heating the snae^tp/form the completed 
abrasive article. 

27. The method of making an abrasive article 

which includes as steps thereof employing a backing, 

applying a synthetic resinous presizing posting to said 

backing and,permitting the same to partiplly set at room 

temp brat ure,. than applying a binder and a coating of similar 
material and. grit tp ^spid backingsto'form the completed 
abrasive article 
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W. luxmore, 3.21.50.477 


>- i . 


28. The method.of mahing. an abrasive article 
vhioh includes as steps thereof employing a baching, 

i • 

applying a synthetic resinous presixing coating to said 

' l 

baching and permitting the same to partially set at room 
temperature, then applying a binder and a coating’of similar 


material and grit to sa id baching and applying heat thereof 
at approximately 150°F. to form the completed abrasive article. 

29. The method of mahing an abrasive article 
which includes as steps thereof, employing a baching, apply¬ 
ing a synthetic resinous condensation product in a volatile 
thinner to penetrate the backing and saturate the fibres, 

airdrying the sheet so treated to partially set the resinous 

\ 

impregnating coating, applying a binder coat of a synthetic 
resinous composition, partially setting the binder coat so 
applied anchoring a grit or layer of abrasive particles in 
the binder coat and then finally bahing the article so made. 

50. The method of mahing an abrasive article 
which includes as steps thereof, employing a baching, im¬ 
pregnating the baching with a synthetic resinous composition 

* l - 

in a volatile thinner partially drying and setting the coat- 
lng so applied to the baching, then applying a binder coat 
of 'a synthetic reeinous material, applying a grit or layer 
of abraaive particles to the binder coat so applied before 
the binder coat has set to any appreciable extent and then 
bashing the article so coated at approximately 150°F to 
completely form the abrasive article. 


- ygMATrea . 


The claims previously made in- this case have 
been cancelled without prej ndicaiv 


.£047 7 Vi 
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#3 


There are now submitted claims 25 to 30 which 
are directed specifically to the novel subjectmatfcer in¬ 
cluded by this application and whioh is not disclosed in 
either the prior art made of record by the Examiner or the 

applications of Carlton and IClingspore, the other interfer- 
' i 

ing parties. The six claims directed to the method of 

making the abrasive article specifically include such phases 

of applicant's inventidn which is believed to be peculiarly 

aluable in making an abrasive article utilizing the synthetic 

resinous material as a sizing or binder coat. It will be 

V 

noted that the resinous material used is heat deformable. 


In attempting to make an article in which the larger grits 
are to be anchored to the becking material employing the 
baking temperatures stressed in this application; the pre¬ 
liminary treatment stressed in these claims become important 

i 

in assuring that the proper amount of binder coat is present 


to properly anchor the grit or layer of abrasive particles. 


By the method employed, a greater speed of operation is 


possible, assuring a proper bond between the grit or layer 


. or abrasive particles and the backing material in that • 
saturation is assured before the application of the heat 
without in any way robbing the abrasive particles of the 


requisite amount of binder previously applied. 

Thus it will be observed that applicant is 
enabled to apply a thicker coat for the heavier grits of 
abrasive particles without any loss of this binder coat 
due to impregnation into the backing material. 

In submitting these claims, careful considera- 

• * * i % 

! * 

tion has been given to the art of record and while the 

j 

resinous material contemplated by applicant is disclosed in 
Carlton, the senior party to the interference, the particular 
method herein applied for the novelty stressed is not dis¬ 
closed. : /• i • • 
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#4 


Accordingly, it is believed that the amendment 

herein made should be entered and the claims allowed. 

Respectfully Submitted, 
WILLIAM LUXMORS 
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Please find below a communi c a t ion from the 
charge of this app licati on, X? /-» 

vi^»tceu> 

Commissioner of Pi 


moo 


( Paul Carpenter , 

14. East Jacks ax Boulevard, ) 
Chicago, Illinois. 



y 


July 


lit 2931 


silllap Luraors 

Sor. Ho. 50477 

Piled Aug* 15, 0325 

Por lATffi-PROOP ABD OIL-PROOF 
FLKXTBlA ABKASEB 


Responsive to asendnent Tiled Jan. 29, 1951. 


■/ Cdhltbn, 1,775,631, Sfpt* 16, 1930, 151-280) 

This patent was granted an application with which 
applicant was in interference. 

Claims 25 to 3° * inclusive, are rejected as 
being for an old process as dleolosed by patents to Graft 
and Lowry* The use of any precise bonding material 

being nothing more than a matter of choioe and the use of 

. ! 

oosmon sense, becaise it is obvious that my one wishing 
to manufacture a quality produot will use the best materials 
obtainable which are commensurate with the price of the 
finished artlde. The use of one adhesive does hot involve 
invention over the use of another* The above noted refer¬ 
ences of reoord disclose the process and since no patentable 
invention has been set ferth over the references of record 
in view of the interference issue, the preseat action is 
made fl nal.. 



83 



IB THE UNITED STATES PATENT OFFICE 


In re application of 

WILLIAM LDZMORE 
S.N. 50,477 
Piled Aug. 15, 1925 
for WAT EH-PRO 0? AID OIL-PROOP NOTICE OP APPEAL TO TEE 
P1EXI3IE ABRADIB : 

BOARD OP APPEALS 



Honorable Coxaniasioner of Patents, 

Sir. 

I do hereby appeal to the Board of Appeala from 
the decision of the Primary Examiner in the matter of my 

1 

application for Letters Patent for WATER-PRO OP AND OIL-PROOP 


FLEXI3LE ABRAD3R, filed August 15, 1925, all the claims of 
which, in the Office Action of July JLl, 1931 were finally 
rejected. / 

The appeal fee of $15.00/is enclosed. 

An oral hearing is^xatfuested. 

The following are assigned as reasons for appeal. 

First: That the Examiner erred in rejecting claims 25 
to 30 as cowering an old process as disclosed by the patents to 
Graft 1,217,593 and Lowry 1,134,086. 

Second: That the Examiner erred in rejecting claims 
25 to 30 as amounting to nothing more than a matter of ohoioe 

use of common sense in the use of the best materials obtainable 
‘Third: That the Examiner erred in rejecting claims 25 to 
30 on the ground that the use of one adhesive does not involve 
invention over the use of another. 

Fourth: That the Examiner erred in rejecting claims 
25 to 30 on tne ground that Graft and Lowry disclose the 

fv ~C K 

^ process, and since no patentable invention has beeu set forth 


* 

i 




over the references oi record, in view of the interference issue. 
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Iaxmore 50,477 - £ 


?iffch: That the Examiner erred in finally re jeot'ing 


claims £5 to 50* 

j 

Sixth: That the Examiner erred in not allowing claim* 

25 to 30, 

Seventh: That the Examiner erred in rejecting claims 25 

; • 

to SO notwithstanding each and every matter cor thing of objection 
urged thexfco by them thereagainet • 

Respectfully submitted, 

WILLIAM. LUXMDS2 


lev York, 
January 9, ®2 
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BEBJOKHIf OF COMMERCE 
UNITED STATES PATENT OFFICE 
WISHING TCW, D. C. 


Paper Mo. 22 


e 




SBD 


In re application of 
Million Luna ore. 

Serial No. 50,477* 

Filed Aug. 15, 1925 , 

For: Water-Proof and Oil-Proof 
Flex ib le grader 


February 1, 1932 



the 

BOARD OF kW&JLS 



EXAMINER *S STATSffiNT 
♦♦**» ♦» » »<»»« »»»****** 


Applicant appeals from the action of the Examiner, 
finally rejecting oleine 25 to 3°, inclusive, which are 

all In Pape* No* 19* 

\ - 

The references are patents to: 

firaxT,- >.2*7*993, . *•*>. 27, 1917, 

Carlton, ^l.nS*^* Sept.lb, 1930. 

The invention is a method of making an abrasive 
article end the nature of the method will be apparent from 
the claims. 

Patent to Carlton was granted on an application 
with which applicant was in interference. 

The claims are considered to define nothing patentable 
over patent to Graft in view of patent to Carlton. 

Graft discloses the practice of imprecating the 
flexible backing in the first operation with a waterproofing 
adhesive material and then applying as a second step a 
sec end coating of the same adhesive material as a binder 
for the grit. The expedient of applying the seocod coating 
before the first coating is entirely dry is not considered 
to be a patentable variation of Graft's method. It would 

seem to be obvious that an adhesive would move resdily 

5 o ?. 7 7 r*- * 

4 ^. 
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Serial No, 5° >477 



adhere to a soft tacky surface of the first cbating than 
it would to a hard aaooth surface formed by thoroughly drying 
the first coating. Patent to Carlton discloses the use of 
a synthetic resin as an adhesive far attaching abrasive 
grains to a baching and no Invention is seen in substituting 
Carlton’s resinous adhesive for Graft’s waterproofing 
and grit attaching adhesive. Carlton further discloses 
the practice of setting or curing the resinous adhesive 
by baking. 

Patent to Lowry, 1,134*086, T?as also cited against 
the claims but this patent has been discarded; as a 
reference. 


Respectfully, 
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Cello* ot P ^Soria* 


Departmeh of Commerce 

UNITED STATES PATENT 
WASHINGTON 


Sir: 

The oase of William luzmore 


February 13 , 10 32 . 


Serial 


Ho. 50 *477 


will be heard by the Board of 


lutayf axeum. J 

Appeals on the 5^ day of May , 10 32* 

The hearings will ooamenoe at 9.30 A. M. and as soon as the 
argument in one oase is oonoluded the suooeeding ease will be 
taken up. 

If any party, or his attorney, shall not appear when the 
oase is oalled, his right to an oral hearing will be regarded 
as waired. ^ 

v 

The time allowed for arguments is as follows: 


lx parte oases, thirty minutes; 

Inter partes appeals: Interlooutory and final hearings when 
no testimony has been taken, thirty minutes eaoh side; final 
hearing when testimony has been taken, one hour eaoh side. 

1 

By speoial leave, obtained before the argument is oommenoed, 
the time may be extended. 


The appellant shall have the right to open and conclude in 
inter partes eases, and in suoh eases a full and fair opening 

must be made. 


Briefs in inter partes appeals must be filed in aooordanoe 
with the provisions of Rules 144 and 163. 

Respeetfully, 


To 


Commissioner of Patents. 


Hr. Paul Carpenter 
14 last Jackson Boulevard 
Chicago, Ill. 




r v 





201 -ft 

•? 


ft?*** -' ^ 

— .PaperUaoi-l-rp 


SJL 


Department of Commerce 


UNITED STA’ 


PATENT 


WASHINGTON 


April 23 # 10 32. 


Sir: 

The ease of 


William Luxmore 


Serial 


No. 5°»477 


, will be heard by the Board of 


Appeals on 


the^ 


25 th day of 


May 


19 32 , 


The hearings*will commence at 9.30 A. M. and as soon as the 
argument in one ease is concluded the succeeding case will be 


taken up . 

If any party, or his attorney Shall not appear when the 

S ee is oalled, his right to an oral hearing will be regard 
waived. 

The time allowed for arguments is as follows: 


Sz parte eases, thirty wmotcs; 

Inter partes appeals: Interlocutory and final hearings when 
no testimony has been taken, thirty minutes eaoh side; final 
hearing when testimony bee been taken, one hoar eaoh side. 


By special leave, obtained before the argument is oommenoed. 
the time may be extended. 


The appellent shall have the right to open and conclude in 
inter partes eases, and in Such eases a full and fair opening 
must be made. 


Briefs in inter partes appeals must be filed in aooordanoe 
with the provisions of Buies 144 and 163. 


Bespeotfully, 




To 


Commissioner of Patents. 


To 


Mr. Paul Carpenter 
14 Bast Jackson Boulevard 
Chicago, HI. 
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90 [Stamp:] Board of Appeals, U. S. Patent Office, 

Apr. 22,1932. j 

In the United States Patent Office.! 

i 

Before the Board of Appeals. ! 

In re Application of William Luxmore. S. |N. 50,477. 
Filed Aug. 15, 1925. For Waterproof and Oilproof 
Flexible Abrader. I 

Honorable Commissioner of Patents. 

Sir: 

In the above entitled matter, counsel hereby requests 
that the hearing now set for May 5, 1932, be postponed for 
twenty days, to May 25, 1932, or to such time thereafter 
as counsel may be heard. 

The request for this extension is made by reason of the 
fact that the trial of a case in the United States District 
Court for the Third Circuit of New Jersey set to begin on 
April 27,1932, may run over until the day set for this hear¬ 
ing, and that further during this month, counsel has addi¬ 
tional hearings before the Board and would like to avoid 
the time and expense of making more than; one trip to 
Washington on these matters. 

Respectfully, 

WILLIAM LUXMORE, 

ByPAUL CARPENTER, 

His Attorney. 

New York, April 21,1932. 
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91 [Stamp:] Board of Appeals, U. S. Patent Office, 

May 28, 1932. 

In the United States Patent Office. 

Before the Board of Appeals. 

In re Application of William Luxmore. S. N. 50,477. 
Filed Ang. 15, 1925. Waterproof and Oilproof Flexible 
Abrader. 


Brief on Appeal 

To the Honorable Commissioner of Patents. 

Sir: 

This is an appeal from the final rejection of claims 25 to 
30, as follows: 

25. The method of making an abrasive article which in¬ 
cludes as steps thereof, employing a backing, applying a 
synthetic resinous presizing coating to said backing and 
permitting the same to partially set, then applying a binder 
and a coating of similar material and grit to said backing 
to form the complete abrasive article. 

26. The method of making an abrasive article which in¬ 
cludes as steps thereof employing a backing, applying a syn¬ 
thetic resinous presizing coating to said backing and per¬ 
mitting the same to partially set, then applying a binder and 
a coating of similar material and grit to said backing and 
heating the same to form the completed abrasive article. 

27. The method of making an abrasive article which in¬ 
cludes as steps thereof employing a backing, applying a 
synthetic resinous presizing coating to said backing and 
permitting the same to partially set at room temperature, 
then applying a binder and a coating of similar material 
and grit to said backing to form the completed abrasive 

article. 

92 28. The method of making an abrasive article which 

includes as steps thereof employing a backing, ap¬ 
plying a synthetic resinous presizing coating to said back¬ 
ing and permitting the same to partially set at room tem¬ 
perature, then applying a binder and a coating of similar 
material and grit to said backing and applying heat thereof 
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l 

at approximately 150°F. to form the completed abrasive 
article. 

29. The method of making an abrasive article which in¬ 
cludes as steps thereof, employing a backing, applying a 
synthetic resinous condensation product in a volatile thin¬ 
ner to penetrate the backing and saturate the fibres, air¬ 
drying the sheet so treated to partially set the resinous im¬ 
pregnating coating, applying a binder coat of a synthetic 
resinous composition, partially setting the binder coat so 
applied, anchoring a grit or layer of abrasive particles in 
the binder coat and then finally baking the article so made. 

30. The method of making an abrasive article which in¬ 
cludes as steps thereof, employing a backing, impregnating 
the backing with a synthetic resinous composition in a vola¬ 
tile thinner, partially drying and setting the coating so 
applied to the backing, then applying a binder coat of a 
synthetic resinous material, applying a grit! or layer of 
abrasive particles to the binder coat so applied before the 
binder coat has set to any appreciable extent and then baking 
the article so coated at approximately 150°F. to completely 
form the abrasive article. 

i 

93 The Invention. j 

The invention to which the above claims are directed 
relates to steps in the process of making an abrasive article, 
to wit, waterproof sandpaper. 

This application has been involved in an interference 
with the patent to Carlton, 1775,631, owned by the assignee 
of this application. Originally, the issue of the interference 
involved the use of a synthetic resin in making a water¬ 
proof flexible sandpaper. The broad claims have been con¬ 
fined to the party Carlton, and now the attorney for Carlton, 
in charge of this application, has confined the Claims of this 
applicant to a specific novel phase of the process, which is 
shown only in the present application. 

The claims are directed to preliminarily coating the back¬ 
ing material with a synthetic resin and befot-e completely 
setting this coating or while the coating has been permitted 
to partially set, the binder coat or grit holding coat is ap¬ 
plied. 

In the preferred form of the invention, the binder coat is 
of a similar material, that is to say, a similar Synthetic resin 
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as used in the pre-sizing coat. The process is completed by 
preferably baking at a temperature of about 150° F. 

This application, therefore, has been confined to a com¬ 
paratively simple issue. 

The process involves the use of a synthetic resinous ma¬ 
terial as a pre-sizing coat for the backing, permitting the 
pre-sizing coat to partially set, preferably at room temper¬ 
atures, and while in this condition applying a binder coat, 
preferably of the same synthetic resinous composition, and 
before the binder coat has completely set, applying a grit 
or layer of abrasive particles, and baking the product at 
approximately 150° F. 

94 The Rejection. 

The rejection has been reduced to a simple statement by 
the Examiner. Reliance is made upon the disclosure of the 
patent to Carlton, which admittedly uses the same material 
as contemplated by this present applicant. However, the 
method of forming the final article is not disclosed by Carl¬ 
ton and counsel for this present applicant, who has also 
prosecuted the application of Carlton to allowance, has 
confined the present claims to a distinctive phase of this 
applicant’s process. 

The Examiner further relies upon Graft, 1217,593 to show 
a manner of forming the article, which he alleges anticipates 
the patentable novelty of the claims. 

Reference to Graft will now be made to show the manner 
he employs of building up a plural layered fabric which, but 
for the method contemplated by applicant, and the materials 
used by applicant, would have the same general appearance 
or the same number of laminations as that of applicant. 

The material used by Graft is a solution of a cellulose 
ester, such as collodion. The backing material of paper, 
cloth or any other desired fabric, is first dipped in a solution 
of collodion. The coating is then permitted to become dry 
(see page 1, lines 55 and 56)—“To this end, after the first 
coating is dry, a second coat of the cellulose ester is ap¬ 
plied”. 

Applicant, to the contrary, says that he first applies a 
coating of a synthetic resin, and permits the same to par¬ 
tially set, and then applies a binder coating, preferably 
at room temperature, and of the same character of 
material. 
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95 The question which is therefore raised is—Is a 
process which comprises overlying over a dried coat 
of a cellulosic ester, a second coat of a cellulose ester equiva¬ 
lent to that of applying to a partially set synthetic resinous 
coating, another coat of a binder, preferably also of similar 
material? 


The Examiner takes the position that the expedient of 
applying the second coating before the first coating is en¬ 
tirely dry is not considered to be a patentable variation of 
Graft’s method. 


Here we have a contrary teaching in Graft to that of the 
process specifically claimed. A specific recitation is made 
in Graft that the preliminary coating should be dried before 
the binder coat is applied, and notwithstanding this spe¬ 
cific prescription on the part of Graft, the Examiner claims 
that it would be obvious that an adhesive would more readily 
adhere to the soft, tacky surface of the first coating than 
it would to the hard surface formed by thoroughly drying 
the first coating. 

It is worthy of examination to determine the manner in 
which the binder coat could be applied to the backing ma¬ 
terial. 


i 

1. It may be directly applied to the backing material. 

2. The binder coat may be applied to a still moist pre¬ 
sizing coat. 

3. The binder coat could be applied to a pre-sizing coat 
which is perfectly dry. 

4. The binder coat could be applied to a partially set 
pre-sizing coat (the method herein specifically claimed to 
be novel). 

96 The first method, applicant has found I will, under 
operating conditions, particularly where a, binder coat 
includes a solvent, result in an objectionable binder coat 
in that the normally porous backing material ;will rob or 
starve the binder coat and provide an insufficient binder for 
the abrasvie particles. 

The second method will form a coat of indeterminate 
thickness so that when the grit or layer of abrasive parti¬ 
cles is applied, the binder coat cannot be definitely con¬ 
trolled as to thickness and the grit may become too deeply 
imbedded. The coating operation over a still ifioist pre-siz¬ 
ing coat is one of extreme difficulty. 
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The application of a binder coat to a hard and perfectly 
dry pre-sizing coat (method No. 3), which is the process of 
Graft, and which may operate with Graft’s particular ma¬ 
terials, at least requires that the period of time after coat¬ 
ing with the binder coat and before applying the grit or 
abrasive particles be sufficient to permit mutual solvent ac¬ 
tion. While this process may operate with a collodion so¬ 
lution, with synthetic resins, once a residuum has been 
formed, or drying is effected of a solution of a synthetic 
resin, in the methods prescribed for drying solutions of 
synthetic resins, considerable difficulty will be experienced 
in anchoring an overlying binder coat over a coating of a 
svnthetic resinous material which has been dried bv the 
methods prescribed therefor. 

It therefore cannot be argued bv analogv, in view of the 
difference of material, that the same process as used by 
Graft will be useful in connection with materials such as 
used by applicant, and also Carlton. 

97 The Examiner’s position on the obviousness of 
applying the binder coat to a still tacky or partially 
set pre-sizing coat, is certainly not supported by Graft, with 
totally dissimilar material, but on the the contrary, a dis¬ 
tinctly different mode of operation is suggested by Graft. 
The obviousness of practicing the invention as taught by 
applicant is certainly not supported by any other art, 
wherein a plurality of coatings are applied. 

It is common knowledge that in painting any surface 
with a plurality of coats, where painting a house, furniture, 
an automobile body or the like, that care is exercised to 
assure that the underiving coat is thoroughlv drv and set 
before superimposing the next coating. In the automotive 
field, in finishing bodies, either by the lacquering process 
or the brushing process, sometimes involving from three 
to tw T enty-four coats, care is exercised to thoroughly dry 
each coat before the next succeeding coat is applied. 

It is also common knowledge and well recognized, that 
in applying these numerous layers of materials, not only 
is each coat thoroughly dried before applying the next suc¬ 
ceeding coat, but very frequently the setting of the coat is 
assured by spraying water on it to set it, drying the water 
therefrom, and then applying the next succeeding coat. 

Applicant’s method, therefore, is not obvious, as sug¬ 
gested by the Examiner, especially since the art and estab- 
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lished practice direct entirely different modes of opera¬ 
tion. 

i 

98 It is clear that with such established practice as 
referred to by applicant, where finishing coatings 

are applied to automobile bodies or other painted surfaces 
and where Graft also teaches this practice, that the method 
followed by applicant is not the obvious one, but that the 
tendency would be to follow the teachings of Graft and at¬ 
tain a deficient material in using the materials |specifically 
prescribed by applicant. 

The Examiner’s observation of the obviousness of ap¬ 
plicant’s process is certainly not supported by the art, nor 
what may be considered as common knowledge in dealing 
with such surfaces as paint or collodion surfaces shown in 
Graft. 

The advantages arising in using applicant’s invention 
are more than the use of the knowledge that an adhesive 
would more readily adhere to a soft tacky surface than to 
a hard smooth surface. The invention goes beyond this 
point. With the character of material as used by appli¬ 
cant, completely setting and drying the first coat would 
tend to warp the composite under the baking temperatures 
employed. The first presizing coat, when applied, using a 
synthetic resinous material, would not readily j respond to 
interaction with the overlying coat. Overlying a coating of 
a synthetic resin over a thoroughly dry and hardened pre¬ 
sizing coat of synthetic resinous material would require 
additional time to effect the anchoring of the superimposed 
coating. j 

Superimposing a solution of a binder over a thoroughly 
dried and baked underlying presizing coating would de¬ 
prive or starve the binder coat, and therefore Improperly 
anchor the grit or layer of abrasive particles. 

99 As has been stated by the applicant, by the pro¬ 
cedure as outlined, applicant is enabled:to apply a 

thicker coat of a binder, particularly valuable for the 
heavier grits of abrasive particles, without any loss of this 
binder coat due to impregnation in to the backing material. 

The succession of steps as practiced by applicant, par¬ 
ticularly with a synthetic resinous material, is peculiarly 
valuable with these materials and finds no suggestion in 
the prior art, particularly Graft or Carlton, to be prac¬ 
ticed in this preferred manner. 
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It is therefore submitted that the Examiner’s viewpoint 
as to the obviousness of applicant’s process is not predi¬ 
cated upon any disclosure in the prior art, wherein a con¬ 
trary procedure is emphasized, but is based upon a con¬ 
clusion drawn after seeing applicant’s claims. The posi¬ 
tion taken by the Examiner is based upon hind sight and 
not upon anything shown to be old and well known, and 
the established method of practicing a similar process. 

In the absence of any disclosure of a similar procedure, 
any doubt as to the value of the process specifically claimed 
by applicant should be resolved in his favor. 

It is therefore submitted that the final rejection of claims 
25-30 was in error and that the claims should be allowed. 
Reversal of the Examiner’s rejection, and allowance of the 
claims are therefore earnestly prayed for. 

Respectfully submitted, 

WILLIAM LUXMORE, 

Bv PAUL CARPENTER, 

IIis Attorney. 


New York, May 21,1932. 


100 [Stamp:] U. S. Patent Office, Board of Appeals. 

Mailed Jul. 1, 1932. 


In the United States Patent Office. 


Before the Board of Appeals. 
Decision. 


Appeal No. 4640. 

ST. 

Ex parte William Luxmore 

Application for Patent Filed August 15, 1925. Serial No. 
50,477. Water-proof and Oil-Proof Flexible Abrader. 

Mr. Paul Carpenter for applicant. 

This is an appeal from the final rejection of claims 25 to 
30, inclusive. 

Claim 25 may be taken as an example: 

25. The method of making an abrasive article which in¬ 
cludes as steps thereof employing a backing, applying a 
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synthetic resinous presizing coating to said backing and 
permitting the same to partially set, then applying a binder 
and a coating of similar material and grit to said backing 
to form the completed abrasive article. 

The references relied upon are: 

Graft, 1,217,593, Feb. 27, 1917; 

Carlton, 1,775,631, Sept. 16, 1930. 

i 

The alleged invention relates to a process for mak- 
101 ing a flexible abrasive article, as waterproof sand¬ 
paper. It consists in applying to a suitable backing 
a coating of a synthetic resin, permitting it to partially set, 
then applying a binder coat of similar material and a layer 
of grit. I 

The record shows that appellant was involved in Inter¬ 
ference No. 58,727 with the application of Carlton. The 
latter prevailed and the Carlton patent, supra, issued with 
claims 1, 2, 3, 6 and 7 corresponding to the five counts of 
the interference. 

Carlton uses the synthetic resinous presiziug material 
called for in the claims and may apply one or ;more coats 
to the “backing”, (page 4, line 28). He does not state 
that the auxiliary coat is applied before the first;coat is dry. 
Graft applies a second coat of the cement after the first 
coat is dry (page 1, line 56). While these references do 
not disclose the application of the second coat after the 
first coat has only “partially set”, the Examiner took the 
position that this was an obvious and not a patentable 
variation. We agree with this holding of the Examiner 
notwithstanding the advantages alleged by appellant to re¬ 
sult from applying the second coat before the first is dry. 

The decision of the Examiner is affirmed. 

M. J. MOORE, 

Assistant Commissioner, 

W. S. RUCKMAN, 
Examiner-in-Chief, 

R. EDINBURG, | 

Examiner-in-Chief, 

Board of Appeals. 

July 1, 1932. 
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pis' 


Department of Commerce 

UNITED fTATB PATENT OFFICE 

WASHtfiCTOK 


Ex part* William Luxaore, 

Serial Ho. 50.477* 

Tiled August 15, 1925, 
Water-Proof and Oil-Proof 
flexible Abrader. 


NOTICE 0 ? SPIT ORDER SECTION 4915 R. S. 

i 

A suit in Equity under Section 4915 R. s., entitled 

MINNESOTA MINING AND MANUFACTURING COMPANY, Plaintiff, va. 

THOMAS E. ROBERTSON, Commissioner of Patents, Defendant, 

Equity No. 55,194, involving this application, was filed 

» 

on December 30, 1932 * in the Supreme Court of the District 


of Columbia. 




Solicitor. 


December 30, 1932 • 
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THE UNITED STATES PATENT OFFICE 


ba re A ppl i c ati on of 



Filed: 
Serial Nol: 


William Luxaoro 
1HS6-PB00F AND OH-FROOF 
FLEXIBLE ABRADES 


August 15,1925 

50.477 


Hon. Co—M b— of Patent*. 


Warrington, D. C 


I 


Pleaae alAw all future 



in the above 


entitled ma tter to: 


PM1 Carpenter. 

160 North laMd Street 
Chicago, Minors. 






Attorney of Record. 


/P3 
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Plaintiff’s Exhibit No. 2 


Patented Nov. 24, 1931 


UNITED STATES PATENT OFFICE 


CABL EXENGSPOR, OF SIEGEJNT, GERMANY 
WATER PROOF POLISHING PAPER 

Ho Drawing. Application filed August 31, 1827, Serial Ho. 216,773, and in Germany September 10, 1925. 

This invention has reference to water proof sequent gluing is effected, and then the prod- 
polishing paper and the like for the polish- uct is gradually heated to a temperature not 
mg and smoothening of coats of paint and exceeding 150 (one-hundred-and-fifty) de- 
the like by means of which the finishing op- grees centigrade, ahd preferably kept at 
5 eration in the application of coats of paints 120-130 degrees centigrade. 55 

is greatly facilitated and accelerated, and the The heating is so arranged as to extend 
quality of the product is greatly improved, over a relatively long period of time, say for 
For the purpose of polishing or grinding for instance 10 to 36 hours, and the temperature, 
instance coats of varnishes, paints, filling starting with about sixty (60) degrees centi- 
10 coats and the like it is common to employ grade is gradually increased, so that it is 50 
pumice stone with an addition of water. In raised to 100 to 130 degrees centigrade dur- 
order to facilitate and accelerate the polish- ing the last 6 hours. By this heating process 
ing operation, polishing or burnishing paper the glue is hardened as a result of the influ- 


or the like may be employed, and in order to ence of the condensation product and becomes 
15 be able to employ this kind of carriers pro- entirely water-proof. 

vided with grinding and polishing material The subsequent gluing or sizing befoFe the 
applied thereto by an adhesive, in the pres- hardening operation may also be effected 
ence of water, such carriers with the coats ap- without the use of glue and merely by means 
plied thereto should be manufactured in such of the phenol-formaldehyde condensation 
25 a manner that a water-proof product is ob- product which, if desired, may be diluted 
tained, that is to say, that for instance in the with alcohol. 

case of the use of paper the disintegration In applying the glue alcohol may be used 
thereof is. prevented and the granular treat- as a diluent, and glycerine or linseed oil or 
ing material, such as glass, emery, garnet, car- any other diluent may be added to the mix- 
25 borundum is not readily detached from the ture. If paper is used as a base, it is pref- 
carrier, such as paper, cloth, wood and the erably previously impregnated with linseed 
^ke. . . oil and dried. After the glue has been ap- 

Now in accordance with this invention a plied to the carrier base, and the polishing 
water-proof polishing or grinding sheet, pa- or grinding agent has been strewn upon it, 
per or the like in which the polishing or and after any possible subsequent gluing or 
grinding agent is secured to the base by a sizing has been effected, the product is dried 
binding agent} such as animal glue or the in the manner referred to. 
like, is obtained by hardening the glue by liq- Example. 100 liters of a solu tion or of a 
uid condensation products of phenols or the soaked mixture of 1 part of glue in 5 parts of 
like with formaldehyde or the like, that is to water are heated with 5 liters of glycerine and 
say, with those products which are formed in 8 liters of linseed oil to about 75° C. The 
the first stages of the well-known condens- condensation product of phenol and f ormal- 
ing processes or by such condensation prod- dehyde is diluted with alcohol sufficiently to 
ucts of the. class referred to which are mix- have about the Same viscosity as the glue, and 
able with.solvents. is heated to about 50 degrees centigrade. 

The animal glue having been dissolved or Thereupon about 15 liters of the condensed 
- soaked in water, and before being applied to mixture are cautiously introduced with con- 
thebase, is mixed with the condensation prod- stant stirring into the glue, while care is 
45 ucts at a temperature which should not ex- taken to avoid a rise of temperature above 
0 ceed 75 (seventy-five) degrees centigrade, so 75° C. This glue is applied to the pa.per 
as to avoid the iiabilitv of a premature hard- or a similar base, and the grinding or polish- 
ening of the glue. This mixture is applied ing agent is sprinkled upon it. For tne sub- 
as a coating to the paper or an equivalent car- sequent gluing or sizing a mixture of con- 
60 rier, and the grinding or polishing material densation prbduct of somewhat different com- 
u is strewn on the surface. If required, a sub- position is preferably employed, thus for in- 
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stance 100 liters of liquid condensation prod- with a mixture of liquid phenol-aldehyde 
uct, 150 liters of alcohol and 15 liters of glyc- condensation product, alcohol and glycerine, 
erine. The hardening is then effected by dry- and then raising the temperature of the coat¬ 
ing in the manner indicated. ed carrier base to a maximum of about 150° C. 

Instead of 8 liters of linseed oil for each and baking the different layers. 70 

100 liters of glue-solution a smaller quan- In testimony whereof I have affixed my 
tity may be used, and, if required, the use of signature. 

linseed oil may be entirely dispensed with; CARL KLINGSPOR. 

but in such case it is advisable to increase the 
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10 addition of glycerine, thus for instance up 
to about 10 liters. 

The linseed oil and other fats and oils 
serve not only for the impregnation bf the 
carrier base, but on the other hand also for 
reducing the amount of the condensation 
product, which latter, however, constitutes 
always the hardening agent proper. The 
presence of glycerine decreases the brittle¬ 
ness, and it also acts as a diluent for the glue, 
20 aside from or in addition to the diluting ac¬ 
tion of the alcohol. 

It should of course be understood that the 
broad features of this invention are not re¬ 
stricted to the particular details herein de¬ 
scribed by way of exemplification and illus¬ 
tration only, but the principle of the inven¬ 
tion admits of modifications and changes 
within the scope and spirit of the invention, 
as defined in the appended claims. 

What I claim is:— 

1. The method of manufacturing substan¬ 
tially waterproof abrasive sheets which com* 
prises applying a mixture of glue, unsolidi¬ 
fied phenol-aldehyde mixture and an alcoholic 
diluent to a carrier base at a moderately high 
temperature of about 75° 0., applying an 
abrasive to the layer obtained on the carrier 
base, covering the resulting laver with liquid 
organic sizing material, and then gradually 
40 raising the temperature bf the coated carrier 
ba.se to a solidifying temperature of about 
150° C. during a period of from about 10 to 
36 hours. 

t 2. The method of manufacturing substan¬ 
tially waterproof abrasive sheets which com¬ 
prises applying a mixture of glue and unsolid¬ 
ified phenol-aldehyde mixture at a moderate¬ 
ly high temperature substantially not above 
75° C. to a carrier base, then applying yn 
abrasive to the layer obtained on the carrier 
base, then applying to the resulting mixture 
a second layer of unsolidified phenol-alde¬ 
hyde mixture and organic alcoholic diluent, 
and finally raising the temperature of the 
coated carrier base gradually to a maximum 
bf about 120 to 130° C. 

3. The method of manufacturing substan¬ 
tially waterproof abrasive sheets which com¬ 
prises heating an aqueous solution of glue 
with an excess of glycerine and linseed oil 
to about 75° C., adding a moderately heated, 
unsolidified phenol-aldehyde mixture, ap¬ 
plying the resulting mixture to a earlier base, 
applvmg an abrasive to the layer obtained 
85 on the carrier base, covering the abrasive 
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My present invention relates in general to 
the treatment of material, preferably in 
sheet form, and more particularly the treat¬ 
ment of material for the purpose of forming 
5 or attaining composite structures, of which 
well known forms of abrasives such as what 
is commonly known as sand-paper is an ex¬ 
ample. 

Although I hereinafter disclose the prac- 
10 tice of my invention in connection with abra¬ 
sives such as sand-paper, it will be under¬ 
stood that my invention, or certain features 
thereof, have a wider field of utility. 

Composite structures of the abrasive type 
15 such as sand-paper or emery cloth comprises 
generally, (a) a base of sheet material, which 
may be felted as in the case of paper or woven 
as in the case of cloth, (b) a more or less finely 
comminuted resistent material having abraia- 
20 ing properties, such as flint, garnet or corun¬ 
dum, and ( c ) a binder or adhesive which 
serves to bond the abrasive to the base. 

The binders or adhesives heretofore em¬ 
ployed have been generally of one of two 
25 general classes, (a) animal glue, of (b) vege¬ 
table oils and gums or the like. 

These two classes of materials are open to 
certain objections when used for abrasive 
articles for certain purposes, viz, animal glue 
30 is hygroscopic and therefore cannot be suc¬ 
cessfully used in a water-abrading operation, 
nor has it thus far been successfully water¬ 
proofed as far as known to me, vegetable oils 
and gums require more or less elaborate treat- 
35 ment to render them satisfactory when used 
as bases for binders that are stable when 
used in a water-abrading operation, and both 
animal glue and vegetable oils and gums are 
more or less variable in quality and require 
40 careful checking and manipulation in order 
to produce continuous runs of material of 
an even quality. 

The present invention contemplates the 
provision of a new abrasive article and a new 
45 method of making the same wherein there is 
employed certain resinous material, more 
particularly synthetic resins, of which cer¬ 
tain phenol-aldehyde derivatives such as 
phenol-formaldehyde condensation products 
60 are examples, which viewed from certain as¬ 


pects presont features of novelty, and which 
can readily be controlled within certain pre¬ 
determined and desired limits so that abra¬ 
sive articles closely answering definite speci¬ 
fications can be more readily produced. 65 
In its preferred form, the invention fur¬ 
ther contemplates the use of chemicals of 
known and quite definite characteristics 
whereby I am enabled to attain not only pre¬ 
determined results as a result of the employ- 60 
ment of my improved procedure, but am also 
enabled to attain certain results that have not 
been readily if at all obtainable for my pur¬ 
poses or for any purposes by prior procedure 
known to me. * 05 

Again, by synthetizing my improved bind¬ 
er I am enabled to avoid various objectiona¬ 
ble features, such as loss of time, needless 
expense, and other factors due to variability 
in quality incident to variation in methods *° 
of preparation and the presence of impuri-' 
ties in unknown quantities in the cases of 
animal and vegetable products. 

The principal objects of my present in¬ 
vention are the provision of an abrasive arti- 75 
clo having a binder which functions effi¬ 
ciently; the provision of an abrasive article 
having a binder characterized by the desired 
degree of flexibility; the provision of an 
abrasive article having a binder character- 80 
ized by extensibility and compressibility to 
accommodate itself to flexion of the base 
without permanent distortion or deleterious 
disintegration; the provision of an abrasive 
article having a binder characterized by 
great tensile strength and resistance to shear¬ 
ing stresses; the provision of an abrasive 
article having a binder which is resistant to 
certain solvents, such as gasoline, met in cer- g 0 
tain abrading operations; the provision of 
an abrasive article having a binder of such 
a character that it can be manufactured rap¬ 
idly ; and moreover one which has character¬ 
istics permitting handling of the product ex- 05 
peditiously and especially one which allows 
such handling without impairment of the 
superficies of the material; the provision of 
an abrasive article having a binder which is 
advantageous in this that deterioration with 100 
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age is minimized; the provision of an abra¬ 
sive article having a binder rendering avail¬ 
able certain water or oil abrading opera¬ 
tions; the provision of an abrasive article 
5 having a binder embodying proportions of 
basic materials and of modifying agents of 
predetermined characteristics; the provision 
of an improved moisture proof abrasive 
structure; and the provision generally of an 
10 improved process tor the production of an 
abrasive article characterized by one or more 
of the features which are among the objects 
of the present invention, together with such 
other objects and further and additional 
15 benefits and advantages as may hereinafter 
appear or be pointed out. 

In the employment of my present inven¬ 
tion for the production of sand-paper and 
the like (which I cite for purposes of ex- 
20 ample) I use as the base such a sheet of ma¬ 
terial (which may be paper) as will conven¬ 
iently serve the employment contemplated, 
and as the abrasive such comminuted mate¬ 
rial (which may be flint, garnet or corun- 
25 dum, of the desired size) as is similarly 
adapted to perform the function in view. 

It is most desirable that the binder uti¬ 
lized have the functions and characteristics 
not only of great mechanical strength in- 
30 eluding toughness, resistance to tensile and 
shearing strains, and of great binding 
strength including adhesiveness and tenaci¬ 
ty, but also that it be non-hvgroscopic, mois¬ 
ture resistent, easily worked, made of mate- 
35 rials easily obtainable in the market. In¬ 
expensive, facilely worked and applied, of 
known quality when manufactured, and 
where used with a base which is penetrable, 
penetrative of such base so as>to form a 
40 strong union therewith, and furthermore 
that it be as resistent as may be to the sol¬ 
vents ordinarily met with in abrading oper¬ 
ations as commonly carried out. 

I have discovered that resinous materials 
45 are preferable not only to gums (which are 
more or less water soluble) but also to gum- 
resins and to hardened oils for certain pur¬ 
poses contemplated by me, and particularly 
synthetic resins as peculiarly adapted for 
60 my ends for a number of reasons including 
that their characteristics can not only be bet¬ 
ter controlled than is the case with natural 
products, but that batches having the desired 
characteristics can lie readily reduplicated. 

° I have found that various aldehyde-phenol 
materials are available, but phenol-formalde¬ 
hyde products of condensation is preferred 
by me as a major constituent of the binder, 
go that is as best attaining the desired ends, 
' viewed f rom certain aspects. 

In preparing the binder for use, the resin 
is used directly in the early stages of reac¬ 
tion, or in connection with a suitable vehicle 
66 which I prefer is of such a type as a mixture 


of alcohol and benzol, for reasons which I 
will duly proceed to explain. 

In applying a resin directly in the early 
stages ox the reaction or prepared with a ve¬ 
hicle such as the stated mixture of alcohol 
and benzol to one surface of a base of paper, 
for example, there is involved a penetration 
of the base by the vehicle carrying along with 
it partidles of the resin, to a point which ap- 
roximates the opposite surface of the sheet, 75 
ut preferably falls short of actual exudation 
of such vehicle and of resin particles to any 
excessive extent on such opposite surface. 

This penetration by the vehicle, particu¬ 
larly when coupled with the use of the char- go 
acter of resin pointed out above results in a 
moisture proofing of the material against 
the destructive absorption of moisture 
through the surface opposite to that to which 
the binder is applied, and further results in 35 
a* coating and binding action being secured 
between the fibres or threads of the base 
which substantially retards and for all prac¬ 
tical purposes entirely prevents the delete¬ 
rious disintegration of the base at least go 
throughout substantially the effective abrad¬ 
ing life of the abrasive article, in addition 
to preventing access of moisture through the 
base to the plane of contact between the base 
and the main mass of the binding material, 95 
thus preventing the formation of blisters and 
rupture of the bond between such main mass 
and the base which is deleterious even 
though the bond tenaciously cling to the abra¬ 
sive particles. 100 

The efficient action of the binder may l>e 
enhanced in the manufacture of sand-paper 
if applied to the base by the means of pres¬ 
sure. 

Various degrees of flexibility can be im- 105 
parted to the binder by the addition of va¬ 
rious modifying agents, or combinations 
thereof or by breaking the binders at inter¬ 
vals after the fabrication of the article has 
been completed in certain cases. ijo 

The substances I have discovered to be 
particularly adapted to this purpose include 
glycerol, starch, dextrine, and sugar on the 
one hand, and various proteins, castor oil 
and shellac on the other hand. H 5 

Sand-paper made in accordance with the I 
disclosure of my present invention is char¬ 
acterized by the desired degree of flexibility 
without adverse deleterious effects, great re¬ 
sistance to water and moisture generally. 120 
and to various other solvents employed in 
the arts, and a bond of great mechanical 
strength which is capable of sustaining the 
grit even in the case of the coarser grits 
where the strains are relatively high. 125 

The amount of binder to be applied to the 
base varies according to several variable 
factors. Among these are (a) the thickness 
of the base, (b) the fineness or coarseness of 
the grit or layer of abrasive particles to be 130 
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applied to the base, and (c) the contem¬ 
plated use of the abrasive article. The 
amount of the binder applied can be regu¬ 
lated conveniently by the application of the 
binder to the base by means of squeeze roll¬ 
ers spaced for applying a coating or binder 
of predetermined thickness. 

I have found in practice that the number 
of coats of the binder may also beneficially 
be varied according to (a) the thickness of 
the base, (b) the size of the grit, (c) the 
contemplated use of the abrasive article, and 
(d) whether the grit be incorporated in the 
binder before application of the binder to 
the base, or whether the grit be applied to 
the binder after such binder has been ap¬ 
plied to the base. 

I have also discovered that my improved 
binder may be suitably modified to permit 
20 its beneficial use as an auxiliary coating for 
waterproofing one or both sides of the base, 
and for applying an auxiliary coating to 
the grit carrying surface of the abrasive 
article. 

25 I have further discovered that my im¬ 
proved binder when so suitably modified for 
use as an auxiliary waterproofing coating 
may be applied to the surface of the base 
which is opposite to the grit carrying sur- 
30 face either before or after the application 
of the bonding coat thereto, or contem¬ 
poraneously therewith. 

I have further discovered that by preheat¬ 
ing the abrasive material before applying it 
35 to the bonding coat or commingling it there¬ 
with, a better bond than is otherwise to be 
had is attainable. I have found temper¬ 
atures beneficial for such purposes to range 
about 150° F. to 175° F. 

I have further discovered that the flexibil¬ 
ity of the resultant article may be somewhat 
varied by heat treatment after the applica¬ 
tion of the binder and grit. 

I have further discovered that by carrying 
45 out my improved process I am enabled to 
utilize resinous material without being un¬ 
der the necessity of employing oils in con¬ 
nection therewith, as have been heretofore 
employed in processes known to me. 

While I have had the best results by fol¬ 
lowing out the process hereinafter set forth, 
I have found it at times convenient and that 
tolerable results are attainable by the em¬ 
ployment of certain synthetic resins obtain¬ 
able on the market, when dissolved with 
suitable solvents and otherwise suitably 
modified, but the results thus had have not 
within my experience been comparable with 
those attained when the process is carried 
60 out ab initio in the making of the improved 
abrasive article without retracting any part 
. of the process. 

In carrying out my invention, in order that 
the resinous material may be a known quan- 
65 tity and of known quality I prefer to syn- 
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thetize a phenol-aldehyde derivative, which 
may be a phenol-formaldehyde or phenol- 
furfurol condensation product, suitably mod¬ 
ified and manipulated. I also contemplate 
the use of naphthol and an aldehyde and an- 70 
thracene and an aldehyde. The treatment to 
which I subject these elements results in a 
composition in certain respects possessing 
novelty. 

In producing the desired binder I have em- 75 
ployed a number of alternative methods, each 
of which appears to have certain favorable 
characteristics and advantages. 

One method which has given very good re¬ 
sults will now be described in some detail as— eo 

Method No. 1 

In this method I employ a mixture of— 

1 part commercial phenol (C fl H 5 OH). 

1 part 40% commercial formaldehyde 85 

(CH 2 0). 

^0 part zinc chloride (ZnCl 2 ). 

This mixture is placed in a flask fitted 
with a reflex condenser. It is heated with a 
low flame or by an oil bath. The heating is 90 
continued at a slow boil until the first appear¬ 
ance of a line of demarcation between the res¬ 
inous matter (bottom layer) and the water 
(top layer). To catch this point in the early 
stages it is necessary to stop boiling to take 05 
observations. It is essential that the reac¬ 
tion should be stopped in the early stages to 
secure the desired fluidity. If the chemicals 
employed are substantially pure, the resinous 
matter at this stage is white in color and of 100 
the consistency of soft pitch. When it is 
proposed to use this resinous matter as a pri¬ 
mary bonding coat for sand-paper the tem¬ 
perature is preferably maintained at about 
100° F. to 150° F. in order to keep the vis- 105 
cosity as low as practicable and as is desir¬ 
able in order that the material may flow free¬ 
ly. It will thus be seen that I produce by the 
foregoing method, a new composition of mat¬ 
ter having certain characteristics rendering 110 
it particularly useful as a waterproof stable 
bond for sandpaper and the like, these desir¬ 
able characteristics not being possessed by the 
composition prior to my treatment thereof 
nor in its final stage without my treatment, lie 
It may now be applied to the backing or base 
of the abrasive article, in the customary man¬ 
ner, a set of squeeze rolls spaced apart a pre¬ 
determined degree being employed to deter¬ 
mine the thickness of the coating of binder 120 
applied to the base. It should be borne in 
mind that the point at which the reaction is 
stopped affects the viscosity of the binder and 
hence the amount applied to the base at a 
given spacing of the rolls. It is also to be 125 
recognized that the relatively coarser grits 

require a greater thickness of bonding coat- .. 

ing than the relatively finer grits and, there¬ 
fore, that it is desirable to use a more viscous 
and consequently heavier coating for the 1-3 
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coarser grits. In the case of the finer grits I 
find it expedient at times to employ a mixture 
Q. S. of alcohol (either CH s 0H or C 2 H 6 0I1) 
and benzol (C n H 0 ) or other solvents or mix- 
, tures such as acetone ((^CHaJaCO) an amyl- 
acetate (C 8 H u OCOCH 3 ) for further reduc¬ 
ing the viscosity of the resinous material. 

If the grit has not been incorporated in the 
resinous matqrial prior to the application 
10 thereof to the bases (as can be done especially 
in the case of the relatively finer grits) the 
grit is then applied to the base which has been 
coated with the resinous binder. In order to 
enhance the adhesion between the binder and 
15 the grit, the grit is preferably preheated to 
between 150° F. and 175° F. as hereinabove 
suggested. 

• In case tho back of the base has not been 
theretofore waterproofed, or if the relative 
thickness of the paper renders it desirable to 
compensate for any starving of the bond be¬ 
tween the binder and the base which might 
occur through the penetration of the binder 
into the base beyond a desired extent, or if 
the relatively larger size of the grit render 
such a step desirable in order to compensate 
for any deficiency in tho bonding coat, an 
auxiliary coat or coats may now be applied, 
either to the back of the sheet opposite to tho 
co grit bearing surface or to such grit bearing 
surface^ or to both. 

The abrasive article thus produced is next 
cured by the application of heat which may 
conveniently be about 140° F. to 180° F. for 
35 a period of time, the duration of which de¬ 
pends on the degree/) f heat employed and the 
end point desired. I have used air heated to 
165° F. for fifteen hours effectively. A cer¬ 
tain degree of curing is necessary in order 
40 that the sheet of abrasive material may be in¬ 
soluble to water. The final reaction may be 
further carried out by raising the tempera¬ 
ture with consequent hardening of the article 
and increasing jts resistance to solvents such 
45 as gasoline, alcohol, acetone^ ethyl ether, etc. 
A certain degree of flexibility is desirable. 
In the case of the relatively coarser grits, the 
degree of flexibility desired may be relatively 
little if any. In the case of the relatively 
66 finer grits a relatively high degree of flexi¬ 
bility may be desirable. 

I have discovered in practice that the de- 

f ree of flexibility may be varied somewhat 
y the heat treatment, that is the length and 
66 temperature thereof. 

I nave also found that especially in the case 
of the finer grits in order to gain in flexibil¬ 
ity it may be desirable to add one or more 
of the modifying elements such as glycerol, 
co etc., hereinabove mentioned, to the mixture 
first herein referred to under the caption 
“Method No. 1 ”. The amount to be added is 
a matter depending upon certain variable 
factors, viz, the thickness of the bonding coat 
P 6 and the size of the grit, but the amount ranges 


80 


too according to the particular modifying 
agent used. In the case of glycerol, for ex¬ 
ample, I have found that 20 parts by weight 
gives good results. 

For the ZnCl 2 above referred to in connec- 70 
tion with “Method No. 1 ”, other catalytic 
agents may be substituted. Aluminum chlo¬ 
ride (AlCi 3 ) and tartaric acid (C 4 H 6 O 0 ) are 
examples of these. 

As an alternative to Method No. 1 (supra) 75 
I have also had good results with what I shall 
refer to as— 

Method No. 2 

In this method I employ a mixture of— 

1 part phenol, (commercial). 

1 part formaldehyde (commercial 40%). 

1/20 part ammonia (NH 3 7%, II 2 0 93%). 

In this method I proceed as above outlined. 

In both Method No. 1 and Method No. 2 85 
the reaction is retarded in its early stages so 
that the resulting resin may be properly ma¬ 
nipulated in the coating process. This is ef¬ 
fected by discontinuing the heat, and, if 
necessary, washing the resinous material with 00 
water and partly neutralizing the catalyst 
employed, by suitable reagents which are 
well-known. 

Where the washing is deemed to have re¬ 
moved a considerable portion of the formalde- 0i -, 
hyde, a small quantity of paraformaldehyde 
((CII 2 0) 3 ) may be added to the resinous 
mass before it is utilized. This addition of 
paraformaldehyde will evolve sufficient form¬ 
aldehyde gas ’sVhen subjected to final heat- 10y 
ing to carry the resinous mass to the end point 
desired. 

Another alternative to Method No. 1 and 
Method No. 2 with which I have had com¬ 
parable but less satisfactory results I shall 105 
refer to as 

. Method No. 3 

In this method I employ a mixture of— 

1 part of commercial synthetic resin, and 
of a well known and readily obtainable type 1 
known to the trade as bakelite resin “A’’ 

1 to 3 parts dissolved in a solvent such as 
a combination of alcohol and benzol for the 
primary bonding coat, and 

1 part of said commercial resin “A” and 

2 to 4 parts of the solvent such as a mixture 
of alcohol and benzol for the auxiliary coats. 

The alcohol and benzol mixture may be 
varied according to the conditions met in , 0( ^ 
practice, but ordinarily I find that a mixture 1 M 
of equal parts of alcohol and benzol give 
quite satisfactory service. 

I have discovered that in curing the product 
the best results are attained by controlling 121 s 
temperature between 140° F. and 180° F. 

Having thus described my invention and 
illustrated its use what I claim as new and 
desire to secure by Letters Patent is: 

_ 1. The new article of manufacture, flexible mo 
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sandpaper, which includes a backing, a grit 
or layer of abrasive particles, and a bond for 
uniting the grit to the backing including a 
synthetic resinous condensation product 
0 which is solidified to a flexible and water¬ 
proof state. 

2. The new article of manufacture in the 
nature of sandpaper, which includes a back¬ 
ing, a grit or layer of abrasive particles, 

IQ and a bond interposed between the grit and 
said backing for uniting a grit thereto and 
including an oil modified synthetic resinous 
condensation product which is solidified to 
combine with said backing to form a flexible 
]g and waterproof article. 

3. The new article of manufacture, flexible 
sandpaper, which includes a backing, a grit 
or layer of abrasive particles, and a bond 
for uniting the grit to the backing including 

20 a synthetic resinous condensation product 
which is solidified to a flexible and water¬ 
proof state by the application of heat thereto. 

4. The new article of manufacture in the 
nature of sandpaper, which includes a back- 

25 i n g, a grit or layer of abrasive particles, and 
a waterproof, stable adhesive bond for 
uniting the grit to the backing, said bond 
including a resinous condensation product 
of a phenol and aldehyde and a solvent there- 
30 for which serves as a vehicle therefor to pene¬ 
trate the sheet and to solidify to a flexible 
and tenacious state rendering the article sub¬ 
stantially insoluble in the presence of mois¬ 
ture and friction. 

35 5. The new article of manufacture in the 

nature of sandpaper which includes a grit or 
layer of abrasive particles and a waterproof 
stable adhesive bond therefor including a 
resin which is flexible and insoluble in the 
40 presence of water and friction when solidi¬ 
fied, the grit being in a heated state when 
joined with the adhesive bond to cause the 
latter to flow more intimately into contact 
with the particles of grit. 

45 6. The process of forming a flexible water¬ 

proof abrasive article which comprises con¬ 
densing an aldehyde and a phenol in the 
presence of a catalyst at low temperatures to 
produce an adhesive product, applying such 
CO products together with an abrasive grit to 
a suitable backing, and heating said product 
I whereby to form an abrasive device which is 
flexible when solidified and insoluble in the 
presence of moisture and friction. 

J5 7. The process of forming a waterproof 
flexible abrasive article, which comprises ap¬ 
plying to a suitable backing an adhesive coat¬ 
ing including the initial reaction product of 
a phenol ana an aldehyde in the presence of 
oo a catalyst, embedding an abrasive grit, or 
layer in said adhesive coating, and setting 
such adhesive whereby to form an abrasive 
device which is flexible when solidified and 
insoluble in the presence of moisture and 
05 friction. 


8. The process of forming a waterproof 
flexible abrasive article, which comprises ap¬ 
plying to a suitable backing an adhesive coat¬ 
ing including the initial reaction product of 

a phenol and an aldehyde in the presence 70 
of a catalyst at temperatures between ap¬ 
proximately 100° F. to 150° F. embedding 
an abrasive grit or layer in said adhesive 
coating, and setting such adhesive whereby 
to form an abrasive device which is flexible 75 
when solidified and insoluble in the presence 
of moisture and friction. 

9. The process of forming a waterproof 
flexible abrasive article, which comprises 
forming an adhesive material including the 80 
initial reaction product of a phenol and an 
aldehyde in the presence of a catalyst, adding 

a solvent for such a product, applying the 
adhesive material to a backing to penetrate 
the same, separating the solvent therefrom, §5 
and embedding an abrasive grit or layer in 
said adhesive, and setting said adhesive 
whereby to form an abrasive device which is 
flexible when solidified and insoluble in the 
presence of moisture and friction. 90 

10. The process of forming a waterproof 
flexible abrasive article, which comprises ap¬ 
plying to a suitable backing an adhesive 
coating including the initial reaction prod¬ 
uct of a phenol and an aldehyde in the pres- os 
ence of a catalyst, heating an abrasive grit 
and applying the same while hot to said coat¬ 
ing to cause an intimate association of said 
coating and said grit, and setting such ad¬ 
hesive whereby to produce an abrasive device loo 
which is flexible when solidified and insoluble 

in the presence of moisture and friction. 

In testimony whereof I have hereunto 
signed my name. 

RICHARD PAUL CARLTON. iu5 
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UNITED STATES PATENT OFFICE. 

JOHN C. GRAFT, OF EAST ORANGE, NEW JERSEY. 
ABRASIVE-COATED MATERIAL. 


1,217,593. 


Specification of Letters Patent. Patented Pel). 27, 1917. 
Application filed March 27,1912. Serial No. 686,514. 


To all luhom it may concern: 

Be it known that I, John C. Graft, citi¬ 
zen of the United States, and a resident of 
East Orange, in the county of Essex and 
5 State of New Jersey, have invented certain 
new and useful Improvements in Abrasive- 
Coated Material, of which the following is 
a specification. 

The invention relates to the manufacture 
10 of abrasive coated material and to a novel 
form of such material. 

It has for its object to render the body of 
the material water-proof and to more se¬ 
curely hold the pulverulent attrition sub- 
15 stance thereon. A further object of the in¬ 
vention is to give the abrasive coated mate¬ 
rial the necessary body and to render the 
same sufficiently resilient. 

The nature of the invention will best be 
20 understood when described in connection 
with the accompanying drawings, in which-— 

Figure 1 is an enlarged sectional view of 
the backing material coated on one side with 
the water-proofing compound. 

25 . Fig. 2 is a similar view illustrating a 

modification in which both sides of the back¬ 
ing material are thus coated. 

Fig. 3 illustrates the second coating and 
the attrition substance applied. 

30 Fig. 4 illustrates the final coating ap¬ 
plied. 

Fig. 5 is a face view of a dental attrition 
disk embodying my invention. 

Similar characters of reference designate 
35 corresponding parts throughout the several 
views. 

Referring to the drawings, 10 designates a 
suitable backing material of metal, wood, 
paper, cloth or any desired fabric and which, 
40 in accordance with my improved proce&s, is 
rendered water-proof by coating one or both 
sides with, or dipping the backing material 
in a solution of a cellulose ester, such as cel¬ 
lulose nitrate (collodion). It is extremely 
desirable, particularly in the case of dental 
attrition disks as shown in Fig. 5 , to employ 
material such as paper because of its pliabil¬ 
ity; but it has heretofore been extremely 
difficult to render the same water - proof. 
By applying the aforesaid coating, the ma¬ 
terial is rendered perfectly water-proof, re¬ 
mains sufficiently flexible for the purpose in 
view and at the same time provides a base 
into which the attrition substance may be 
5 forced. To this end, after the first coating 
11 is dry, a second coating 12 of the cellu¬ 


lose ester is applied and the pulverulent at¬ 
trition substance 13 such as emery, sand, 
quartz, corundum, carborundum, and the 
like, sprinkled on or otherwise applied while 60 
the said coating is still in moist and adhesive 
condition. The material may be brought 
through suitable rollers, preferably heated, 
to securely fix the pulverulent substance. 
After this, the final coating 14 is applied as 65 
a thin layer forming a finish and serving, 
moreover, to further retain any of the attri¬ 
tion substance which may not have been se¬ 
curely fixed to the backing material. In this 
connection, it is to be noted that the mate- 70 
rial employed as adhesive is the same as that 
employed for water-proofing the backing 
material and for giving body to the same, 
whereby a thorough incorporation of the at¬ 
trition substance is effected. Different thick- 75 
nesses of the various coatings may be em¬ 
ployed to vary the thickness of the finished 
material, which may be cut into any desired 
shape, for example, in the form of a dental 
attrition disk as shown in Fig. 5. Its wa- 80 
ter-proof features are particularly valuable 
in this connection, as the attrition substance 
is not so readily loosened from its backing 
material when exposed to the moisture or 
the mouth. Dental attrition disks of the 86 
usual type are very quickly rendered useless 
due to this loosening of the attrition sub¬ 
stance as well as to the destruction of their 
property of resiliency when becoming moist. 

The article herein set forth may be made ex- 90 
tremely thin and yet have sufficient body, 
and its resiliency will be preserved; and 
furthermore, in view of the particular coat¬ 
ing material employed, presents an agree¬ 
able, finished appearance. 96 

I claim:— 

1. A flexible dental attrition device com¬ 
prising two moisture-proof layers intimately 
united to form a substantially homogeneous 
piece, the base layer being continuous and 100 
unbroken to impart strength to the device, 
and grit embedded solely in the second layer. 

2 . A dental attrition device comprising a 
moisture-proof flexible body layer having a 
grit - carrying coating of moisture-proof 105 
flexible material intimately combined there¬ 
with to form a substantially homogeneous 
piece, the grit being embedded solely in said 
coating, whereby the original strength of the 
body laj'er is not affected by the grit and 110 
the device is capable of continued use wet or 
dry until the grit is worn away. 


1 
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3. A flexible dental attrition device com¬ 
prising a moisture-proof base layer haying 
one of its surfaces provided with grit united 
thereto by a cement which is a partial solvent 
5 of the surface of the material of the base 
layer. 

Signed at New r ark, in the county of Essex 



and State of New Jersey, this 25th day of 
March, A. D. 1912. 

JOHN G. .GRAFT. 

• *». 

Witnesses: 

Robert B. Stoutenburgii, 

Lydon E. Stoutenburgh. 
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116 [Stamp:] Mailed Feb. 1, 1932. ; 

EFD :ERD. | 

Paper No. 22 

Department of Commerce, United States Patent Office, 

Washington, D. C. j 

February 1, 1932. 

Before the Board of Appeals. 

In re Application of William Luxmore. Serial! No. 50,477. 

Filed Aug. 15, 1925. For Water-Proof and Oil-Proof 

Flexible Abrader. 

Examiner’s Statement. 

Applicant appeals from the action of the; Examiner, 
finally rejecting claims 25 to 30, inclusive, which are all in 
Paper No. 19. 

The references are patents to: 

Graft, 1,217,593, Feb. 27, 1917; 

Carlton, 1,775,631, Sept. 16, 1930. I 

j 

The invention is a method of making an abrasive article 
and the nature of the method will be apparent from the 
claims. 

Patent to Carlton was granted on an application with 
which applicant was in interference. ; 

The claims are considered to define nothing patentable 
over patent to Graft in view of patent to Carlton. 

Graft discloses the practice of impregnating the flexible 
backing in the first operation with a waterproofing ad¬ 
hesive material and then applying as a second step a second 
coating of the same adhesive material as a binder for the 
grit. The expedient of applying the second costing before 
the first coating is entirely dry is not considered to be a 
patentable variation of Graft’s method. It would seem to 
be ovious that an adhesive would more readily ad- 
116% here to a soft tacky surface of the first coating than 
it would to a hard smooth surface formed by thor¬ 
oughly drying the first coating. Patent to Carlton discloses 
the use of a synthetic resin as an adhesive for attaching 

7—6584a 
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abrasive grains to a backing and no invention is seen in sub¬ 
stituting Carlton’s resinous adhesive for Graft’s water¬ 
proofing and grit attaching adhesive. Carlton further dis¬ 
closes the practice of setting or curing the resinous ad¬ 
hesive by baking. 

Patent to Lowry, 1,134,086, was also cited against the 
claims but this patent has been discarded as a reference. 
Respectfullv, 

E. F. DOWELL, 

Examiner, Div. 58. 

117 [Stamp:] U. S. Patent Office, Board of Appeals. 

Mailed Jul. 1, 1932. 

Decision. 

Appeal No. 4640. 

In the United States Patent Office. 

Before the Board of Appeals. 

Ex parte William Luxmore. 

Application for Patent Filed August 15, 1925. Serial No. 
50,477. Water-proof and Oil-Proof Flexible Abrader. 

Mr. Paul Carpenter for applicant. 

This is an appeal from the final rejection of claims 25 to 
30, inclusive. 

Claim 25 may be taken as an example: 

25. The method of making an abrasive article which in¬ 
cludes as steps thereof employing a backing, applying a 
synthetic resinous presizing coating to said backing and 
permitting the same to partially set, then applying a binder 
and a coating of similar material and grit to said backing 
to form the completed abrasive article. 

The references relied upon are: 

Graft, 1,217,593, Feb. 27, 1917; 

Carlton, 1,775,631, Sept. 16, 1930. 

The alleged invention relates to a process for mak- 

118 ing a flexible abrasive article, as waterproof sand¬ 
paper. It consists in applying to a suitable backing 
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a coating of a synthetic resin, permitting it to partially 
set, then applying a binder coat of similar material and a 
layer of grit. 

The record shows that appellant was involved in Inter¬ 
ference No. 58,727 with the application of Carlton. The 
latter prevailed and the Carlton patent, supra , issued with 
claims 1, 2, 3, 6 and 7 corresponding to the five counts of 
the interference. i 

Carlton uses the synthetic resinous presizing material 
called for in the claims and may apply one or more coats to 
the “backing”, (page 4, line 28). He does not: state that 
the auxiliary coat is applied before the first coat is dry. 
Graft applies a second coat of the cement after the first 
coat is dry (page 1, line 56). While these refereaces do not 
disclose the application of the second coat after the first 
coat has only “partially set”, the Examiner took the posi¬ 
tion that this was an obvious and not a patentable variation. 
We agree with this holding of the Examiner notwithstand¬ 
ing the advantages alleged by appellant to result from 
applying the second coat before the first is dry. i 

The decision of the Examiner is affirmed. ' 

M. J. MOORE, | 

Assistant Commissioner, 

W. S. RUCKMAN, I 

Examiner-in-Ohief, 

F. P. EDINBURG, j 

Examiner-in-Chief, 

Board of Appeals. 

July 1, 1932. 

i 

j 

Endorsed on cover: District of Columbia Supreme 
Court. No. 6584. Minnesota Mining and Manufacturing 
Company, appellant, vs. Conway P. Coe, as Commissioner 
of Patents. United States Court of Appeals for the Dis¬ 
trict of Columbia. Filed Oct. 25, 1935. Henry W. Hodges, 
Clerk. 
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Httt&ii States (Court of Appeals, 

For the District of Columbia. 

i 

October Term, 1935. 


No. 6584.1 


BRIEF FOR PLAINTIFF-APPELLANT. 

i 

May it please the court. 

I 

This is an appeal from the decision of the Su¬ 
preme Court of the District of Columbia, dismiss¬ 
ing appellant’s Bill of Complaint. ! 

The suit against the Defendant, the Commis¬ 
sioner of Patents, was brought in the Supreme 
Court of the District of Columbia under Section 
4915 of the Revised Statutes of the United States 
as amended by the Act of Congress, Approved 
March 2, 1927, which was brought upon the refusal 
of the Commissioner of Patents to grant to appel¬ 
lant’s assignor a patent for a method of making an 
abrasive article described as a Waterproof and Oil- 
proof Flexible Abrader. The lower court, by its de¬ 
cision, entered a memorandum agreeing with the 


Minnesota Mining and Manufac¬ 
turing Company, 

Appellant, 


Conway P. Coe, as Commissioner 
of Patents. 
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conclusions reached by the tribunals of the Patent 
Office (Record page 8). 

Appellant availed himself of the remedy extended 
to him under Section 4915 R. S., in order to receive 
a patent for his invention, as specified in his claims, 
as follows: 


Claim 25. 

The method of making an abrasive article 
which includes as steps thereof, employing a 
backing, applying a synthetic resinous pre- 
sizing coating to said backing and permitting 
the same to partially set, then applying a 
binder and a coating of similar material and 
grit to said backing to form the complete abra¬ 
sive article. 

Claim 26. 

The method of making an abrasive article 
which includes as steps thereof employing a 
backing, applying a synthetic resinous presiz¬ 
ing coating to said backing and permitting the 
same to partially set, then applying a binder 
and a coating of similar material and grit to 
said backing and heating the same to form the 
completed abrasive article. 

Claim 27. 

The method of making an abrasive article 
which includes as steps thereof employing a 
backing, applying a synthetic resinous press¬ 
ing coating to said backing and permitting the 
same to partially set at room temperature, 
then applying a binder and a coating of similar 
material and grit to said backing to form the 
completed abrasive article. 

Claim 28. 

The method of making an abrasive article 
which includes as steps thereof employing a 
backing, applying a synthetic resinous press¬ 
ing coating to said backing and permitting the 
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same to partially set at room temperature, 
then applying a binder and a coating of similar 
material and grit to said backing and apply¬ 
ing heat thereof (thereto) at approximately 
150° F. to form the completed abrasive article. 

Claim 29. ; 

The method of making an abrasive article 
which includes as steps thereof, employing a 
backing, applying a synthetic resinous conden¬ 
sation product in a volatile thinner to pene¬ 
trate the backing and saturate the fibres^ air 
drying the sheet so treated to partially set the 
resinous impregnating coating, applying a 
binder coat of a synthetic resinous composition 
paitially setting the binder coat so applied, 
anchoring a grit or layer of abrasive particles 
in the binder coat and then finally baking the 
article so made. i 

Claim 30. j 

The method of making an abrasive article 
which includes as steps thereof, employing a 
backing, impregnating the backing with a syn¬ 
thetic resinous composition in a volatile thin¬ 
ner, partially drying and setting the coating 
so applied to the backing, then applying a bin¬ 
der coat of a synthetic resinous material, ap¬ 
plying a grit or layer of abrasive particles to 
the binder coat so applied before the binder 
coat has set to any appreciable extent and 
then baking the article so coated at approxi¬ 
mately 150° F. to completely form the abrasive 
article. 

(Record pages 3 and 4). 


PC* 




While in the Patent Office appellant’s applica¬ 
tion was involved in an interference with th§ par¬ 
ties R. P. Carlton and Carl Klingspor and the inter¬ 
ference declared on August 6, 1929. 

Carlton’s application was filed March 13, 1926, 
and matured into Patent JSo. 1,775,631, a copy of 
which will be found in the Record, page 98. 
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Klingspor filed in this country August 31, 1927 
and had Patent Xo. 1,833,715 issued to him on Xov. 
24, 1931, a copy of which will be found in the 
record, page 96. 

Appellant filed in this country August 15, 1925. 

Judgment was rendered against Klingspor, the 
junior party, and thereafter a concession of prior¬ 
ity was filed by Luxmore in favor of Carlton as to 
the counts of the interference as appearing in the 
Record, page 64. 

After the termination of the interference, claims 
25 to 30 (Record page 71) were presented as to 
subject matter disclosed in the Luxmore applica¬ 
tion and not disclosed in the applications of Carl¬ 
ton or Klingspor, the other interfering parties. 

The claims so presented were finally rejected 
after the Carlton application matured into a patent 
on the ground that the process of the claims in¬ 
volved no patentable invention in view of the in¬ 
terference issue and the patents to Graft (record 
page 104) and Lowry. The Examiner, in his 
statement to the Board of Appeals, discarded the 
Lowry patent as a reference (Record page 79). 

The Board of Appeals affirmed the final rejection 
(Record pages 10S and 109), holding: 

“Carlton uses the synthetic resinous presiz¬ 
ing material called for in the claims and may 
apply one or more coats to the ‘backing’, (page 
4, line 28). He does not state that the auxil¬ 
iary coat is applied before the first coat is dry. 
Graft applies a second coat of the cement after 
the first coat is dry (page 1, line 56). While 
these references do not disclose the application 
of the second coat after the first coat has only 
‘partially set’, the Examiner took the position 
that this was an obvious and not a patentable 
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variation. We agree with this holding of the 
Examiner notwithstanding the advantages al¬ 
leged by appellant to result from applying; the 
second coat before the first is dry”. 

Thereupon appellant availed himself of ithe 
remedy extended to him under Section 4915 R. S. 
bv an action against the Commissioner of Patents 
in the Supreme Court of the District of Columbia, 
and the cause having been heard in open court and 
argued, upon pleadings and proofs adduced to the 
Court, the Court rendered the decision agreeing 
“with the conclusions reached by the Tribunals of 
the Patent Office” (Record page 8). i 

During the trial of this case before the Court 
hearing actions as provided by Section 4915 R> S., 
appellant presented expert testimony not before the 
Patent Office Tribunals, from which “patentable 
variation” could be determined and that that sub¬ 
ject matter claimed by appellant and admittedly not 
disclosed in the prior art (Board’s decision, Record 
pages 108 and 109) so that the Court might; be 
able to determine the unobviousness of appellant’s 
invention and for the determination of the parent- 
able merit in the claims presented to the Court.; 

We respectfully submit that in the present ap¬ 
peal, this Honorable Court will see that the re- 

A • 

jection of the appealed claims before the Parent 
Office Tribunals and the dismissal of the Bill of 
Complaint before the Supreme Court of the District 
of Columbia was clearly erroneous and the ends of 
justice clearly require a reversal; that no favor¬ 
able presumption should be formed due to the: dif¬ 
ferent rejections by the various Tribunals of the 
Patent Office which rejected the claims; on the con¬ 
trary, we assert with entire confidence that the ap¬ 
pealed claims possess all the attributes of patent- 
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able invention and we think that from the record 
of appellants case in the Patent Office and the 
testimony adduced before the Supreme Court of 
the District of Columbia, the Court's conclusion 
agreeing with the Tribunals of the Patent Office is 
wrong and should be reversed. 


Assignments of Error. 

The errors assigned to the decision of the Court 
in the Supreme Court of the District of Columbia 
are as follows: 

1. In holding the claims involved in the 

i suit unpatentable over the patents to Graft 

No. 1,217,593 and Carlton No. 1,775,631; 

2. in adopting the decision and conclusions 
reached by the Board of Appeals; 

3. in agreeing wnth the conclusions reached 
by the Tribunals of the Patent Office; 

4. in holding Plaintiff as not entitled to a 
decree for the claims involved in this suit; 

i 

5. in dismissing the bill of complaint. 

The Invention. 

It will thus appear that the invention claimed 
is directed to the production of an abrasive article 
which employs, in general, a backing material, such 
as paper, a binder (adhesive) to unite thereto 
abrasive particles to form a material which may be 
simply termed “sandpaper”. 

As the claims are directed to method steps, an 
enumeration of the steps involved in each of the 
claims may serve to clarify the issue. 
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The steps in each of the claims are as follows: 

Claim 25 ! 

(a) applying a synthetic resinous presizing 

coating to said backing; j 

(b) permitting the same to partially set 

(c) applying a binder (of similar material, 
i.e., synthetic resinous material) and; 

| 

(d) a coating of similar material (i.e., syn¬ 
thetic resinous material) ; 

(e) and grit to form the complete abrasive 

article. j 

i 

Claim 26 | 

(a) applying a synthetic resinous presizing 

coat to said backing; ; 

(b) permitting the same to partially set ; 

(c) applying a binder (of similar material, 
i.e., synthetic resinous material) and; 

(d) a coating of similar material (i.e., syn¬ 
thetic resinous material) ; ! 

i 

(e) a grit to said backing; 

(f) heating to form the complete abrasive 
article. 

! 

i 

Claim 27 

i 

(a) applying a synthetic resinous presizing 
coating to said backing; 

(b) permitting the same to partially set at 
room temperature ; 

(c) applying a binder (of similar material, 
i.e., synthetic resinous material) and; 

(d) a coating of similar material (i.e.,: syn¬ 
thetic resinous material); i 

(e) and grit to form the complete abrasive 

article. I 
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Claim 28 

(a) applying a synthetic resinous presizing 
coating to said backing; 

(b) pmmtting the same to partially set at 
room temperature; 

(c) applying a binder (of similar material, 
i.e., synthetic resinous material) and; 

(d) coating of similar material (i.e., syn¬ 
thetic resinous material) ; 

(e) a grit on said backing; 

(f) applying heat at 150° F. to form the 
complete abrasive article. 


Claim 29 

(a) applying a synthetic resinous material 
in a volatile solvent to penetrate the backing 
and saturate the fibres; 

(b) air drying the sheet to partially set the 
resinous impregnating coating; 

(c) applying a binder coat of a synthetic 
resinous composition; 

(d) partially setting the binder coat; 

(e) anchoring abrasive particles in the bind¬ 
er coat; and 

(f) finally baking the article. 

Claim 30 

(a) impregnating the backing with a syn¬ 
thetic resinous composition in a volatile thin¬ 
ner; 

(b) partially drying and setting the coat¬ 
ing; 

(c) applying a binder coat of synthetic res¬ 
inous material; 
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(d) applying a layer of abrasive particles 
before the binder coat has set to any appreci¬ 
able extent; 

(e) and baking the article at 150° F. j 

It is to be noted that in claims 25, 26, 27 and 
2S, “a binder and a coating of similar material”: has 
reference to one or more binder coats, as referred to 
in the Record, page 31. 

From an analysis of the claims for which Appel¬ 
lant has instituted suit to receive a patent for his 
invention and from the testimony adduced at; the 
trial of the case before the Supreme Court of: the 
District of Columbia, the features of the invention 
may be emphasized. 

The invention is concerned with the provision of 
a flexible product which is impervious to and un¬ 
affected by water or oil (Record page 29). The 
“abrader” is quite flexible and capable of retaining 
its granular abrading material under flexure. The 
abrader employs, as its water and oil proofing 
agent, a material which is an extremely effective 
holder or binder for the abradant employed. The 
oil and waterproofing agent is a flexible varnish 
known under the trade mark “Flexible Bakelite 
Varnish”, which is a phenolic condensation prod¬ 
uct. 

The initial step in the process is the application 
of the flexible Bakelite varnish to a sheet or strip 
of suitable material, for example, paper (Record 
page 29). This first step has been referred tp in 
the record (Record page 30) as an impregnation 
operation and is accomplished by immersing; the 
sheet or applying the flexible Bakelite varnish with 
a brush while the Bakelite is quite thin and free- 
flowing, being thinned, if necessary, by the addition 
of benzol and/or alcohol, so that it will readily pen- 
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etrate the sheet thoroughly, to saturate its fibres 
and to fill up the interstices (Record page 30). This 
initial procedure is designated in claims 25 to 28 
as “applying a presizing coating to the backing 7 ; 
in claim 29 as “applying the synthetic resinous ma¬ 
terial to penetrate the backing and saturate the 
fibres 77 : in claim 30, as “impregnating the backing 
with a synthetic resinous composition in a volatile 
solvent 77 . 

The next step involved is to permit partial set¬ 
ting of this material so applied and is the step (b) 
in each of the claims. The step (b) is an interme¬ 
diate step and is specifically qualified and comprises 
the essential novelty in conjunction with the suc¬ 
ceeding steps in that the sheet, with its already ap¬ 
plied pre-sizing coating, is only permitted to par¬ 
tially set before addition to this presizing of the 
succeeding binder coat or the materal which actu¬ 
ally anchors the abrasive particles to the backing. 

To permit a clearer understanding of Appellant 7 s 
invention the experts observation may be noted as 
to the nature of the synthetic resinous material 
which is used in the presizing coating and in the 
binder coat or coats. The expert made the obser¬ 
vation that this synthetic material is one of three 
general distinguishable types of coating materials, 
as follows: 

1. Represented by linseed oil or linseed oil 
varnishes which dry to a film by the absorption 
of oxygen from the air. The liquid picks up 
oxygen from the air and dries to a firm, final 
film (Record page 14). 

2. Represented by the nitro-cellulose lacquer. 
Such films dry solely by the evaporation of sol¬ 
vents. The solution is spread out on the sur¬ 
face and the solvent evaporates into the air and 
leaves this residuum as a film. Collodion is 
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typical of this tvpe of lacquer (Record page 
14). I 

3. Represented by the synthetic resins, 
(which Appellant uses), for example, Bakelite. 
These materials have the property of becom¬ 
ing infusible and insoluble upon the applica¬ 
tion of heat alone, that is, they have a resting 
stage and can be subsequently heated. They 
contain, in themselves, all the necessary work¬ 
ing ingredients to be transformed to a finally 
insoluble material. 

j 

Reference has been made to the three di$tin- 
guishable types of coating materials in order that 
a comparison may be made of the dissimilar prop¬ 
erties of materials used in the prior art and that 
material which is a specific and important part of 
the method employed, defined in the claims before 
this tribunal. j 

Both the procedural steps of the method and the 
ingredients employed, as to their physical and 
chemical characteristics, are urged as important 
considerations. 

With this introduction, reference may now be 
made to the record adduced at the trial of the; case 
before the Supreme Court of the District of Colum¬ 
bia so that this Tribunal may weigh the assumed 
expert view of the Patent Office and the actual 
expert views, as to the invention involved. 


The Combined References Urged by the 
Patent Office Tribunals. 

i 

i 

The testimony adduced at the trial of the case 

* i 

shows that the art relied upon by the Commission¬ 
er of Patents is the same as that relied upon in 
the record of the case in the Patent Office (Plain- 
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tiff’s Exhibit ]Sfo. 1), such art being the patents to 
Carlton, 1,775,631 and Graft, 1,217,594. 

The Patent to Carlton Xo. 1,775,631. 

Briefly stated, as in any way relating to the is¬ 
sue involved in this suit, the Carlton patent shows 
that an abrasive article in the nature of sand¬ 
paper may be made by applying to a flexible back¬ 
ing material, a binder coat of a phenol formalde¬ 
hyde condensation resin in which the abrasive 
particles are embedded. So far as building up a 
plural coated article is concerned, Carlton says, 
in the matter beginning line 17, page 4 of the pat¬ 
ent (Record page 9S) — 

“In case the back of the base has not been 
theretofore waterproofed, or if the relative 
thickness of the paper renders it desirable to 
compensate for any starving of the bond be¬ 
tween the binder and the base which might 
occur through the penetration of the binder 
into the base beyond a desired extent, or if 
the relatively larger size of the grit render 
such a step desirable in order to compensate 
for anv deficiencv in the bonding coat, an aux- 
iliary coat or coats may now be applied, either 
to the back of the sheet opposite to the grit¬ 
bearing surface or to such grit-bearing sur¬ 
face, or to both.” (R. page 101). 

Therefore, Carlton had the problem of overcom¬ 
ing the starving of the binder after the binder coat 
and the abrasive particles were already imposed 
upon the backing and— 

“he attempted to solve that difficulty, as he 
said, by applying what we might call a sand¬ 
sized coat.” (R. page 18). 
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i 

The second coat of Carlton was applied after the 
binder coat and the abrasive particles were already 
fixed in position. 

The witness was asked— 

“Have you any reason to assume that in; ap¬ 
plying a plurality of coats he contemplates let¬ 
ting them dry completely or putting them on 
fresh one after another, or letting them | dry 
partly?” (II. page 23). 

i 

The witness answered— 

“He does not say anything about that at all.” 
(R. page 27). 

The following is what the Board of Appeals, in 
the record of the Patent Office, Exhibit 1, found, 
and was referred to by the Solicitor for the Com¬ 
missioner of Patents. The quoted portion from the 
decision by the Board of Appeals which relates to 
Carlton, is as follows: 

“He does not state that the auxiliary coat is 
applied before the first coat is dry’.” (Record 
page 109). 

Carlton is therefore silent as to the specific 
teachings of the process claimed by Plaintiff in the 
Luxmore application, and the purpose of the plural 
coats after the binder coat and abrasive particles 
are in position, as considered by Carlton, is to over¬ 
come a deficiency by reason of the direct union of 
the binder coat for the abrasive particles to the 
backing material. 

j 

The Patent to Graft Xo. 1,217,593 j 
(Record page 104) ! 

i 

i 

Graft produces an abrasive coated material with 
a paper backing material, to which he applies a 
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solution of collodion. After tlie first coating is dry, 
a second coating of cellulose ester, suck as cellu¬ 
lose nitrate (collodion) is applied, and the emery, 
sand, quartz, corundum, is then sprinkled thereon, 
and the whole sheeting dried. (R. page 16). 

The plaintiff introduced into evidence the pat¬ 
ent to Klingspor, Xo. 1,833,715 (Plaintiff's Exhib¬ 
it 2, R. page 96). This patent shows the produc¬ 
tion of an abrasive article in which the paper base 
is impregnated with linseed oil and dried and the 
binder coat for the abrasive is then imposed 
thereon. 

The record therefore shows three types of coating 
materials (R. page 14), one type being the liquid 
oil or varnish which dries to a film by the absorp¬ 
tion of oxygen from the air, exemplified in Ivlings- 
por; the second type is the nitro cellulose lacquer 
in which the films dry solely by evaporation of the 
solvent, and the third type, the synthetic resin 
type which contains in itself all the necessary 
working ingredients to be transformed to a final 
insoluble material (the material used by the con¬ 
temporaneous inventors Carlton and Luxmore— 
R. page 14). 


Luxmore, the Inventor, Has Derived no 
Deneiit From the Teachings of Carl¬ 
ton or Graft. 

Reverting to the decision by the Board of Ap¬ 
peals (R. page 109) second full paragraph) it is 
clear that the Patent Office does not consider that 
the art anticipates the specific procedure set forth 
in the Luxmore claims. 

This is in accordance with the findings bv Dr. 
Barsky, the expert in this case (R. page 18). 
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Tlie record further shows that no attempt to vary 
from the specific teachings of Graft, with his evap¬ 
orating type of paper and sizing material, and with 
the oxidizing type of sizing material shown by 

i 

Klingspor, would be made as such procedure would 
be destructive of obtaining a desirable end product. 

The expert has stated that if Graft's evaporating- 
type of sizing coat were used, and the first coat 
were in a partially dry or set condition before the 
binder coat was put on, you would get a final sheet 

i 

which was wrinkled and blistered (Record page 
17). 

So also, there is no suggestion in the oxidizing 
type of sizing material exemplified in Klingspor in 
which linseed oil was used. The expert points out 
that if the binder for the abrasive were placed on 
top of the oil film in a partially dry or partially set 
condition, the film on top would be soft and would 
tear away (Record page 16). 

The record further shows that Plaintiff derived 

i 

no contribution from the teaching of the old art of 
putting on plural coats in painting automobiles 
with the oxidizing type or evaporating type of 
paints, for in putting on a number of coats to auto¬ 
mobile bodies or to furniture, each coat had to be 
thoroughly dried before the next coat was applied; 
otherwise you would get an “orange peel” effect or 
blistering, distortion and unevenness (Record page 
17 ). 

If intimate adhesion between the binder coat and 
the backing material were the objective, the expert 
tells us that the best bond between the binder coat 
and the paper would be obtained by putting the 
bonding coat right on the paper (Record page; IT). 

If Plaintiff's synthetic resinous material, in the 
manner described by Graft, were used, that is,* put- 



16 


ting on a pre-sizing coat and completely curing the 
same and then applying the bonding coat and abras¬ 
ive and further curing, one would get reduced 
flexibility over Plaintiffs process and reduced 
bonding effect (Record page 18). 

The expert was asked what the effect would be 
of not permitting the pre-sizing coat to dry enough 
(Record page 21). The expert clarified his posi¬ 
tion that this would have the same effect as putting 
one heavy bonding coat on top of the unsized paper, 
the witness stating— 

“If you did not allow the presizing effect to 
take place, you would have the same thing as 
putting the heavy bonding coat right on top of 
the unsized paper.'’ 

In view of the state of the art, and the experience 
of those skilled in the art, as demonstrated by the 
difficulties in any attempt to vary from the proced¬ 
ure disclosed by the art, Dr. Barsky, an expert, en¬ 
dowed with the knowledge of the art more than ex¬ 
pected of a skilled worker, stated— 

“I think my tendency would be to completely 
cure the under coat. If I wanted to size the 
paper so that the next coat would not pen¬ 
etrate the paper, I would cure the under coat 
completely” (Record page 19). 

The effect of this procedure is to obtain decreased 
flexibility. Dr. Barsky, the expert stated— 

“You would get decreased fiexibilitv if vou 

C? ft/ ft/ 

completely cured the presize and then put the 
bonding coat on a completely cured, finished 
sheet again. That is, it would be analogous 
to the procedure of Graft of curing the sizing 
coat and then putting the bonding coat on and 

! then curing again.” (Record pages 18 and 19.) 
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The facts of the record and the art relied upon 
by the Commissioner of Patents failing in any 
respect whatsoever to suggest Plaintiff's novel step 

i 

in the process, the Patent Office tribunals have 
branded Plaintiffs procedure as obvious on the 

theory that— j 

! 

“It would seem to be obvious that an ad¬ 
hesive would more readily adhere to a spft 
tacky surface of the first coating than it would 
ie a hard smooth surface formed by thorough¬ 
ly drying the first coating” (quoted from the 
Examiner’s Statement in Exhibit No. lj of 
Plaintiff, Record page%l). 

To this Dr. Barsky replied: 

i 

“If I wanted to get the best bond between 
the binding coat and the paper, I would do as 
Carlton did: put the bonding coat right on 
the paper.” (Record page 17). 

Any obvious objective from the materials known 
in the art, exemplified by Graft and Ivlingspor, 
would be completely to set the pre-sizing coating, 
and this would be productive of decreased flexibil¬ 
ity. The objective of more intimate adhesion be¬ 
tween the binder coat and the backing vrould be in 
accordance with Carlton, which would require 
compensation for the starving effect. Both of these 
procedures as suggested by the art would be ac¬ 
companied by a stiffening action, giving a sheet of 

diminished flexibility. I 

%/ 

The new, unobvious procedure claimed by Plain¬ 
tiff is the partial setting or partial drying of the 
pre-sizing coat before application of the binder 
coat, with the new, unobvious and unexpected re¬ 
sults of obtaining increased flexibility, without the 
sacrifice of adhesion between the abrasive aUd the 
backing material. The record, the facts, and the 
expert’s opinion all support this contention. 



The Carlton Patent is not a legitimate 

Reference for Prior Knowledge. 

In ! tlie interference proceedings which, involved 
appellant and the Carlton patent, appellant only 
conceded priority of the counts of the interference. 
The claims now on appeal before this Tribunal are 
to an entirely different invention, otherwise the 
Patent Office w’ould have rejected the claims on ap¬ 
peal only upon the Carlton patent in that the 
claims here on appeal -were directed to subject mat¬ 
ter within the scope of the interfering issue. 

However, the claims were rejected on the Carlton 
patent with the observation that while this patent 
did not show “the application of the second coat 
after the first only has only partially set", it w’ould 
be obvious and non-patentable to modify this to 
arrive at the invention of the claims. 

However, in arriving at this conclusion, refer¬ 
ence W’as made to the patent to Graft, utilizing 
a totally dissimilar material, the properties of which 
are so distinguishable that nothing could be said 
to be borrowed from this disclosure. 

The question at issue is whether the patent to 
Carlton is legitimately cited by the Patent Office 
Tribunals in their rejection of the claims, since the 
application upon which the patent to Carlton issued 
w’as filed subsequent to the filing of the application 
of Luxmore, appellant herein. 

A patent might be cited as either 

(1) a prior publication (including printed 
patents) ; 

(2) a prior patent (prior monopoly); 

(3) to show’ prior invention; or 

(4) to showr prior knowledge or use. 
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It is manifest that the Carlton patent is not 
cited as a prior publication since appellant’s ap¬ 
plication (Luxmore), was filed prior to the Issu¬ 
ance of the Carlton patent. 

Section 4886 R. S. (U. S. C. title 35, Sec. 31) as 
to its essential portions reads as follows: 

I 

“Any person who has invented or discovered 
any new and useful art, machine, manufacture, 
or composition of matter, or any new and use¬ 
ful improvements thereof, * * * not known or 
used by others in this countrv, before his in- 
vention or discovery thereof and not patented 
or described in any printed publication in this 
or any foreign country before his invention or 
discovery thereof, or more than two years prior 
to his application and not in public use br on 

sale in this countrv for more than two vears 

•/ 

prior to his application, * * * may, * * * obtain 
a patent therefor. 

This section of the Revised Statutes is the basis 
for the citation of Carlton. It is urged as will 
more clearly appear hereafter, that neither in fact 
nor in law could Carlton be legitimately considered 
prior knowledge. 

It is also clear that the Carlton patent was not 
cited as a patent monopoly since here again it was 
not granted until after the filing of appellant’s ap¬ 
plication, the Luxmore application, upon yhich 
this suit is brought and for the further reason that 
the invention of the claims in suit was not claimed 
by Carlton who was in interference with Luxmore. 

It is also clear that the Carlton patent w^is not 
cited to show prior invention, because the inven¬ 
tion of the rejected claims is not disclosed in the 
Carlton patent (the rejection being on the ground 
of lack of invention, rather than novelty). 
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Even if it be assumed that the Carlton patent 
was cited for the purpose of showing prior inven¬ 
tion, it would be insufficient and ineffective for that 
purpose because the date for a patent cited on the 
question of priority is the filing date thereof, as 
established in Alexander Millburn Co. vs. Davis 
Bowrnonville Co. 270 U. S. 390. 

This is so since the Luxmore application was 
filed before the filing date of the patentee, Carlton. 

The purpose for which the patent to Carlton was 
cited in the rejection of the claims in the Patent 
Office Tribunals and with which the Court below, 
in error, apparently agreed, Avas to show that the 
invention or something not patentably different 
therefrom was known or used before the invention 
or the discovery thereof by Luxmore, the appellant. 

The restrictions of Section 48S6 R. S. (supra) 
state that a patent should not be granted for an 
invention “known or used by others in this coun- 
trv before his invention or discoverv thereof.’ 7 

Carlton having filed his application in May, 1926 
and appellant having filed his application in Au¬ 
gust, 1925, it is clear that whatever disclosure is 
made in the Carlton patent was not known “before 
the invention or discovery thereof’ by appellant 
who precedes the earliest date of filing of Carlton 
by about eight months. 

It has been established by the Supreme Court in 
Millburn Co. v. Davis Bournonville Co., supra, that 
the effective date of a patent is the filing date there¬ 
of for everything shown and disclosed therein. 

The ruling of the Millburn case that the effective 
date of a reference is the filing date has been the 
ruling of the Patent Office Tribunals even prior to 
the Supreme Court decision. See ex parte Ham - 
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mond and Hammond, 1922, C. D. 15; ex parte 
Jencick, 1925, C. D. 41, and ex parte Stone, 1925, 
G. D. 97, 99, as follows: ! 

“Claim 4 was denied patentability by the 
Examiner upon the Thornycroft reference; but 
the Examiners in Chief sustained applicant’s 
contention that he was entitled, as to this 
claim, to the filing date of his application No. 
192,130, filed September 19, 1917, now" Patent 
No. 1,311,780, for constructive reduction to 
practice, and since such date was earlier than 
Thornycroft’s filing date the latter’s patent was 
not a reference.” 


The last cited decision of the Assistant Commis¬ 
sioner of Patents is direct authority to the effect 
that so far as the Patent Office Tribunals are 1 con¬ 
cerned that a patent granted on an application! filed 
subsequent to the filing date of a rejected applica¬ 
tion is not an effective reference. 

Certain decisions following the Supreme Court 
decision in the Millburn case interpret that deci¬ 
sion so as not to consider a patent granted oil an 
application filed prior to the filing date of the pat¬ 
ent in suit, as part of the prior art, to limit the 

i 

Supreme Court decision to direct anticipation. See, 
for example, Stelos Co. v. Hosiery Motor-Mend 
Corp., 72 Fed. 405 (C. C. A. 2nd); ex parte Bowles, 


24 U. S. P. Q. 266. 

Other decisions consider the Millbivrn case, supra, 
as permitting the prior filed patent to constitute 
part of the prior art, as for example, Denaro v. 
Maryland Baking Co., 40 Fed. (2nd) 513 (Md. 
1930); Hazletine Corp. v. Service Corp., 8 Fed., 
Supp. 100 (E. D. N. Y. 1934). 

No case is knowm which has sustained the view 
that Carlton may be considered as prior knowledge 


! 


i 
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under the circumstances relating to his filing date 
to that of appellant’s filing date in the Patent 
Office. 


There Can be no Presumption From 

Concurrent Decisions in View of the 

New Testimony Adduced. 

The rule has been established, in the Court of 
Customs and Patent Appeals and in the Court of 
Appeals of the District of Columbia (at least, be¬ 
fore appeals from the Patent Office were trans¬ 
ferred to the jurisdiction of the C. C. P. A.) that 
the concurrent decisions of the Patent Office tri¬ 
bunals will not be reversed unless manifestly 
wrong. 

In all decisions applying this rule, the case was 
an appeal under Section 4011, R. S. The rule does 
not apply, at least not to the same extent, in equity 
suits taken under Section 4015 R. S. This is be¬ 
cause an equity suit under 4015 is not a technical 
appeal as in the case of an appeal taken under 
4911, but is a new case with a record de novo. 

Under Section 4011 R. S., the case on appeal 
must be confined to the record made before the Pat¬ 
ent Office tribunals and no other evidence may be 
introduced. In a suit in equity under Section 4915 
R. S., on the other hand, either party, that is, the 
plaintiff (here appellant) or the Patent Office, may 
introduce new evidence not previously before the 
Patent Office tribunals. Butterworth v. Hoe, 112 
U. S. 50; Lucke v. Coe, Comm, of Patents, (App. 
D. C.) 28 P. Q. 178; 69 Fed. (2nd) 379. 

These facts are mentioned for the reason that the 
general rule above stated as to concurrent decisions 
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in the Patent Office, is open to an exception where 
there has been an introduction of new evidence not 
before the Patent Office tribunals. In re Demur¬ 
est, 38 Fed. (2nd) S95; 39G O. G. 4; 5 P. Q.;223; 
In re Wietzel 39 Fed. (2nd) 669; 5 P. Q. 177; In re 
Anthaltzer, 9 P. Q. 53; 48 Fed. (2nd) 657; 18 C. C. 
P. A. 1181. The exception to the rule as to! con¬ 
current decisions has also been applied by the Su¬ 
preme Court of the District of Columbia as!to a 
prior decision by the Court of Customs and Patent 
Appeals, Magness v. Robertson, Commissioner of 
Patents, 21 P. Q. 260. 

The reason for this exception to the rule is indi¬ 
cated in the decision in re Demarest, supra, to be 
based upon the fact that where the Appellate 6ourt 
is not given the benefit of expert testimony, it must 
fall back upon the experts of the Patent Office who 
have rendered the concurrent decisions. In the 
instant case, while the solicitor for the Patent Of¬ 
fice did not introduce any new evidence on any of 
the issues here involved, the appellant introduced 
the testimony of the undisputed expert, Dr. Bdrsky. 

In the instant case, the appellant, Luxmore, has 
introduced extended testimony and evidence, by 
an experienced practical chemical engineer with 
practical experience in the field to winch appel¬ 
lant’s invention relates, to aid the Supreme Court 
of the District of Columbia on the issues involved. 

Moreover, the rule relating to concurrent; decis¬ 
ions in the Patent Office applies only to questions 
of fact, Kennicot v. Kaps (App. D. C. 271 O. G. 
361; 262 F. 641). The rule never applies upon 
questions of law\ Orcutt v. McDonald, Jr. and Mc¬ 
Donald, 123 O. G. 1287 (1906); Bourn v. Hill, Jr. 
123 O. G. 1284 (1906). 
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Appellant’s process is an nnofevious 
and patentable advance. 

It becomes apparent that the issue in this suit 
is the position by the Patent Office tribunals that 
appellants process was an obvious, and not a pat¬ 
entable, variation. Obviousness is variously de¬ 
fined as— 


“* * * * apparent; easily discovered, seen or 
understood; evident; manifest; palpable; 
plain; readily perceived by the eye or the in¬ 
tellect; the quality of lying in one’s way or 
before one’s eye; * * *” Jfi C. J. 891. 

It is also defined in Tolfree v. Wetzler , 22 Fed. 
(2) 214, on 223, as follows: 

“What is obvious presents itself readily to the 
eve of evervone: it is seen at the first glance 
and is opposed to that which is abstruse.” 

In patent cases, obviousness is determined by 
what is expected of the “skilled worker”. The 
Court in Tolfree v. Wetzler, supra, on page 223, 
has laid down the following test: 

“The test of what is obvious to a person 
skilled in the art and acquainted with the 
common knowledge in that art at the date of 
the patent”. 


citing— 

Hendy v. Golden State Iron Works, 127 
U. S. 370; 

Landesmann v. Janassen, 32 Fed. 590, ap¬ 
peal dismissed 140 U. S. 686; 11 S. Ct. 
1023, 35 L. Ed. 601; 

Lyon v. Goddard, 10 R. P. C. (Eng.) 334. 
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.The facts referred to above are believed to show 
abundantly that a person skilled in the art would 
obviously follow the procedure of Klingspor and 
Graft, and this applies also to Carlton, with Carl¬ 
ton’s materials. This process, however, fails in 
obtaining the end point of increased flexibility and 
adhesion, the new and unexpected result following 
from appellant’s process. j 

The apparent simplicity of appellant’s process, 
when once pointed out, does not negative inventive 
skill. Simplicity and evident fitness are no sign 
of absence of inventive skill. 

; 

i 

See McFarland et al vs. Spencer et al, 23 
Fed. 15 0, on 151. 

The record and the facts show the lack of any 
suggestion in the art of appellant’s process and the 
variation from the suggestion in the art, with the 
result that a serious problem is solved and a hew 
and beneficial property is achieved in the end prod¬ 
uct. Some basis for determining whether this 
change constitutes invention may be gathered from 
Amus vs. Alden, 27 Fed. 684, on 687— ! 

“What constitutes invention in the legal sense 
is difficult of exact definition in terms. Where, 
however, an old device or machine in general 
use, with acknowledged serious defects, * * * 
is taken in hand, and by changing its form or 
structure, they are removed and a different and 
improved result obtained, it may safely be 
affirmed that the change required invention.” 

Appellant has urged the beneficial and unex¬ 
pected result obtained by the variation of his pro¬ 
cess, urging the utility of the new end product as 
evidence of the exercise of inventive skill. The 
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proof of utility by the change in procedure, not ex¬ 
pected to be exercised by those skilled in the art is 
a sufficiency of invention to support a patent. 

Robinson on Patents, Vol. 1, Sec. 116, Note 1, is 
cited as follows: 

“The utility of the change as ascertained by 
its consequences is the real practical test of 
the sufficiency of an invention, and since one 
cannot exist without the other, the existence 
of one may be presumed as proof of the exist¬ 
ence of the other. Where the utility is proved 
to exist in any degree, a sufficiency of inven¬ 
tion to support the patent must be presumed/ 7 

As further determinative of the existence of an 
inventive act, the failure of the record to show any 
identity of procedure, coupled with the new and 
unexpected result following therefrom is highly 
persuasive of the existence of invention. 

Robinson on Patents, Vol. 1, Sec. 117, 'page 169, 
under the heading “Intrinsic Novelty of a Concrete 
Invention Evidenced by the Novelty of the End 
Accomplished 77 states: 

“Thus, while identity of end is no proof of 
identity of means, diversity of end cannot exist 
without diversity of means, and every really 
new result furnishes, in itself, conclusive evi¬ 
dence that the cause by which it is produced is 
also new. Any invention, therefore, which ac¬ 
complishes an end never before attained must 
be intrinsically new and unless evidently a 
mere constructive union of known factors must, 
likewise, have originated in a new inventive 
act.” 

Despite the fact that the art does not show any 
analogous procedure to that claimed by Plaintiff, 
the drastically different character of the constit¬ 
uents used in Graft and Klingspor furnishes no clue 
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as to what may be expected with Plaintiff’s mater¬ 
ial, i.e., the new material Bakelite in sandpiper, 
contemporaneously invented with Carlton. ! In 
chemical processes the doctrine of mechanical e4uiv- 
alents, from which an analogy may be drawn, can¬ 
not be applied. 

See 

i 

Naylor v. Alsop Process Co., 168 Fed. at 
919— ! 

“Reasoning by analogy in a complex I field 
like chemistry is very much more restricted 
than in a simple field like mechanics. * * * 
You cannot apply the doctrine of mechanical 
equivalents to a chemical patent.” 

| 

See also 

Toledo Rex Spray Co. v. California Spray 

Chemical Co., 268 Fed. at 204— ! 

; 

“Mere analogy is not in chemistry, usually 
so certain an index as in mechanics.” 

Carlton and Luxmore, the inventor, being! con¬ 
temporaneous, and Graft and art exemplified by 
Klingspor showing characteristically different ma¬ 
terial, anticipation may only be founded upon a dis¬ 
closure of similar materials acted upon by the feame 
physical forces. 

See 

Celluloid Mfg. Co. v. Russell, 37 Fed. at 
679— I 

“The patent being for a process, each in¬ 
gredient and each step is necessary to make the 
operation a success. *• * * The materials may 
all have been ready at hand but unless they 
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were combined by others in the manner de¬ 
scribed by the inventors, there is no anticipa¬ 
tion.” 

The fact that a change in degree over Carlton 
has been made is not determinative of lack of 
patentable merit. The new, beneficial and unex¬ 
pected results in the face of long existing practice, 
variation from which would be expected to be fol¬ 
lowed by detrimental results, sufficient of itself to 
discourage pursuit of that practice, is highly per¬ 
suasive of patentable merit. 

See Meade Morrison Mfg. Co. vs. Exeter 
Machine Works , 196 Fed. 789, on 790— 

“The presence of patentable invention or its 
breadth or importance does not depend upon 
1 the mere extent or completeness with which 
the inventor has modified or altered pre-ex¬ 
isting devices. It depends, rather, on the new 
and beneficial result accomplished in its par¬ 
ticular art and the smallest and seemingly 
most obvious changes have often produced the 
most beneficial results in well recognized in¬ 
ventions. This also may be the criterion for 
considering whether an assemblage of elements 
constitutes a patentable combination or an 
aggregation.' 7 . 


citing— 

Goss Printing-Press Co. v. Scott, 108 Fed. 

253; 47 C. C. A. 302; 

Lambert Hoisting Engine Co. v. Lidger- 
wood, 154 Fed. 372, 83 C. C. A. 350; 
Loom Co. v. Higgins, 105 U. S. 580, 2G L. 
Ed. 1177. 

The new and important results achieved by ap¬ 
pellant warrant the reversal of the lower court’s 
decision and that of the Patent Office tribunal. In 
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re Pupin (App. D. C. 1924) 299 Fed. 697; ex parte 
Austin (C. C. P. A. 1934) ; 68 Fed. (2nd) 739; ex 
parte George (C. G. P. A. 1934) 68 Fed. (2nd) 
571. | 

Even the mere discovery of a defect in the prior 
art, and even assuming that Carlton is also prior 
art, is sufficient to sustain appellant’s process as 
contributing patentable novelty. Ex parte Hamil¬ 
ton (C. C. P. A. 1933) 64 Fed. (2nd.) 141. 

With the set of facts as presented by the dis¬ 
covery of Carlton’s bond for sandpaper, even if 
this disclosure was prior knowledge to applicant 
of which he may be charged with knowledge, the 
discovery of the difficulty involved in such device 
so far as flexibilitv is concerned is of itself' suffi- 
cient to predicate patentable novelty. Obviously, 
Carlton lacking the force of prior knowledge, the 
independent discovery of the difficulty for produc¬ 
ing a flexible sandpaper employing the ingredients 
disclosed by Carlton brands appellant’s process 
with patentable merit. See Judelson v. Hill Laun¬ 
dry Equipment Co, (C. C. A. 2nd Cir. 1927), 22 
Fed. (2nd) 253. j 


CONCLUSION. 

I 

We therefore respectfully submit that appellant 
is the first in the art to conceive of the novel con¬ 
cept for a process for producing the sandpaper em¬ 
ploying as the constituent the synthetic resinous 
condensation product of the flexible character here¬ 
tofore not achieved and that the association of the 
manipulative steps making possible such product 
with the ingredients appellant employs is a mater¬ 
ial, substantial and patentable advance over the 




30 


art, the advantages of which deserve the protection 
contemplated by the patent statutes and is deserv¬ 
ing of patentable merit. 

Appellant is therefore clearly entitled to the ap¬ 
pealed claims and the decision of the Court below 
and the Patent Office Tribunals should be reversed. 

Respectfully, 

H. H. Benjamin, 
Solicitor for Plaintiff. 


Paul Carpenter, 
J. T. Basseches, 
Of Counsel. 

March 4, 1936. 
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In the United States Court of Appeals 
for the District of Columbia 

Octobek Teem, 1935 


No. 6584 ! 

i 

Minnesota Mining and Manufacturing Company, 

APPELLANT 

I 

v. i 

Conway P. Coe, Commissioner of Patents, 

APPELLEE 


APPEAL FROM THE SUPREME COURT OF THE DISTRICT OF 

COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 

This is an appeal by the plaintiff below from the 
decree of the Supreme Court of the District of 
Columbia (R., p. 9) dismissing the bill of complaint 
which had been brought under Section 4915 R. S. 
(35U. S. C.A. 63). 

Plaintiff sought to have the court below author¬ 
ize the Commissioner of Patents to issue a patent 
containing certain specified claims upon the appli¬ 
cation of its assignor, William Luxmore, which 

application was identified by Serial No. 50,477. 

(i) 


54278 — 3(5 
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That application, as filed (R., p. 25 et seq.), was 
concerned with a flexible abrader and the process 
of making it. In ordinary language the article is 
referred to as sand paper. 

The alleged novelty consisted in using as a binder 
for attaching the abradant to the backing of paper, 
or other suitable material, a phenolic condensa¬ 
tion product, and the process consisted, in first 
impregnating the sheet of paper with a thin flex¬ 
ible phenol-aldehyde resin varnish, then applying 
another coat of that varnish to the sheet, and ap¬ 
plying the abrasive to that latter coat, to be re¬ 
tained by it when that material was hardened by 
baking. 

The application was placed in interference with 
an application of Carlton and an application of 
Klingspor. A decision was rendered against the 
latter because of the date of invention alleged by 
him, and Luxmore conceded priority to Carlton as 
to the invention covered by the claims in issue in 
the interference. A patent was subsequently is¬ 
sued to each of the parties, the Klingspor patent 
appearing in the Record, beginning on page 96, 
and has been introduced as Plaintiff’s Exhibit No. 
2, and the Carlton patent appearing in the Record, 
beginning on page 98, and has been introduced as 
Defendant’s Exhibit No. 1. 

That interference involved a number of claims 
now appearing in the Carlton patent, of which 
claim 1 for the article, and claim 6 for the process, 
are illustrative: 
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1. The new article of manufacture, flex¬ 
ible sandpaper, which includes a backing, a 
grit or layer of abrasive particles,; and a 
bond for uniting the grit to the backing in¬ 
cluding a synthetic resinous condensation 
product which is solidified to a flexible and 
waterproof state. ! 

6. The process of forming a flexible water¬ 
proof abrasive article which comprises con¬ 
densing an aldehyde and a phenol:in the 
presence of a catalyst at low temperatures 
to produce an adhesive product, applying 
such products together with an abrasive grit 
to a suitable backing, and heating said 
product whereby to form an abrasive device 
which is flexible when solidified and insolu¬ 
ble in the presence of moisture and friction. 

After the interference was terminated by judg¬ 
ment against Luxmore, he introduced into his ap¬ 
plication the claims involved in this suit and they 
were rejected as not being patentable over the Carl¬ 
ton patent in view of the decision in the interfer¬ 
ence awarding priority to Carlton, and the patent 
to Graft (R. p. 104 et seq). j 

Of the claims here involved, claims 25 and 29 are 
illustrative: I 

25. The method of making an abrasive ar¬ 
ticle which includes as steps thereof, employ¬ 
ing a backing, applying a synthetic resinous 
presizing coating to said backing and permit¬ 
ting the same to partially set, then applying 
a binder and a coating of similar material 


! 
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and grit to said backing to form the complete 
abrasive article. 

29. The method of making an abrasive ar¬ 
ticle which includes as steps thereof, employ¬ 
ing a backing, applying a synthetic resinous 
condensation product in a volatile thinner to 
penetrate the backing and saturate the fibres, 
airdrying the sheet so treated to partially 
set the resinous impregnating coating, ap¬ 
plying a binder coat of a synthetic resinous 
composition, partially setting the binder coat 
so applied, anchoring a grit or layer of abra¬ 
sive particles in the binder coat and then 
finally baking the article so made. 

Admittedly the essential point of novelty in these 
claims over what is shown in the prior art is that 
after the presizing coating is applied to the back¬ 
ing, that coating is permitted to be “partially set” 
before the binding coating is applied. (See first 
complete paragraph of page 10 of Appellant’s 
Brief.) 

The Carlton patent discloses not only the use 
of a phenolic condensation product as a binder, but 
discloses that more than one coating of that prod¬ 
uct may be applied to the backing. See page 3 of 
the patent (R. p. 100) in which it is said: 

I have found in practice that the number 
of coats of the binder may also beneficially 
be varied * * *. 

And further: 

I have also discovered that my improved 
binder may be suitably modified to permit 
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its beneficial use as an auxiliary coating 
for waterproofing one or both sides of the 
base * * *. | 

This matter is again referred to on page 4 of the 
patent, in the paragraph commencing with line 18. 

Thus it appears that Carlton, who was held to 
be the first inventor of the invention defined by the 
claims of the interference and who, in view of that 
decision, must be held to be the first inventor of 
anything common to his application and the appli¬ 
cation of Luxmore, discloses clearly the usq of the 
phenolic condensation product as a binder and the 
use of more than one coating. He does not state 
in his specification whether that original coating is 
to be dried, partially dried, or not dried at all. The 
single question involved in this appeal, therefore, 
is whether the claims which specify that after 
applying the first coat it is allowed to “partially 
set” before the second coat is applied defines any¬ 
thing of invention over the patents of record. 

Before discussing that question it is deemed de¬ 
sirable to refer to the contention raised in appel¬ 
lant’s brief on page 18 et seq., that the claims can- 

i 

not be rejected on the theory that they define only 
something that is not inventive over the Carlton 
disclosure. 

No decision whatever is cited in support of any 
such theory and it is submitted that the argument 
absolutely ignores the requirement of the statute 
that a person may obtain a patent only if he has 
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“invented or discovered” a new and useful art, 
machine, etc. (See Section 4886 R. S.) 

The question here involved is not whether some 
prior publication precludes the allowance of these 
claims, either because the date of that publication 
was prior to Luxmore’s alleged invention or more 
than two years prior to his application, but is 
whether Luxmore made any invention over that of 
Carlton who, by Luxmore’s own admission, was the 
first to make the invention defined by the claims 
of the interference. 

The fact that Carlton’s application was filed after 
Luxmore’s application has nothing to do with the 
ease. The date when an application is filed is evi¬ 
dence that the invention had been made bv the 

%/ 

applicant as early as that date but it is in no way 
conclusive that the date of the filing of the applica¬ 
tion was the date when the applicant made the 
invention and in any proceeding it would be com¬ 
petent to establish the date when applicant actually 
made his invention. Obviouslv Luxmore could not 

•V 

have obtained a patent on that which he admitted 
had been previously invented by Carlton, nor, it 
is submitted, in any proper interpretation of the 
statute could he be permitted to obtain a patent 
for that which was not inventively different from 
the prior work of Carlton. 

Not only is no pertinent decision cited in sup¬ 
port of the contention but it is submitted that the 
decision of this Court in Ex parte Prichard, 57 
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App. D. C. 347, 1928 C. D. 11, is directly contrary 
thereto. It appears in that case that in ah inter¬ 
ference in which the Prichard application had 
been involved the tribunals of the Patent Office 
had held that Prichard’s opponent, Setzler, was 
the first inventor of the invention of claim 1 of the 
issue, but that he could not make count 2 of the 
issue of the interference because it contained a 
limitation not readable upon his disclosure;. Pri¬ 
ority, therefore, was awarded to Prichard as to 
count 2 with the recommendation that the claim 
be refused him as not being inventively different 
from count 1, which had been awarded to Setzler. 
That decision was affirmed by the Court of Ap¬ 
peals of the District of Columbia (54 App. D. C. 
266, 1924 C. D. 240) with the statement that it 

i 

could not consider in that proceeding the patent¬ 
ability of count 2 to Prichard. On the subsequent 
appeal in the Prichard application the Court, of 
course, had that question before it and hdld that 
the claim w r as properly rejected. 

With reference to the grounds of rejection the. 
Court said: j 

The appealed claim does not contain the 
limitation that the additional hydrocarbons 
are supplied “during the cracking opera¬ 
tion”, and the Office would not be justified 
in reading any such limitation into the 
claim. Giving to the claim the broadest in¬ 
terpretation that it will reasonably support, 
it clearly fails to define anything of patent- 
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able merit over count 1. In fact, the 
process defined by count 1 would be without 
substantial utility without “supplying addi¬ 
tional quantities of the hydrocarbon under 
treatment.’ ’ 

***** 

And it is also fundamental that the subject 
matter of patents must be patentably dis¬ 
tinct from each other. 

As to the question of the patentability of the 
claims here sought over the references of record, 
it is to be noted that when the Luxmore application 
was filed there was no suggestion of any invention 
such as now set out in the claims. The only refer¬ 
ence to the partial drying of the initial coat was as 
follows: 

After the aforesaid impregnating opera¬ 
tion has been accomplished the sheet is per¬ 
mitted partially to dry—say for about thirty 
minutes at room temperature. 

None of the claims presented prior to the inter¬ 
ference made any reference to this step in the 
process. 

It should be noted that this drying has nothing 
to do with the conversion of the jDhenolic conden¬ 
sation product into a flexible insoluble material, 
as .specified in the application, by the “baking” 
process. In other words, this drying is not the so- 
called “curing” of the phenolic product by heat. 

This statement is made because in the testimony 
presented there is some statement as to the “double 
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curing” of the original coating if it were allowed to 
completely dry before the second coating were 
placed thereon. 

Apparently, though no reference is made Ithereto 
in the specification or in the testimony, thib “ dry¬ 
ing” is simply allowing the solvents with which the 
condensation product had been thinned to evapo¬ 
rate until the coating had acquired such consistency 
that the next coat would not penetrate the paper. 

The Graft patent describes the putting on of 
successive coats of a waterproof material, the last 
of which is to include the abrasive, and letting the 
first coat dry before the second coat is piit there¬ 
on. This was obviously due to the character of the 
waterproofing material used by Graft, which is ex¬ 
plained by the witness (R. p. 14) was collodion, 
which dries solely by the evaporation | of the 
solvents. 

; 

It may be noted that the application itself sets 
out no particular advantage for the so-called “ par¬ 
tially drying.” It is submitted, therefore, that 
there is nothing inventive in it. The first coat was 
dried to some extent since otherwise one coat would 
be placed upon the other in the same state so that 
the two coats would be the same as one heavy coat, 
and, without delaying the operation long enough 
to completely dry the first coat, it would be in con¬ 
dition to prevent the penetration of the second 
coat. 

! 

While, as pointed out above, there is nothing to 
indicate that this “drying” had any reference to 
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the change in the state of the phenolic condensation 
product due to the baking operation, it is submitted 
that if it has such meaning then it is obvious that 
there should be no preliminary conversion of that 
product. It is obvious that any such preliminary 
conversion would over-cure the product when the 
baking took place after the second coating was ap¬ 
plied and thus render the sheet less flexible. This 
would certainly be true because it was well known 
that the character of the product changed with the 
length of time that it was baked. 

It is submitted therefore that the claims here 
involved define nothing inventive over what was 
shown to be the prior invention of Carlton and that 
the decree of the Supreme Court of the District of 
Columbia should be affirmed. 

R. F. Whitehead, 

Solicitor for the Patent Office, 

Attorney for Appellee . 

March 10,1936. 
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